2004 PAPER P2
SAMPLE SCRIPT A

This script has been supplied by the JEB as an pbeaof an answer which achieved a pass in
the relevant paper. It is not to be taken as a "el@hswer"”, nor is there any indication of the
mark awarded to the answer. The script is a traipgaf the handwritten answer provided by the
candidate, with no alterations, other than in tbeniatting, such as the emboldening of headings
and italicism of case references, to improve reddgb

Question 1

Today: 2-11-04
Renewal A: 3-04 (+6 = 9-0% s.28)
Renewal B: 9-04 (+6 = 3-05 s25)

Patent A

Fee originally due in March 2004 but payable latesix-month grace period until September
2004. This date has passed and patent lapsedceHtatent Office notice. However, can be
restored (s.28) at any time up to 19 months fromiral due date (March 04) i.e. up to October
2005, if the patentee can show that reasonableveasetaken to keep the patent in force. Can
this be shown here? Arguably lapse unintentiondl @ancharacteristic slip in company systems
as administrators taking over is unusual circunt#anPossible that restoration may be allowed
in this case. Were staff responsible for Patengslenredundant? It would appear that no
responsibility was then assigned for IP renew&suld be viewed as lack of care depending on
precise facts. However | believe that restoratreould be allowed here. Need to request
restoration as soon as possible (PF/16/77) andvileence (affidavit) to effect that reasonable
care taken.

If restoration allowed should be aware that intemg user rights arise if anyone does or makes
serious and effective preparations to do in the & in good faith in the believe that the patent
has lapsed acts falling within the claim scopeeyrand any partners in business of theirs will be
able to continue to do that act (but not work tla¢ept generally) and that right passes to the
business on death. However, any act which beganatent in force, or in six month grace

period (s.25(4)) will continue to be an infringerheif restoration refused — can’t get patent back
but can take action for infringements occurringpto lapse.

If product developed further and development caaftéal could seek new patent protection.
Before | could take any steps, if he engages meJduoave to engage with firm (conflict checks
etc) and file authorisation to act (PF51/77) atlitkePatent Office.

Patent B

Fee originally due in September 2004, payable Mith surcharge until March 2005.

Recommend payment as soon as possible as surdkastyiding scale (£0 first month, £24 for
each additional month) and ensures if error octhastime available to rectify it.

File PF12/77 and pay fees.



Any acts done in grace period are valid and angingéments infringe. No intervening user
rights but damages may not be awarded for infrirgg@min this period although injunctions are
usually available (no evidence here of infringement

No need to show reasonable care in applicationenm@5(4). Late payment is as of right.

Question 2.
Clock — UDR/RDR/C-RDR

Escapement — component part v. normal use

Money — 6m
UK
Copyright

Will exist in the design documents for the cloclkotNnonopoly right but automatically comes
into existence so limited protection until ‘strongarotection sought (see below)

UK — unregistered design right (UDR)

Client is qualifying person — protection availabdte 3D objects (shape of clock). Again
automatic right but again not a monopoly. Also eag&ment may not be protected as UK-UDR
does not cover ‘methods and principles of conswntt Also clock must be original and not
commonplace — prior disclosure of escapement imeaht¢imes probably not enough to make
‘commonplace or destroy originality. Further cordtion of clock shape and escapement can be
original in own right (farmers build).

Duration for marketed works — 10 years end of adderyear first marketing subject to licence of
right (LOR) in last five years. (prior to marketidgpy end of year of designing. LOR — last 5
years)

UK — Registered design right (RDR)

Advise seeking RDR — either direct UK or via Comityir{see below). Monopoly right so
copying not necessary. Duration 5x5 years filing5=years must be new and have individual
character.

New: must differ in more than immaterial detailsleck as a whole would. Must also not have
reasonably become known to workers in the fieldtgiging in novelty clocks.

Escapement ancient mechanism but only recentlysecedered. Probably not known in sector
concerned.

Individual character — different overall impressieappears satisfied.



Exclusions: Component parts not visible in normsd.uBut escapement visible through case and
probably new (see above) and individual in selferBifiore protection available for clock and
escapement.

If cash short now — there is 12 month grace pendde in UK after designer disclosure.

Recommend filing as soon as possible as makesecledrether novel/individual but if money
not available have 12 months from first disclosiaréile. Intervening disclosures not considered
for novelty/individuality so no problem showing cloat exhibitions.

Europe
Copyright — as UK — Berne Convention

Unregistered design right (community)

Substantive requirements same as UK-RDR but copyeggled to infringe. Protects for three-
years from first making available to the publicB. All 25 EU states so offers protection in
UK too. — useful prior to seeking monopoly protenti

Registered design right (Community)
Substantively as UK-RDR.

Same issues apply.
Also has grace period.

Protects entire EU for cost of 2 to 3 national gesfilings. Maximum 25 years monopoly
protection. (5x5 years) from filing date.

If interested in Europe wide protection reccommditidg a community registered design
application to clock as a whole. Registers (as@ng) in less than six months. No need then to
file in UK. Alternatively — file in UK when moneytarts to come in then in community (within
six months) claiming priority from UK filing.

No ‘double banking’ problem for designs.
us

Copyright
As UK/Europe.

Unregistered design right
Not available in US — closest is passing off primris — costly

Design Patents
12 month grace period and can claim priority. Aeviling either UK/European application then
claiming priority for US filing. Believe 20 yearanopoly — verify with local attorney.



Question 3.

GB/03 — August 7-03, 5-3-03 — b. of. c.
9/77 — on time.
EP/04 — X — result of disclosure — 2(3)

At present EP/04 citable as s.2(3) art as priatéte (21-3-03) is before GB/03-Aug filing date
(no priority claimed) but published afterwards (6€d), designating UK. If not entitled to
priority — not citable as filing date (7-3-04) ifiea filing date of GB03-Aug. No reason to
believe not entitled to this date but must verify.

Regardless if GB03-March published has become &t3)ithout need to rely on priority claim.

Check if GB03-March published (@21-9-04) and statomy be withdrawn to avoid s.73

revocation later) therefore must overcome thesdgatiares if to pursue GB/03August. However,
seem to be entitled to rights in both GB03-Marct BR04.

Also, inventor currently named appears wrong.

Therefore suggest approaching competitor and dgawaitention to this fact. As breach of
confidence must be proved at filing evidence o€ldisure prior to their filings must be on file at
UK Patent Office. Gives strong case. Requesigas®nt (possibly in return for license to
sweeten deal and make more amendable? Clienthitg)ug

License in return not necessary though as makiear that in absence of assignment will bring
entitlement proceedings and s.13 to add/changeiare

There are costs involved but would be difficult ftvem to show that they'd independently
invented so should win.

Entitlement proceedings would suspend prosecuti@P04 in Europe as published.

Assuming rights transferred would seem reasonableithdraw or abandon GB/03August —
unless same disclosure is patentable over EP/Ofarsdie GB/03-March (if still pending) and
EP/04 to grant obtaining protection that way.

If GB/O3March still pending and as EP/04 designdid#s would have to consider double
patenting issues at some stage.

Check similarity of disclosures to see if worth guing all apps.

Question 4.

General
Ask to see letter — ensure it's not threatenin@+aason at present to believe it is.

Seek further info on product.



Obtaining a copy of application

s.118(4). We can obtain a copy of an unpublishmadi@ation by writing to the patent office and
requesting to inspect file. Must enclose letteeaslence. Patent Office will forward request to
proprietor and if doesn’t provide good reason ndisclose it to you Patent Office will send you
a copy after 14 days have elapsed.

Will let us read patents and see current claim s if you'd actually infringe it. Then set up
caveat (PF49/77) to watch progress of applicatiéimd out if prosecution accelerated. Look for
other foreign filings — may be relevant to cliefaseign activities — could end up with different
claim scopes there.

Dealing with application

Can take steps to narrow scope so you don't inériaiggrant by filing s.21 observations prior to
grant (after published). We can comment on pabdittabut don’t become party to proceedings.
Please advise further on obviousness issue. Ddkgow of any specific art? Would help to

build a good case file as soon as possible afteligation (have at least a threee month window)
to ensure not ignored as accepted for grant.

Dealing with Patent
Once granted proprietor can take action — not leefor

Can claim damages back to date of publication ifryacts would infringe both claims published
and granted but damages may be reduced for thisdpgmot reasonable to expect your acts to
infringe both sets of claims

Damages available for period after grant to expexént valid, infringed and drafted in good faith
with reasonable skill and judgement.

Injunctions — can’t be sought until grant. Maylse#erim injunction — would have to give cross
undertaking in damages. May be granted as valafifyatent not considered in detail at interim
stage. Judge considers if damages adequate rdipessibly in this case), if not damage to you
and competitor if injunction is or is not grantexhif we show damage if injunction granted?); if
doesn’t provide an answer judge usually maintatatus quo or as a last resort considers the
merits of the case.

If granted — injunction remains through proceediagsl appeal and only lifted if competitor
looses.

If competitor proves infringement and validity (desow) injunction becomes permanent.

Could counteract infringement proceedings withacfor revocation — seek on lack of inventive
step and other grounds (e.g. added subject métteryome available as result of prosecution.

Before court or comptroller. Both slow and expeasbut comptroller less so. To choose
comptroller would have to file for revocation befothey brought infringement action. Joint
statement so need agreement — otherwise their ehaficforum unless both agree to use
comptroller. Remember — inventive step decisiaesdifficult to predict as not black and white
issue.



Could seek declaration of non-infringement befavenptroller. If we don’t believe you would
infringe — either due to potential invalidity ofllfag outside claim scope — write to competitor
and discuss issue. Seek non-litigative agreement.

Question 5

(a)
Not possible to bring proceedings before UK Pagidfice simply to confirm validity. Therefore
can’t act on instructions.

Proposition A
GB5B probably invalid in view of document. Unlesgervening publication available for
novelty only in states other than UK — unlikely.

As | believe amendment necessary in Europe — oabjeatust have merit. Would apply equally
in UK. Therefore post-grant (s.27) amendment rergsn UK to ensure validity

Proposal B

True, if EP5 grants protecting same invention a®BRnd still designates UK. GB5B will be
revoked under s.73 after giving chance to ameniéd5 kot yet granted so could amend to cover
different invention or withdraw GB designation befarant.

However, as GB5B appears to be invalid suggesttaiaing EP5 to grant and validation in UK
and surrendering GB5B (saves costs of s27 amendareratiternatively of s73 proceedings).
Surrender discretionary and may be opposed e.gobpetitor. Although as competitor raised
issue motivation for opposing not clear. Howewarnrrender is as of date of acceptance of
surrender by Comptroller and not initio so will lea@xisted for some time invalidity. Although
not possible to action infringement for that tinsepossible (but unlikely) that someone could
seek to revoke it.

Proposal C
Both claim same priority date. If each entitledotwority (assume so, | filed them) is irrelevant.
If not EPS becomes 2(3) art for GBSB (if publishath UK designation) but not case here.

c) Further proposals
Competitor must have some reason for sending leReobable GB3B encroaches on something
he is doing or wants to do.

As not valid — would be unwise to seek to enford&SB — instead ensure EPS accelerated to
grant so can rely on that and that preliminary goton obtained in UK when published by EPO
(PF 54/77 and fee).

If EPS some way off grant — amend GBSB under s2¥aadoe enforced if necessary.



Question 6.

Inv — employed by D
- D entitled, not in D’s name in name of A.

(a)
Inventor employed by Dropabrik(D). Therefore Diged to invention by virtue of employment
of inventor but patent not granted to D, grantedBo

AB not entitled to patent.

(b)

D has rights in equity don’t want to assign to xtorect legal title as intends to sell D.

Suggest assigning rights in GB3 formally from DAB to clarify claim of title. Obviously
before sale of D.

Also amend register to reflect derivation of rightsorrect form 7/77 (file PF 11/77 and pay £40
fee) to show derivation by assignment.

Question 8.

Issues
- effect of licence
- Entitlement to priority — EP8
- Validity of EP8 in UK
- Effect of EP8 in UK
- Prior Use
- Options/Action

Effect of licence

- Under UK law an exclusive licensee can bringingement proceedings in own name. D’s
(Dresdens) letter therefore valid.

- must make G (Gifu) party to proceedings can derim acts

- to claim damages licence must be registered aPdtent Office (check this)

Entitlement of EP8 to priority

WX
Fully described in JP/A.
Use as dye described in JP/A therefore entitlgatitoity date of 12-9-99 as PCT filed 12-9-00

wy
Fully described in JP/B
Use as dye described in JP/B so entitled to pyiofitt2-12-99 as PCT filed within 12 months

Wz
as WY except formula incorrect in JP/B. CorrecteBCT.
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need to see translation of JP/B.

Was WY described in other ways such as full naméabclear from JP/B which compound
intended? If so — WZ entitled to priority datel@®-12-99.

If not WZ entitled only to filing date of PCT/JP&ieh is 12-9-00

Validity of EP8
Three features — WX, WY, WZ. Some may be antiggatnd some not.

WX

Known per se and use as dye identified in Decerhib8B. Was this research published before
12-9-99? If so arguably use of WX not novel andyverobably not inventive. Must verify
whether institute of Halifax (H) disclosed studiggor to 12-9-99 but as publication likely —
claim to WX appears to be invalid.

wy

WY not known as dye before 12-12-99. But if WXdiased WX was and WX/WY structurally
similar. Therefore claim to WY could lack inventigtep unless behaviour such that physical
properties different despite structural similarity. H,0 & H,S) Lack of inventive step would
have to be clearly proven but possible inventiep stttack.

wz
May be entitled to priority date of 12-12-99. Magly be entitled to filing date of PCT of 12-9-
00 if entitled to priority:

JPC filed before priority (21/2/99) but publishecegumably 18 months later in August 00.
Possibility (remote) of early publication — needvaify. Therefore intervening disclosure. Not
available under s.2(3) in UK as not UK patent budilable for novelty only (JP provisions
mirror UK provisions) in Japan.

If not entitled to priority:
JPC probably full prior art (published before 12@®- Citable in UK.
As JP/C discloses WZ and use as dye — destroystnoiaVZ.
Validity summary
WX

Appears to be anticipated
WY

Possible lack of inventive step
WZ

If entitled to priority — JPC not citable in UKvalid
If not entitled to priority — JPC fully citable arahticipated
Effect of EP8 in UK

Either G or D could sue for infringement in UK.
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Importation is an act of primary infringement (sB0&nd therefore actionable against H.
EP8 granted so actionable now (injunction probajpinted on basis of threat to infringe)

Verify properly validated in UK — translation fileahd published within deadline (3 months ext
under 110(3) and (4-6)) i.e. by 9-11-04 ext. atmo®-1-05.

Assuming validated in UK. Action can be taken. wéwer a defence available as WX appears
anticipated and WY lacking in inventive step.

But have to proove in court and if WY found to ki and amendment allowed to make claim
valid — importation of WY would infringe and couldose money in damages and costs.

Prior use
Although importation not yet commenced may be ableshow that serious and effective
preparations made before priority date to import WXery difficult to prove but if proven

provides a defence — can import WX without feaaction.

For: funding of research; Business plans; Negotmaivith manufactures
Against: delay.

| believe extremely difficult to argue s64 defemtehis case.
Options/Action

- Claim currently invalid by virtue of lack of noly of WX

- amendment needed and amendment discretionary

- Possible s64 defence but unlikey

- WY aspect of claim possibly valid

- Invalidity on inventive step difficult to predict

- Advise not commencing importation on above babigh risk and even if found not to infringe
through invalidity proving this is expensive andlarirable

- Suggest opposing EP8 at EPO
- central attack
- file by 8-5-05. no extension

- use Patentability arguments above



- other grounds sufficiency — appears sufficiemind added subject matter — check file wrapper
to see if can be raised too.

Notes

EP8 P.D 12/9/99 + 12-12-99 JP/A & JP/B
F.D 12-9-00
Pub D
G.D. 9-8-04

Pros in German exclusive EU licence
Patentee: Gr fu (G)
EL Dresden (D)

no sufficiency problems; seems to be entitled torpy
Client: Halifax (H) import inf. prods from India.
Exc. Licensees can sue — UK law anyway

JP/C — Pub 21/8/00 — 2(3) if entitled to priortyput not UK patent so no 2/3 effect
- filed 21/2/99  2(2) if not — but seems to be

JP/B - obvious error WZ? If so JP/C not relevanbi structure not entitled to p.date

WX Known - research showed use as dye B4PD.
- ? published B4 P.D.?
- ? serious & EP to work ? unlikely — delay

WY — obvious extension

Question 9.

(@)

Options to Luxalamp (LL)
1) do nothing — unlikely
2) bring entitlement proceedings under s.8 for Wid 812 for PCT on basis of entitlement as
employers (see below).
3) request correction of inventor — if groundsdacluding Mrs Smith.
4) post-grant revocation on entitlement grounds
5) if not entitled seek license to work (if desiyed
6) attack validity/patentability e.g. by s21 obssions if want to remove patent.

Clarification
Two distinct phases: When JS was working with Ld afterwards.

Pre June 2004: What was employment status of d@?=ticonsultant designer but company
founder?
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Having founded company did he sell on and remaipad consultant? If so probably not
employed by LL. If not employed he’s first owndramy designs/inventions. Therefore need to
clarify if consultancy contract assigned rightslesigns to LL. A well written contract would, so
until clarified assume this is the case.

Alternatively, if JS remained part of the compamywould be regarded as employed. Likely LL
first owner in this case by bo#89(1)(a) and (b) as employed as designer so fiovewould be
normal course of duties and invention expectedo A&ls company founder likely to have special
obligation to further employers undertaking. Thereflikely that LL entitled to rights in any
designs made before June 2004.

Post June 2004 — seems to be self employed — vdfigo is entitled to any invention made after
this date.

To what extent is subject matter of patents depande Pre-June 04 work? JS has continued
developingamps but chip described as new. If totally negaiéd rights in applications vest with
JS and LL cannot stop his exploitation — free t@talsewhere or to use as basis of revitalising
LL. However, still major shareholder so s.39 (1)tmy apply — check caselaw in which case LL
still first owner. (would advise putting in LL’s n& once has control, or formally licensing to LL
to ensure ownership clear).

If dependent on earlier work LL have some rightsapplication and should be named as joint
applicants. Alternatively, if subject matter camdeparated and entittiement proceedings brought
comptroller may order excision of matter to whidh éntitled and allow this to form the basis of
new applications (s8/3) and 12(6)) to that subjeatter. If matter excised — remaining subject
matter belongs to JS and can be used/exploitely faee capital raised.

If LL joint applicants, JS can't license inventignthout approval of LL. Would make it very
difficult to License elsewhere as likely to be catifors of LL and therefore LL likely to refuse.

Also can’t assign or bring infringement proceedi(g86 and ? s.66) although less relevant here.

Further LL could work invention (and dispose of guots) without permission of JS — providing
a competitor on the market for any others who mayirtierested in product making it less
desirable.

Also need to ascertain the input of Mrs Smith.
Named as joint member applicant and joint inventor.

Mrs S owns a shop — did she actually have inventigat? If not should not be an inventor and
should be removed — file a new 7/77 before 16 malethdline i.e. December 05. If she did
provide inventive contribution — fine — presumabigat’'s how rights derived to being applicant.
If not — can still be applicant but need to cladfgrivation of rights with patent office.

naming wife as joint applicant may have impact asmle interest as cynics may feel that in
event of marital breakdown have hostile third pavho can work invention. Also her agents can
work invention so could engage a competing comanlyer agents.
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Advise (tactfully) transferring into name of JSmao(unless LL have rights)
Can be done simply by assignment and filing @ UKR®fnational bureau. UKPO — 21/77, IB

— letter. need evidence, or letter 21/77 to beexdgoy Mrs Smith (and ideally JS)
Cc

Financiers will want to be happy that a valid pateil grant. - position strengthened if novelty
search done.

- Also — if granted again — more certainty for fuicger — can unofficially accelerate grant through
prompt responses to exam reports and full attengptespond (reasons needed for ‘official
accelerated prosecution).

- Semi-conductor rights — check law — draw rigbtéinanciers attention

- sort out entitlement proactively by refering detnent to Comptroller yourself.

- Seek other protection as appropriate — draw dgplyprotection to financiers attention

-nature of invention makes designs unlikely to pprapriate.

- make sure (if possible) positive IPER obtain&bod indication to financiers of patentability.

- have freedom-to-use search conducted

- Would be very off putting to financiers to diseswan't use technology because of third party
patent.

*k kkkkk*
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2004 PAPER P2
SAMPLE SCRIPT B

This script has been supplied by the JEB as an pbeaof an answer which achieved a pass in
the relevant paper. It is not to be taken as a "el@hswer"”, nor is there any indication of the
mark awarded to the answer. The script is a traipgaf the handwritten answer provided by the
candidate, with no alterations, other than in tbenfiatting, such as the emboldening of headings
and italicism of case references, to improve reddgb

Question 1

Sep 2004 renewal fee

- Yes can salvage

- Still within 6m grace period (ends in March 200pay fee a.s.a.p. and certainly before March
2005, with surcharge.

- renewal fee will be considered to be timely p@id discretive involved), butvhere 3 party
has infringed patent between date of lapse (Seg)283d date of eventual payment, UK court
may decide not to award damages for such infringen(e.62).

March 2004 renewal fee

- May be able to salvage.

- 6m deadline for late payment with surcharge egon Sep 2004.

- Only available remedy is restoration under s.28.

- will need file restoration application at UKPOdbe Oct 2005 (19m from date of lapse)

- will also need to provide supporting evidenceveing “reasonable care” taken to timely pay
renewal fee. (can seek extention for filing thigdence).

-As OB is smallcompany, Cash flow problems m#&e good enough excuse for not timely
paying, but could need to show OB did everything cbuld; e.g. seek financial
backing/endeavoured to avoid financial trouble.

- If person responsible for renewal fee payment acsally made redundant, and this was the
problem, then will need to show systems were nbeéts put in place to inform administrator
of this.

- In any event, even if restoration allowed, aW@rty may obtain prior user rights in between
date of lapse and date of advertisement of resborapplication (so file restoration a.s.a.p.!!).
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Question 2

Registered Design (RD)

- available in UK, EU and US.

- If design of face new then can protect indepdgpdérough UK and/or EC comm’ RD apps.
but must be able to show design has ‘individuaratizr’ cf. Previous sphinx design. diésign

reg. to be valid

- Can also protect by RD in US if can show desgyfnew” and “inventive” (both shape and any
ornamentation).

- design of catch is prior disclosed

- Valid RD protection not possible for catch in Wd6d EU unlesdisclosure of catch not
available to clock designens EU — seems likely so should be able to protect.

- Both face and catch - component parts of complex product (clock). Caty @rotect if
freelines visible in use — ykAs case transparent

- US RD _notpossible for catch as not “new”.
- can also file RD in EC comm, UK and US for shap&ransparent case, if new.
- Can also file RD for combinatidaefinitely novelcombination) in UK, EC comm., US.

- UK/EC comm RD - period of protection is 5yrs padditional periods up to 25yrs (subjects to
renewel)_from filing date

- US — 14y from registration?

- 12 months grace period operates in UK, EU Comuih @8, but in UK/EC does ngirotect

against_independerdisclosure therefore should file a.s.a.p. to moidient interests. Can
include all designs in single UK application instirinstance (cheap) with view to filing EC
Comm design (use multiple app.) and US within fertémonths, claiming priority from UK app.

Unregistered Design Right (UDR)

- will get EC Comm’ UDR frondate make design available to clock makers in B&sts for 3
years, will cover everything EC RD would cover (salaw).

- may also qualify for UK UDR, ifgualifies w.r.t to client, and design not “commtage” in
design field, sphinx probably isommonplace, but catch design certainly mofield of clock-
making!

- transparent case may also qualify, as will comtiam (i.e. clock as whole)

- UDR (UK) covers shape and casing of whole or,gart notsurface decoration.
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- have 15y from end of year in which first reced®d10y from end of year in which first
marketed, if marketed in first 5y.

-no UDR in US.

Question 3

UK Position

- EP/04. isin theory citable under s2(3), once publishedjesgnates UK.

BUT Our application filed within 6m of non confidertdisclosure to other UK Company any

subsequent disclosuraising from non-confidential disclosure is natable against our UK
application (GB/03 August).

- So far as contacts of EP/04 arise from non-centiél disclosure, then EP/04 ncitable for
novelty.

- Client could proceed by supplying evidence to @KEat there has been non-confidential
disclosure and asking that EP/04 be disregardedrusf(6) PA’77 — would need to show what
was covered by non-confidential disclosure thowgtich may be difficult.

- In view of difficulties, should also consider kagy ownership of EP/04.

- client could commence entitlement action in respdé EP/04 under s.12 PA’77 and then write
to EPO, drawing attention to entitlement proceeslirgsking EPO to suspend proceedings in
EPO for EP/0A4.

- Once have succeeded in entitlement action, cam write to EPO asking to be named as joint
applicant, and the proceedings to recommence.

- Client clearly entitled to any subject matter tzanmed in initial disclosure to other UK company
— even if there other “new” subject matter, thaerdl at least jointlyentitled to subject matter of
EP/04.. So should be able to succeed in actionrmil2.

Question 4

- need to check whether letter actually mentioesphtent.

- client can find out about application noiivhe draws UKPO attention to fact that US rihals
actually threatened post-grant infringement procegd(s.118) under the patent.

- Need to write to UKPO, setting out facts and palong copy of letter from US rivals letter as
evidence of the threat of proceedings under thenpat access to UKPO files should be granted.

Options open to client

- could consider “designing around” claims of apation — but as ‘worldwide market’ this does
not seem attractive!
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- better option is to conduct prior art searchryotd find invalidating prior art, and file caveait
UKPO to monitor issuance of search report — looitétd prior art.

- Once have prior art to hand and application higlil (file caveat for this?) then can fild 3
party observation on patentability in attempt teyant patent being granted or at least severly
narrow scope of any granted claim.

- Once patent granted, could then immediately gegkcation if still think have invalidating
prior art to hand.

- client appears to have “prior use” which may vilinvalidating prior art — investigate!

Scope for US rival

- In theory, US rival can take infringement oncarged in respects of any acts after grant, and
alsoin respect of any act before grant and after pabbn, if act infringes claim as published
and as granted (and published claim substantialtyesas granted claim)

BUT

- client mayhave prior user rights for his new product undéd s- investigate. If so, then US
rival cannot successfully sue for infringementaets falling within prior user right. i.e. cannot
get damages and/or injunction against client.

- Even if no prior user right for client, then ifent’'s product really is obvious modification over
previously existing product, then US rival will no¢ able to get claim which covers UK client
product_andwvhich is also valid, as it will necessarily covelpvious’ subject matter. In so far as
this is case, US rival cannot obtain damages/itjonc

Question 5

a) Cannofulfil client’ instruction as not possible to olrtaa mere “declaration of validity” per se
for a UK patent.

- can only contest/affirm validity is certain sdecproceedings (under s.74)

b) i) EP5 has same (potential) priority date as @Ga8 earlier filing date> anything citable
against EP5 wilklso be citable against GB5.

BUT

doesn’t necessarily follow that publication novettgstroying for GB5 — claims for GB5 may
well be different(and hence novel over publication).

alternatively, GB5 may have gone to grant evenag kame claims as EP5 because, at time of

grant of GB5, publication had not bee published aad only now enhanced state of art as
“intermediate” UK application under s2(3). In tltiase would need to amend GB5.
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i) If GB5B and EP5 do relate to same invention, then GBf&ble to revocation, but not until
EP5 actually granted (still pending) and even thetuntil after opposition period/end of any
opposition and only if can’t amend to avoid GB5 &Rb relating to same invention.

iii) Fact that EP5 filed before GB5B not problenr ge provided GB5 and EP5 both entitled to
same priority date. If not, then EP5 may be céagainst GB5 once published for novelty only,
but should still be able to overcome this by posing amendment of GB5B (amendment
discretionary but unlikely to be accused of ? dfiag faith when honestly believed entitled to
priority date!)

C) - propose “don’t panic” just yet!

- but should perhaps consider whether want GB5etoain in force or to be allowed to be
revoked where GB5 and EP5 delate to same invention. If the forméhen really need to
consider withdrawing UK designation in EP_befgrant of EP to be on safe side.

Question 6

a) - patent has been granted in name of AB, whonateentitledto the invention, therefore
ground for revocation exists under s.72.

- revocative can only be sought by person actuailjtled to invention — appears to be D, so no
real problem on this front so long as client ownst considering selling D and therefore right
to seek revocation would pass to new owner of pteblem!

b) do not sell D for the moment! (appears AB indesperate rush to do so)

- apply for rectification of register under s.34 lwould need to apply to court — expensive!

- better to consider correction of register undév s Would need to provide evidence that D was
actually entitled, not AB, e.g. contract of emplaymhbetween inventor and D, and evidence that
inventor employed by D at time of invention. UKR®ould then correct register to show D as
proprietor. Will also need to correct form 7/7®ak77 filed during prosecution of application.
Can correct under either s.47 or s.117. Again mekd to provide evidence that D should have
been applicant all along

- in fact, where UKPO agree to correct 7/77 and 1Will probably correct register entries then
as matter of course, and separate application neatoregister may not be necessary, and vice
versa if UKPO agree to correct register, this magbough to allow correction of 1/77 and 7/77.

- if poss’, correction under s.47 is better optias,correction under s.117 will be advertised and
open to oppositioby 39 parties.

- Once corrections have been made, then carry ssigranent from D to AB (execute by both
parties). Then AB will rightfully own

- thencan sell D!
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Question 9

Miscellaneous
- check UK register, EPO register, PCT gazettestat#ish whether L filed any application in
their own name.

(a) Options for L

- L could file application for entitlement at UKP@y boththe UK applications (s.8 PA’77) and
the PCT application (s.12 PA’77), seeking ownersifippplication. If L successful, then could
be named as new applicant (possibly completelyaceépy JS and wife) for both the UK and
PCT. even if JS withdraw UK application to attertppt'thwart” L (and this will be impossible

for the UK before publication once entitlement aggtion filed) then L may still be able to file
“replacement application”_(lfvithdrawal was_aftepublication) in UK, including in respect of
PCT (UK).

- alternatively L may simply assert their entitlexhand try to “sell” their right to JS.

b) JS situation

Inventorship

- did JS invent new chip? If so, prima faeiatitled

- did anybody else co-invent? His wife? (she ritagn have co-entitlement); anybody at L? (L
maythen have co-entitlement)

Entitlement

- Need copy of all employment contracts betweenad8 L, as well as any ‘consultancy’
agreement.

- when was invention conceived? Relevant to detemihether invented “whilst employed”

- double check employmeattually terminated in June 2004. Was this peemtiar temporary?
If temporary, was their understanding that JS waatdrn to the job (if so, may never have left
“employment” for s.39PA’'77)

Consider JS right:
- 3 general possibilities appear likely:

1) all agreements permanentrminated befordate of invention.
- JS then_notemployed at date of invention. JS will own righislessany agreement to
subsequently assign rights to L. Look at any ctiasay agreement!

- assignment would have to be signed by both marted JS sign anything, after date of
invention, which assigned the rights?

- if not, then JS own.
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2) JS invented before being laid off
- 5.39 PA’77 may well apply.

- need to establish if JS actually employed. Wiilag¢re terms of ‘Consultancy’? JS allowed to
consult for other people? get copy of any consuaitagreement and check.

- if JS actually employed by L, what where normal/assigduties at time invention was made?
Employed to make chips?

- did invention arise from carrying out duties?ydfs, ancemployed to make chips, then L prob’
own undewr s.39 PA'77. Otherwise, JS rights nessga L under s.39 1(a).

BUT

Consider 391(b) — JS have special obligation tth&rrbusiness?

Major shareholder — appears “yes”! and company actdallpded by him. If JS employed and
did have “special obligation” andvention arose during course of duties thegain, L prob’ own

- otherwise JS owns.

3) JS “laid off” before date of invention, but layf only temporary

- In these circumstances, can L still argue thateiained effectively employed by L (for s.39).
Seems arguable if JS knew he was coming back. &ah argue this_andshow “special
obligation” on part of JS, then may still fall umde89 1(6) and L will own. Otherwise, JS will
own.

- If Mrs JS also inventor, what happens to her rights?anyielo notpass to L! under s.39. She
Is shopkeeper and clearly not “employed” by L, slas assigned any of her rights to L since date
of invention? — if no, MrdS retains her rights as co-owner.

In summary, seems that JS rights may well pass tbitwented prior to being laid off (and
possibly even after being laid off, under “speadhligation” if L can show still effectively
“employed”)

But, so far as MrgS _isco-inventor (check!) then her co-ownership rigltsffected. But note
merely_namingVirs. JS as inventor not enough — she must actbalipventor!!

Raising Interest Elsewhere
- If L own:

- Cannot simply “take idea” elsewhere and avoidbfgo! If L own, then JS simply has no
rights (other than possibly indirectly through MIS)
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- equally, even if take assignment from Mrs. J@nthtill only co-owner with L, and unlikely to
raise interest without L’s input, because JS rigimsted as co-owner under s.36 PA’77. JS
would not be able to assign/license withoahsent of L as co-owner!

c) more general issues:
- financiers may want validity opinion — considefop art search for UK and PCT applications
with view to providing validity opinion.

- may also want reassurance that product doesfrotge other IP/no need for cross-licenses —
consider also clearance search in UK and abrodl,wéw to providing infringement opinion.

- may want to be reassured that actually own tlexvaat IP.

- advise JS to go to potential financiers with arfal report, setting out where protection has
been sought, potential validity/infringement oftti@ (in particular whether any other parties IP
‘encroaches’ on the proposed exploitation of theeition). Should also have cleared up
entittement problem and be able to provide asseramdackers that JS owns the invention (at
least in part!)

- best to have prepared a proposed “exploitatioreeagent” to negotiate with e.g. License
agreement.

Question 8
Miscellaneous/Prelim checks

- check EPO register — opposition period not ygirexi on EP8B — check if any opposition filed
yet.

- check UK register — was EP(UK) validated in UK%rst renewal due in UK on 9/11/04 (3m
from grant), has it been paid yet? If not, sharddsider filing caveat to ‘track’ situation. — Has
D exclusive license been registered yet? If ngajraconsider filing (separate) caveat to monitor
situation.

EP8B — Validity Issues
- “selected from” in claim> alternativeembods

- priority issues- separate priority date possible for singjegm, where alternative embodiments,
as case here.

WX embod’ — fully described first in JP/A therefqgpeority date appears to be 12/9/99 for WX
(check JP/A to make sure disclosure of WX enabling)

WY embod’ —iffirst described in JP/B, as appears case, thentgrdate for WY is 12/12/99
WZ embod’ — first described in JP/B, so earliegalate of priority for WZ is 12/12/99

BUT
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error in formula WZ in JP/B> JP/B disclosure may be nemabling disclosure of WZ
— if not > WZ priority date is 12/9/00 (date of filing EP8B)
— if so> WZ priority date is 12/12/99.

Consider ‘validity’ of each embod’ in EP8B calim:

WX

JP/C

- JP/C not relevant as not published at prioritjedaf WX (and JP> cannot be cited under
s.2(3)).

Research
- Not clear whether research public — check with H!

- If public, then this is before priority date of WX, &ill prior art.

- appears to disclose use of WX as dye — if s@y tiovelty destroying for claim in EP8B (as falls
within one of alternativembods’), but check not mere suggesttmat WX not suitable — If s&»
not novelty destroying, but nevertheless highly retévar obviousness attack, as clear ‘pointer’
to use WX as dye. May need expert evidence toilp

Halifax Plans
- any disclosure? — ask H! if before priority datgy be able to use in validity attack.

wy
Research
- No suggestion to use WY, but use of WY is obvious

- WY embod’ novel over “Research disclosure” budlpnot inventive.
- Claim in EP8B not inventive over “Research discie”

Wz
Two cases:

(1) notentitled to priority of JP/B. — JP/C the fypltior art — only appears to suggase of WZ as
dye. If so (check!) then WZ embod novel over JBICT WZ embod unlikely to be inventive as
JP/C contains clear pointer use WZ as dye.

(2) entitled to priority of JP/B - JP/C then notatile (even under s2(3)) — no other mention of
WZ in prior art — WZ embod may then be ‘valid’ (abdmay be able to retreat to WZ to make
claim in EP8B valid).

“Right to Sue”

- D cansue as Exclusive licensee in own namegjardless of reg’d BUT- failure to reg’ will
prevent “back damages” being claimed unlBssegisters license within 6m of date of license
grant.
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- G also retains right to sue under EP8B, unlessnge with D provides otherwise (can we get
copy of license and check this?)

Infringement
- If import WX and WY from India, willinfringe EP8B as presently stands

- may not be infringement where Indian supplier tassent to import into EU from D — but this
seems unlikely (check) — as the “exhaustion” of Byt will occur upon importation.

-D/G unlikely to obtain interim injuction, as thitaim appears prima facie ‘invalid’.
OTHER ISSUES

Prior Rights
- H may have prior right to use invention if mad®igus and effective’ preparartion to use
invention_beforepriority date, or used invention (before p.d.pood faith

- Consider “research”:
- not clear whether knew about EP8B at this stagedk) — if so, may be “bad faith”.
- no apparent “use” of invention, but need to ihigege whether “series and effective
preparation” in funding C research work. Need $sess how far down the line we got
(although committing funding does suggest H weszitals”) — discuss with H
- need also to check whae planned to do! — Import from India?
-If made serious preparations to impotihen this will clearly cover WX as “obvious
modification” (certainly still on rising ground — area of law awaiting peopjudicial
comment!)
- If preps were not to “import”, then may not haight to importfrom India.

Action
- opposition deadline for EP8B not expirer untB/2004 — oppose before then!

- In meantime, gather evidence for invalidity aktgexpect evidence on obviousness points,
consider additional prior art search) and file ewice with opposition and argument.

- In meantime, investigate “prior right” issue irora depth. If conclude prior right, then can
import WX without infringing (and possibly WY, thgh seems less likely).

- for application — decent prospects for succefG may limit to WZ embod, but then that
doesn’t cover H activities!!

- Once get revocation of EP8B/ narrowing amendntbet “full steam ahead”!

- If establish prior right, consider seeking deateim of non-infringement from D (write to D
first, then poss under s.71(?)).

*k kk kK k%
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2004 PAPER P2
SAMPLE SCRIPT C

This script has been supplied by the JEB as an pkaof an answer which achieved a pass in
the relevant paper. It is not to be taken as a "ehla@hswer", nor is there any indication of the
mark awarded to the answer. The script is a traipgaf the handwritten answer provided by the
candidate, with no alterations, other than in tbenfiatting, such as the emboldening of headings
and italicism of case references, to improve reddgb

Question 1

Patent B

Renewal fees due 9.2004 — check this is correetveH6m grace period — expires 3.2005 so can
still pay fee in time.

Pay renewal fee with charge for late payment as ss@ossible.

As only 2 months have probably elapsed since die @aniversary of filing), probably only
need to pay surcharge for 1 month (first month)freé passed date equivalent to anniversary
then will need to pay 2 months fees. No lossglits.

Third parties also not entitled to any rights dgrgrace period.

Anyone can pay renewal fee and file form 12/77

Patent A

Renewal fees due 3.2004 — check this is correatac&period expired 9.2004. This date has
passed.

Need to file application for restoration.

This must be filed by 19 months from date fee o@adly due = October 2005. Check date of
filing for actual date as fee due on anniversary.

Need to file form 16/77, pay fee and evidence.
Evidence needs to set out circumstances that ladrtgpayment.

For application to be successful need to show prtiprtook reasonable care to pay fee
and intended to pay fee.

Need to ask client why fee wasn’t paid — was aesystet up to pay fees?

What happened to letter from UKPO saying fee hadbeen paid, advising of grace period?
Why was this not acted on?
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How long did cash flow problems last for? If camye that non-payment was an isolated error,
then application will probably be successful. Hearemay be difficult if renewal fee payment
was just neglected.

If third parties have made serious and effectivepprations to carry out invention in period
between expiry of grace period and applicationréstoration being recorded, then they are free
to continue these acts. Therefore should file iappbn as soon as possible. Evidence can be
filed up to 14 days later.

If application is successful need to file form 58/@nd pay fee for form and also all missed
renewal fees at original rate.

Question 2

UK unregistered design right (UDR).

This is automatic right that exists as soon asagkclis made or design of clock, face or
escapement is made.

Can protect part or all of the clock

Lasts 15 yrs from first recordal or if marketedinst 5 years, 10 years from end of calendar year
when first marketed. If client sells clock at ebitibn this will count.

To qualify design must be original and not commauoplin relevant design field.
Face = copy of sphinx so not original so face cabeqrotected by UKUDR.
Escapement - Has this been disclosed by archaetodtse public or only to client?
If disclosed then not original, so cannot be prigte¢dy UKUDR.

If not disclosed then may be novel (although adicemf old escapement could argue that not
novel.)

Would need exclusive authorisation or archaeldgisjualify for UKUDR as first marketeer over
in EU/UK.

On balance probably can not get UK UDR for escapemieclock.
Registered design right (RDR)

UK RDR
This right exists upon registration — not automati

Lasts for up to 25 years from filing on paymenteriewal fees every 5 years.

24



Must be novel and have individual character. Haavethere is a 1 year grace period which
allows owner to make design available to the pulblic then apply for registration within 1 year,
without disclosure being prior art and destroyiogelty of design.

Face — sphinx known so design not novel.

Escapement — was it disclosed to public by arclgg&® If yes — not novel. If no, then could
argue mechanism could not have been reasonablyrkmowlock makers in EU. In this case
escapement design novel. Case transparent so disuad) use, so can get UKRDR.

Community RDR- same effect as UK RDR in Europe.

Community UDR- same criteria as UK RDR but automatic and l@st8 years.

Client can display clock at exhibition UDRs autoivaity exist (probably just CUDR).

Can then apply for UKRDR and CRDR using grace geifithas money.

US has no design right but can apply for converdmmtility model claiming priority from
UKRDR or CRDR within 6m priority period, as long still in 1 year grace period.

Could also file UKRDR and ten CRDR within 6m prigrperiod, as long as also in 1 year grace
period.
Question 3

UK
Filed within 6 months of breach of confidence sectiisure does not constitute prior art

EP
Claim to priority appears to be valid as same appli, filed with 1 year of original application
UK designated so can be used under s2(3).

Priority date before filing date of GB/03 and pshkd afterwards hence citable for novelty
purposes only. So need to argue due to breackandt citable.

Other company not entitled to invention.

Initiate entitlement proceedings as soon as passibUKPO.

EP prosecution will be stayed.

Need to prove breach of confidence — any minutesesting proving disclosure?

If can prove other company not entitled can haydiegtion revoked as has no effect. Or can re-
file own application
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Question 4
As have been threatened can obtain copy of apjicats filed from UKPO — need to provide
copy of letter as evidence, and pay fee.

Advise we obtain copy as soon as possible andweapplication to see whether it does in fact
cover clients product.

If application does not cover product — no probleghen/if patent granted.

If application does not cover product we can trptevent it being granted. Can file third party
observations at any time up to date of grant —ssdkeep a watch on application to ensure we do
not miss this date.

If covers product may obvious over prior art asmfisays product is obvious development.

Ask client for evidence of other products carry puaor art search.

Review prior art to form opinion as to whether initen patentable. If not bring art to attention
of examiner. This can be done at any time.

Check if application has claim to priority — if stheck to see if claim is valid as may effect what
prior art is citable against application.

Check for equivalent applications that may effdieints activities elsewhere in world.

Rival can only start proceedings once patent iatgch

Injunction only after grant. Need to show — sesicause to be tried i.e. that rival has a good case
for infringement and patent valid. If granted eadter filing 3¢ party observations this may be
true. But need to check whether granted patelhtcsivers clients product as may have been
amended during prosecution.

- Also damages would be inadequate remedy

As client has already launched product he may higweloped market for product, and a name
for product. This rival may have difficulties obiteng market share so could argue damages

would be inadequate — maintain status quo/balahcenvience

As client already launched product, injunction wbuallter the current status. Therefore this
criteria would not be met.

Thus unlikely that rival would be able to obtaijuimction. This would stop sales until end of
trial.
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Damages

Rival can claim damages back to date of publicagwovided claims granted are derivable from
claims as published i.e. there is not significaffetences between them.

Publication usually 18 months from priority chedkpriority claimed — could be published
around March 2005 — US rival may have requestely gaiblication — maintain watch to see
when published.

Question 5

(a.) It is not possible for UKPO to confirm valigiof a patent. Can only be done if 4 garty
unsuccessfully tries to revoke patent.

UK Patent

Need to review patent in light of prior art citedainst EP5. May need to amend patent in a
similar way to EP5 to make it valid.

Can amend post grant, but this is discretionaryeedNto show there was no undue delay in
requesting amendment. This may be difficult depanan how long client has known about
publication. If search report issued on EP5 dupegod between acceptance of UK patent and
date of grant, then could be ok, as can not améfthithe period. Patent only recently granted.

Apply for amendment as soon as possible.

Published, and may be opposed by competitor. Muostextend subject matter beyond that
granted.

Can not have two UK patents for same invention.eBP5 cover same invention as GB5B? —
check

Does EP5 designate UK? If not then no problemn Wighdraw UK designation before grant of
EP5 to avoid double patenting.

If EP5 granted designating UK, comptroller will pebly write asking client to comment on
double patenting issue. Can amend UK patent t@rcdifferent invention to that covered by
EP5. Not discretionary or open to opposition.

Otherwise UK patent revoked. Only at end of opjpmsiperiod or when opposition completed —

wait to see how EP prosecution goes. If EP5 ha®war or same scope than GB5B withdraw
UK designation before grant. If has wider scomntblK, withdraw UK patent.
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Filing date

Why was EPS5 filed a day earlier? — was it becauk®®@ was shut, but EPO was open and
therefore to validly claim priority had to be filesh different days? Unlikely as could have filed
EP at UKPO and still validly claimed priority.

EP5 is citable against UK patent for novelty pugssin so far as UK patent not entitled to
priority.

If EP5 and GB5B contain additional information taopity document, then if same information
in both documents, GB5B is not novel over EP5.

If this is the case, if EP5 designates UK, thenmaan UK designation, and use that for
protection in UK.

Question 6

(a.) AB not entitled to own patent.

Invention actually belongs to Dropabrik (D). IfiB sold the new owner would be entitled to
invention — could file for revocation based on grds patent granted to company not entitled. If
successful then new company could file a replacérapplication. If AB continued to work
invention they would need to get a licence from mmewner. This would be very costly to AB.

(b.) Could apply to correct request form so thaishamed as applicant. Would also need to
check 7/77 file, and ensure states applicant aosggpto AB, is entitled to invention by

employment. If not file for correction of 7/77 agi

If correction accepted then assign patent backBo . Can then sell D, whilst still retaining
patent.

Also check D entitled to employees invention (neade during course of normal duties, and
expectation that invention would be made)

Question 8

EP(UK)8B

EP8B prosecuted in German.

To have effect in UK must file verified translatiohpatent by 9.11.04 (3m from grant)

5" year renewal fee also due by 9.11.04.

Check register to see if these acts have alreaely barried out. If not, maintain watch to see if
patent validated in UK. Patent only has effectalidated.
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Check EP register to see if licence recorded at B&éxihg prosecution. (also check UK register
to check also recorded there).

If recorded exclusive licensee can bring proceesifoginfringement in UK.

If not recorded within 6 months of licence then daes reduced.

Importation of a product into UK, if product patedtin UK, if an infringement.
Material contains dye so importing material wouddibfringing act.

D can bring proceedings as soon as EP8 validatedin

As prosecuted and thus published in German, cayn @daim damages back to publication if a
translation of claims filed at UKPO — check.

Validity of EP8B

WZ — claim to priority

EP8B claimed priority to JP/B which disclosed WZdamse as a dye. But this was not first
application to WZ — JP/C was filed earlier, meningnWZ and its use as a dye.

JP/C not withdrawn before JP/B filed

Therefore WZ not entitled to priority date of 1292

Also formula in JP/B incorrect, although correct&®8B. Formula may not be clearly and
unambiguously derivable from JP/B. However as J&Bcribes preparation of WZ, structure
could be derivable.

Thus additional evidence WZ not entitled to pripdate 12.12.99.

Therefore relevant date for W2 and its use as dijing date = 12.9.00.

JP/C published 21.8.00 = earlier than priority dateNZ.

JP/C discloses WZ and suggest use as dye. ThusfuS8®#Z is not patentable as use as dye
disclosed or at least suggested by JP/C so not,mamvacks an inventive step.

WX — priority date.
Claim to priority appears valid, so relevant daie dssessing prior art for WX = 12.9.99 (JP/A)
Enabling disclosure as preparation and use deskribe

WY - Piority date

JP/B provides enabling disclosure of WY so clainptimrity appears valid. Relevant date for
assessing prior art = 12.12.99.
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Patentability WX and WY
Need to ask client if research carried out in 1888 published, and if so when.

If published before 12.9.99 and disclosed use of W&§ a dye, then this would destroy novelty
of claim to WX. Claim to WY also probably invalas would lack an inventive step in light of
research.

If published after 12.9.99 but before 12.12.99mlad0 WX would be novel, but claim to WY
would still be invalid.

If published after 12.12.99, not prior art agaM&t and WY so both would still be valid.

Prior use

Halifax have long been planning to import clothewhiong? Were WX, WZ or WY used to dye
clothe before relevant priority dates (i.e. 12.92®9.00 or 12.12.99 respectively)?

If so, is there any evidence of this? If thereasild invalidate claims for lack of novelty based
on prior use.

Action
Can file opposition against EP8B. Deadline = 9amfrgrant = 9 May 2005.

Grounds - WZ lacks novelty/inventive step overGQP/
- WX lacks novelty if research published or priseu
- WY lacks inventive step if research publishegbioor use.

Added matter - review application as filed and camepto granted patent to see if this could be
used as a ground

Sufficiency - preparation and use of dyes descrémedan not use this ground.

If opposition filed, and D brings proceedings farfringement in UK, then could as UK
proceedings to be stayed until end of oppositigiay not be granted.

Alternatively if D brings proceedings in UK candfilfor revocation on same grounds as
opposition to EP8B.

Secret prior use

If Halifax made serious and effective preparatiemsmport material dyed with WX before
12.9.99, then are able to continue that activity.

The research allone may not be enough evidencecbf greparations. Ask Halifax if they were
doing anything else i.e. talking to company in mdbout dying material before this date. Is
there any evidence of this e.g. minutes of mee®inghis would only relate to material dyed with
WX, not material dyed with WY.

So may be able to import WX dyed material, but\Wwot dyed material.
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Question 9

(a.) LL can apply to UK PO to determine if they argitled UK and PCT applications.

If they apply, then JS will be notified and givenvéeks to respond. Even if JS does not give LL
application number, they can get number by doinghanual search in UK Patent Office

publication or index at British Library.

If successful, LL can ask for applications to béhdiawn, or can file new application in UK, or
can ask for applications to be transferred to LL.

Any licences granted by JS for applications wowdddme void. Licencees could apply for new
licence from LL. JS may have to pay back any rgslto licensees.

(b.) When did JS come up with design for new chgfore or after ‘laid off'?
If after rights belong to JS as no longer emplogedontracted to work for LL.

If designed before LL may own rights. Was JS erygidbas regular employee by LL? Did they
pay his tax, wages etc? Was there a contract ofogment — need to check this?

If regular employee then as designer normal duydedably include designing new chips —
reasonable expectation of invention being deritieds rights would belong to LL.

Or was JS contracted as a consultant? If so, ek at contract of consultancy to see if says
anything about rights belonging to LL.

As JS a shareholder and company set up to exphiidbas, may be a special duty on JS to
further LL’s activities.

Therefore if design made before June 2004 righabatsly belong to LL.

Ask JS why wife was named a co-inventor? Did sineebsome input into the chip design? If so
what contribution did she make (must be more tharemsuggestion of use). If so she is entitled
to invention. As she is not employed by LL, thepuld have no rights to wife’s part of
invention.

If LL have rights to JS part of invention, and wiédso entitled to part of invention then
applications could proceed with both named as jpmlicants. LL would need wifes consent to
licence or assign invention to third parties oreversa. But wife could set up own company to
exploit invention herself.

If wife did not have any input into design then siwuld not be named as inventor, so would
need to correct details on UK and PCT applications.

Also need to clarify how she derives right as ajapit.
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(c.) Need to ensure that potential financiers signfidentiality agreement before disclosing
invention — only disclose patent application, asmriting and then no argument over what is
disclosed.

Investors will want to carry out due diligence esiee — need to show that JS and wife are
entitled to application — would probably not givemey if entittement dispute with LL ongoing.
Inventors also want to ensure application is valid JS aware of any prior art. Suggest have a
search carried out — could file 9/77 and ask UKBQdarch UK application or could wait for
international search report by EPO which may beenloorough. This will take at least 9 months
though. Could organise own search, but this cbaléxpensive.

Investors will be interested in other related rightg. could file application for registered design
for chip if it qualifies (i.e. novel and has indivial character) Also copyright.

Check applications claim chip, and its use, andldiens containing chip.

Check applications sufficiently describe inventidh.not can file new applications claiming
priority from UK and PCT applications.

Summary.
If JS made design after June 2004, propose evidenase against LL if make application for
entittement of UK and PCT application — ask J3ii £xists e.g. dated drawings etc.

If LL are entitled could negotiate with them to blogck applications

* k kk k k k%
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2004 PAPER P2
SAMPLE SCRIPT D

This script has been supplied by the JEB as an pbeaof an answer which achieved a pass in
the relevant paper. It is not to be taken as a "el@hswer"”, nor is there any indication of the
mark awarded to the answer. The script is a traipgaf the handwritten answer provided by the
candidate, with no alterations, other than in tbenfiatting, such as the emboldening of headings
and italicism of case references, to improve reddgb

Question 1
First | will need to establish from client what déaes were actually missed.
If Patent A deadline of March 2004 constitutes dioe date for payment of the renewal fee (i.e.

the 4" of following anniversary of the filing date), thgrayment of the fee wouldave been
possible in a late period of 6 months (i.e. upe@pt®mber 2004). This period has no lapsed.

The only way therefore would be apply for restanatof patent A by filing PF16/77 and paying
restoration fee within 19 months from the day oniclwhthe patent to have effect (ie up to
October 2005).

Restoration is a discretionary remedy and thus agplication for restoration should be filed
immediately and a statement explaining the reaBmmmissing the deadline must accompany the
application (evidence can be submitted up to 14t &fing PF16/77).

For application of restoration to succeed, clientstrshow that all reasonable care was taken to
ensure that the renewal fee was paid. It will impartant to show a system for renewal fee
payment was in place and that non payment wasoéatesl case.

The reasons being that staff were lost to cutisasbta sufficient reason for restoration.

Note that &' party user rights may ensue as a result of p&ese. A person who in good faith

works the invention covered by Patent A or who rnsad&rious and effective preparation to work
the invention during the period between end of &te Ipayment period (ie Sep 2004) and
publication of restoration application will be alled to continue working the invention. This is
all the more reason to file the application fortoestion as soon a s possible.

Regarding Patent B, assuming due date is Sept 2064,the renewal fee can be validly paid
together with an additional fee within the 6m pdrior late payment. Thus file PF12/77 plus
fees by March 2004. Nd%arty user rights can ensue.

Note that regarding Pat A, if restoration is sustdsclient must file PF53/77 and pay additional
fee, together with unpaid renewal fee (PF12/77hwi2m of order for restoration.

Note also that all due dates mentioned above am #&ctual dayn which fees were due, not end
of month.
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Question 2
The various forms of possible protection are aews.
UK-Registered design Right (UK-RDR)

UK-RDR could subsist in novel features of appeagaoicthe clock including its shapes, lines,
colours, contours. It will protect surface decmmatand then may subsist in clock face design.
The escapement is, although part of a complex mtopdusible during normal use due to the
cases transparency and thus may also be eligiblékeRDR.

However those features of the escapement whickadedy dictated by function will be excluded
from RDR-UK protection.

The shape of the case may also attract UK-RDR.

For UK-RDR to subsist design must be novel in th& not known to persons specialising the
design field in business circles within the E.CheTsphinx design may therefore be new as well
as the case.

In addition the escapement may be new despite beirgplica of the Egyptian design if not
known in E.C.

The design must give a different overall impressiomformed user.

Ownership, in the clients’ case rests with the glesi and thus will belong to him unless he
designed in case of employment or comission. Koteever that escapement may not belong to
client if it is a mere replica of a previous desighhus client may not be entitled to any design
subsisting in escapement.

UK RDR would protect third parties from making dtscand articles to clients design. It would
also stop said parties dealing in such articles.

Client would need to register design at UKPO amatqmtion would subsist following grant of
registered design. The term is 25yrs from filihg tlesign and renewal fees are due every 5yrs.

A grace period is open to client meaning that thent may delay filing the design for a
maximum period of one yr following first disclosuoé design. Thus client can wait to file UK
design one yr from first disclosure at local extidi.

Note also that client can register design undeonat laws of Europe and US, within a period of
6m following filing of UK-RDR, claiming priority fom UK application.

In each case however, client should not wait ®ffireign design applications in US and Europe
until after the 12m grace period which applies K. U

Community design rights (Registered and Unregistre- RDR-C, UDR-C
As an alternative to filing for RDRs individually ieach European country, client could file at
OHIM for a Registered Community Design Right (RDR-T his would protect same features as
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would UK-RDR and would have the same term. Theearaimp issues would also apply as for
UK-RDR.

Unregistered design right would cover same feataseasbove however it is not a monopoly right
and protects only against copying and copied agiclThe term would be 3yrs from the date in
which design first became available in E.C.

UK-Unregistered design Right — UK-UDR

This would protect aspects of shape and configumaf clock ie shape of casing and
escapement. It would also protect functional atspetescapement but would not protect clock
face as this is likely to be considered surfacedsmon.

Note that as for UK-RDR, shapes which allow paftslock to fit or match with other parts of
clock are excluded from protection under the muasttcimand must-fit provisions.

Designs under UK-UDR must be original in the sethsé they have not been copied ard not
common place in design field in question. Thug, ¢iscapement, although not common place
may have a problem with originality in the sensa this a replica.

The ownership provisions are as for RDR except,avwnust be a qualified person. Assuming
owner is resident in the UK then he qualifies.

The term of UKUDR - is the earlier of 10yrs fronetand of the calendar year in which clocks
(articles) were_firsimarketed to design dtSyears from end of calendar year in which clocks
were first made to design. Licenses of right aalable within the last 5yrs in either case.

No registration for UDR-UK is required and it wdfotect from copying the design or dealing in
such copies.

COPYRIGHT ©

© may subsist in clock face as an artistic (graplwimrk). The functional aspects of the
escapement are unlikely to have © as artistic wdrksvever the shape of the case may do so if,
it can be considered as a work of artistic craftssha.

Duration of © would be life of author and 70yrs.owkver if clocks are produced by a industrial
process in which more than 50 are made this tedibeireduced to 25yrs from end of calendar
year of first marketting.

Question 3

Validity of GB/03/August

- First, check priority claim of EP/04 to GB/03 Mar If EP/04 lacks valid priority then it is not
citable under s2(3).

- Check that UK is really designated for EP/04 aly a2(3) prior art if UK designated

- Note if EP/04 is not entitled to priority thenesits GB/03 Aug will, when published by s2(3)
act citable against EP/04(once eventually grantddi (and thus revocable under 373(1)).
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- Check to see whether GB/03 March was ever puldists this could also represent s2(3) art.

Note that under s2 of the Act '77, EP/04 is naalalié anyway against GB/03 March since EP is a
disclosure which has arisen as a result of breacbrdidence and GB/03 Aug was filed within a
period of 6m following the employee’s breach of fad@nce disclosure to the other company.

However, disclosure to other company would be tatagainst EP/04 since this was filafler
6m period in which disclosure occurred.

Entitlement

Note, client could contest entitlement to EP/O4.oWd need to establish inventorship but
assuming it is employee who made invention forntli@ corse of duties then client would be
entitled to invention.

Could file referral under s8 and s13 contestingitlentent and inventorship to invention.
Proceedings in the mean time could be suspendind &PO under s13 EPC by filing a request
for suspension together with evidence that procegsdhave commenced.

The best remedy for successful entittement wouldobieave EP transferred to client. However
in view of potential disclosure as described ab@f,may lack novelty since it was filed after
6m grace period.

As an alternative to the above, 9m after grant®f &uld oppose the patent on basis of lack of
novelty relying on the earlier application in cliemame. However, if there is a possibility of
being successfully transferred to client, it istbest to do this as EP could be used by client to
pursue protection outside UK.

Question 4
10/Sept/2004

To find out about the application, it is usuallyegjuirement that the application be published
under s16. This takes approximately 18m (ie arobed 2006). However when a party is
threatened with infringement proceedings that peaty request inspection of the file under s118
even before publication. A request to the Patdit®©should be made providing evidence of the
threat i.e. the letter from US manufacturer.

Threats

Under s70, unjustifiable threats are in some casenable and damages can be sought. In this
case there is no granted patent as yet which dmlkeihforceable to and so it is hard to see how
such threats could be justified. Also on the basithe fact that the clients product is a obvious
improvement, a claim covering such product couldhttecked for lacking inventive step across
its scope. Again the possible weakness of the ti@panies case would also point to the
unjustified nature of the threats.

However, | will need to review the letter. If theeats relate to a act of manufacture they are not
actionable per s70(4).
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Validity
After reviewing patent file per s118, | will needl perform a prior art search and assess validity
of application.

Third party observations could be filed during exaation as a way of attacking validity before
grant however, the examiner may not take such whens into account.

A further option would be to apply for revocatiaslbwing eventual grant-under 72.

Infringement
Upon having obtained file it will be important tenorm an assessment of infringement by
client. This should be done in conjunction witkessment of validity.

Note there can be no infringement of a patent agptin until grant and thus it will be important
to monitor status of this application by regulde fnspections, again under s118.

Upon grant, in any subsequent infringement procegdiclaimant could request damages back to
date of publication of application.

Note that due to clients world wide market, it Wik important to perform a search to check
whether US company has the equivalent patentstaigins in other countries. Note that granted

UK patent could only stop client from working intem in UK.

Note also that if alleged infringement relates bwious modification made last montiere may
be no prior use defence of client unless beforerityidate of patent application, client had made
serious and effective preparation to make prod&tiould look into this.

Interlocutory Injunction

Upon grant the US company may seek relief in tmenfof a interim injunction. This remedy is
discretionary and thus the fact that US company Haeatening letters may account against
discretion being ordered in their favour.

In assessing whether to grant injunction, court ld@ssess balance of probabilities and whether
there is a serious case to be tried. The court loaly at the merits of the case and if there is
prima facie invalidity an injunction may not be giveries v softwane

Also balance of probability will consider whetheora harm will be done to client in granting an
injunction or whether more harm would be done to@&Bnpany in not so granting an injunction.
If damages are compensatory for US rival, thenmoniction will likely be granted. Also if
client can show that he is already marketing needpct and that an injunction now therefore
would seriously damage his business, again thidovmunt against the granting of a injunction.
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Question 5

Publication

Need to compare the inventions as covered by GBXBEP5. Assuming they constitute the
same disclosure then the publication may invalid2B®&B. Check publications date and confirm
that it is prior art. Check validity in view of ssssment.

If publication is invalidating, post grant amendrmeh GB5B could be requested under s27 to
obviate validity. Note then application to amendieould be opposed by competition and is
subject to discretion of Comptroller. The facttttiee client knew of the publication in respect of
EP case, may count against an amendment beingeallow

If amendment is to be requested, it must be mad®as as possible and a full explanation must
be given, explaining reasons why amendment is reduilf GB was granted before client was
made aware of publication for EP case, this may teekxplain delay in seeking amendment.

Same Invention

If GB5B and EP5 do relate to same invention, thiter &nd of period for opposition or as soon
as any opposition is disposed of, Comptroller newoke GB per s73(2). Comptroller must give
client 3m to file observations and request amendiiefore revocation is ordered.

It is too late to withdraw EP now granted, butafoked in any opposition, the revocation under
s73(2) will not be ordered.

Note that if it is possible to amend GB case sdoaavoid any overlap with EP, this would
prevent revocation under s73(2).

Note however that if EP was not granted for UKifieo EP(UK) patent exists) then s73(2) does
not apply and no revocation would be ordered. Neectheck whether EP was validated in UK
(or in fact desigrated)

Different filing dates.

If both GB and EP have valid claims to priority nhié does not matter that EP was filed earlier.
However, if for some reason, GB lacks claim to ptyp then EP may be citable against GB
under s2(3) for novelty only. Revocation for lack novelty could then also be ordered by
Comptroller per s73(1) and competitor could commeeravocation proceedings per s72 for lack
of novelty. Should therefore confirm priority aies.

Question 6

a) Problems

AB currently appear to lack good chain of titletwention. Invention was devised by employee
of D. If employee devised invention in course ofmal duties or those specifically assigned to

him then, entitlement to invention and thus gramgatknt is to D, not AB.

If client sells D and its assets, then the assignag be able to claim title to invention and hence
Patent O00B.
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b) The solution would be to correct the name ofphagprietor or the patent to D and then assign
rights in patent from D to AB before considering gale of D.

A correction under s117 could be filed at the patdfice on PF11/77 setting out particulars of
situation and explaining with evidence that D isiteed to patent, not AB. Evidence should show
that it was clients intention to file patent and/éé granted to D.

Alternatively, client could file a referral unde3sto refer question of entitlement to Comptroller.
Again all relevant explanations should be provided PF2/77 filed. If no party contests the
facts and explanations put forward (which seemalyliik the Comptroller should allow referral,

ordering that the application continue in the nahb.

Regarding subsequent assignment to AB, this shioailch writing and signed on behalf of both

parties. The assignment can be registered to ebydiling PF21/77. The form can be signed

by both parties in which case no evidence of tretisa need be provided. Alternatively a

certified copy of the assignment should be provided

Question 8

Possible infringement of EP8

First check Register and check that EP8 is in farmthat any due renewal fees have been paid.
Exclusive licensee D under s67 can commence irdriment proceedings even though they are
not proprietor. However, check whether they argistered at UKPO as having exclusive

licence.

D can only claim damages back to date on which they registered or date of licence if
registration took place within 6 months from regisbn.

Assuming validity:-

Marketing of cloths incorporating dyes by H in UKowd be a direct infringement of EP8. Also
the offering to supply made by H in announcement alao constitute direct infringement.

End users of the cloth may be exempt from infringetrunder s60(5)(a) if their use is private
and non-commercial.

Should identify importer as they will also be lialfbr direct infringement.

Note that damages may be claimable back to datehich provisional publication occurred, if
English translation of claims of published applicatwere filed at the UKPO or sent to client.

Check to see whether original JP8/PCT was alsotegaim India (if designated on PCT) as
individual supplier may then be liable under copasling Indian patent.

Note under EP8, no action can be taken againsamnsiipplier unless they are joint tortfeasors,
I.e. are inducing infringement.
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Validity
- Should perform a further prior art at search assessment of validity.
- An opposition should be filed against EP8 withim from grant (ie by 9 May 2004).

- Regarding sufficiency, EP8 provides full desaaptof how to make dyes and thus likely
complies with Art 83 sufficiency requirements.

- JP/C is a Japanese application published 21/8/20@8cribing WZ as a dye. If EP8 lacks a
valid claim to priority with regard to WZ then JRCHully citable prior art against EP8 in respect
of this matter.

EP8 may lack claim to priority as above if the eotrstructure of WZ is not implicitly disclosed
in JPB, despite being explicitly incorrect. Neeatheck this.

| would argue that claim of EP8 lacks novelty as Wa&s disclosed in JPC before filing date of
12/9/2000, and that priority for WZ cannot be vblidlaimed due to the structure of WZ not
being correctly disclosed in priority applicatioote that since priority would appear to be
validly claimed in respect of WY and WX, JPC is oitble art in respect of this matter.

WX was well known when JPA was filed and thus preably represents prior knowledge.
However need to assess whether WX was enabledyulel the skilled person make it before
priority date.

However, even though WX was known it may not hagerbpublic knowledge that it could be
used as part of a dye. If WX was never used igea then despite knowledge of WX, the claim
of EP may be novel (ie since it never existed peaisa dye- perHickmanandAndrews.

Therefore, need to consider whether research abGame was in confidence or whether results
obtained were public knowledge. If the latter nsetthen claim 1 would also appear to lack
novelty in respect of WX matter, since WX's useaadye would be public knowledge before
claimed priority date of 12/9/99.

Whether C work also constituted a disclosure witipact upon whether WY matter lacks
inventive step. Need to consider whether on bakisnowledge of WX, if would have been
obvious for the skilled person to derive WY.

Prior User Rights

If H in good faith had made serious and effectiveparations to import WX befoithe claimed
priority date of 12/9/99 (JPA) then H may be abtecontinue to import WX from India
notwithstanding grant of patent (per s64).

To assess whether such right exists will need sessswhat preparations H had made and when
they were made. Would also need to establish egalehany prior use preparation.
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Note that s64 is limited in scope. It will rendefs purchasers of WX dye free from
infringement, but will not allow H to import WY aNZ. Also, H will not be able to licence any
prior user right but would be able to assign ipad of its business.

Suggested Action

File opposmon by 9 May 2005 claiming
lack of novelty in respect of WZ matter in viewJ®C.

- lack of novelty in respect of knowledge of WX. ndt used as a dye consider further of
which could render claim lacking inventive step (avelty in view of disclosure by
Cambourne).

- lack of inventive step of WY matter (in view of adisclosure by Cambourne).

In defence of any subsequent alleged infringenmaaly be able to claim prior user rights with
respect to WX as valid defence. May also be ablargue that no damages are claimable if D
not registered as exclusive licensee.

Question 9
JS-> (ms) L

Options to L
GB - s8/Proc. 137 after grant
PCT s/2 Proc

a) Options Open To L

L claim entitlement to inventions arising from catiancy, which may or may not be subject to
GB and PCT cases.

L could therefore contest entitlement to GB and R@Tcommencing proceedings under s8 and
s12 respectively. Under s8 the Comptroller haspiveer to order remedies for the successful
party in relation to the GB application. Such reiee could include transfer of ownership to L
or excisions of any matter from application whiclslentitled to. L could then be allowed to file
a new application under s8(3) having same filintedes original GB application. The GB case
could also be refused if L were successful andrassp L were happy with this. Contesting
entittement under s8 will automatically be unde? sgon grant of GB. Any contesting of
entitlement must be commenced within 2yrs of grant.

Under s12, the Comptroller may make a declaratisrtoawho is the party entitled to the
invention. Such a declaration is not binding oa Warious contracting states to the PCT but is
likely to have persuasive effect. L if successilild use such a declaration to order subsequent
transfer of the various national applications stemgmfrom PCT to L. Note contesting
entittement of PCT under s12 must be commencedtRACT application is still pending.
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b) The Legal Situation

The GB and PCT cases relate to the new clip dediged to etablish when such invention was
devised and by whom. If it was devised duringgkdod in which J was contracted by L then it

is likely that his share in the invention belongd.t | would need to get an account from J as to
when invention was made. | would also need toeng\the contractual agreement between L and
J to determine whether contract has implied or esgprterm that invention made in course of
contract should belong to L.

If invention covered by GB and PCT was devised bjtdr termination of contract then his share
in the invention belongs to himself.

Wife of J is also down as an inventor. Note thaViis indeed co-inventor then her share in the
invention will belong to her as she is not undey eaontractual obligation to L. However for W
to have share in invention she must have contribtdedevising the inventive concept. If she
merely assisted J in a limited capacity it is ugljkthat L would be considered inventor.

Note that if W is coinventor, even if J's sharewd invention belongs to L, W would be entitled
to be named as coapplicant and would have a equhluadivided share in GB and PCT
application. To stop this it is likely that L walhlso contest inventorship of W under s13 (for
GB case) and s12 (for PCT case).

Note that a further option of L would be to attertgoprevent progress of the GB and PCT cases
by arguing that any publication would constituteraach of confidence. Again would need to
establish nature of contracts and fiduciary duties to .

A further point about J is that he appeared to laoldgh position in Company due to his share
holding. | would like to ascertain whether J watially employed by L.

In this regard | would need to review the conti@ud assess whether his position rendered him a
employee; ie did he have a regular salary, holidegsefits, etc.

If J was employed by L then, then any inventionisied by him in the course of his duties would
probably automatically belong to L under s39(1)(bjce such duties gave him a special
obligation to future L’s interest.

As with any more non-employment contractual refalop, L would only be entitled to
invention which was devised whilst the contract waforce but not after J was laid off from L.

The above situation with regard to entitlementhe applications needs to be resolved. For
example if J devised inventions covered by appboator L as part of a contract which transfers
rights to L and assuming W is not an inventor, themill not be in a position to seek funding for
exploiting these inventions as J would not own @ BCT cases. This being the case L could
enforce any granted patent stemming from GB and &§zinst J following L being successful in
contesting entitlement.

Even if W were an inventor and thus entitled to @Bd PCT, if L become coproprietors
following entitlement proceedings J will not havantrol at the exploitation of the invention and
L would be free to exploit invention without fedrsubsequent infringement action.
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Any potential inventors are going to need assurathez J is entitled to the technology
incorporated in GB and PCT applications.

Thus assuming J is not in a position to negotiatd W to resolve the entitlement dispute and
assuming J has a good case for entitlement simcantiention(s) covered by GB and PCT were
devised after period in which J worked for L, thkshould prepare defence to any entitlement

action under s8 or s12 and/or pre-empt the refégrdl by commencing entitlement proceedings
himself.

Also any investors are going to be interested engtnength(s) of the current patent applications
(GB and PCT). Therefore a due diligence assessstemild be carried out by identifying
relevant prior art and performing assessment aflialand by performing a freedom to operate
search by identifying relevant patents/applicaiarich could cover the activities which would
be involved in exploiting the technology covered® and PCT.

*kkk kK k%
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