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This script has been supplied by the JEB as an pbeaai an answer which achieved a pass in
the relevant paper. It is not to be taken as a "el@hswer"”, nor is there any indication of the
mark awarded to the answer. The script is a traipsaf the handwritten answer provided by the
candidate, with no alterations, other than in theniatting, such as the emboldening of headings
and italicism of case references, to improve reddgb

CONSTRUCTION.
Claim 1.
Independent apparatus claim.

1.1"an accessory .... vehiclestlearly identifies field as relating to parts e with vehicles, where the
parts are replaceable.

1.2"%for” = suitable for

1.3*comprising” = not limited to features of the claim.

1.4“tubular member”- suggests a hollow cylindrical member, howevbutar is not necessarily limited

to member having a constant cross-section, sadrapasses conical-shaped members, ie. ones hawving a

internal or external surface “or both) that tapers.

Description indicates that this term encompassessesectional shapes that are not circular (liBe3®
+ where the diameter can change. Furthermoreder®o cover the embodiment shown in the figures i

should be construed broad enough to cover memiatrate only partially hollow ie
This construction is also required to cover thent&sup” in dependant claim 2.

1.5"retaining means”= any means which can retain a tyre valve cap.eWthnstoring” because the
means is merely designed to hold the cap in plang €¢nough for its removal, so the length of time f
which it has to retain the cap is irrelevant.

1.6 “retaining + storing” = clear meaning of retaining valve cap from tyadve + then storing it “ie
holding it) when it is removed + tyre valve is bgioperated on.

1.7"tyre valve cap” = conventional term taking normal meaning in the a

1.8"opposite end”= ambiguous because no indication of whdteand” is. Clearly it is an end opposite
the “retaining means”, however such an accessory cams mmantiple sides + ends. Figures show the
accessory being elongate + therefore having twindtsends, however it is possible that a rounded o
cuboid accessory having multigiends” would function the same + should thereforermmpassed by
the claim. Therefore construed merely as a mediagilate rotation which is remote from the reiag
means.

“opposite end”also not restricted by whether an additional atraeht to accessory or integrally formed
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because no reason in description to limit it so.

Claim also indicates that tfepposite end” is of the tubular member rather th@maccessory. Overall,
however if the accessotis” a tubular member, then it should cover bothsjimbties.

“facilitate rotation” = permits rotation of the tubular member + therefiie retaining means.

“by reducing ... when removing the valve captlear from description, however reduction ofjtez not
necessarily over whole of period of removal of eatap ie may change from initial twist to unstiekve
cap, to final twisting to remove cap from valve.

Claim 2

Dependant on claim 1.

2.1"cup” = indicates a hollowed out cavity within the reiag means. Definition of cup generally
requires it to be only partially hollow, ie. regesra base to retain contents, however as cajaisingt by
means of frictional association with side wallsethining means, then the retaining means comgrasin
“cup” would function equally well if it was hollowhroughout. Therefore, on purposive construcfiiion,
should be interpreted broad enough to cover boskipiities.

2.2"internal taper” = internal cross-section diminishes in diame€eoss-section need not be uniform.
Taper is generally directional: + figures suggestgers with the widest part being nearest thaiogdor
the valve cap, however its conceivable that couddkvin opposite direction.

2.3"plurality” = more than one.

2.4"spaced ridges”= raised portions with gaps between them.

2.5"diverging outwardly” = diverging in line with direction of taper + tovds opening for valve cap.

2.6 ‘Tespective end= not clear from claim, however construed to meésmnopen end of the retaining
means which receives the valve cap, because tttis isutward” end from the figures.

2.7 “gripping + retaining surface”= clearly a surface that can grip the cap + rétaid it in place for
removal due to frictional association.

Claim 3

Dependant on claim 2 only.

3.1 The axis referred to, in order for the clairmtake sense, = longitudinal axis.
Figures also clarify this.

Otherwise claim is clear from description for pers&illed in the art.

Claim 4.

Dependant on claims 1 - 3.

4.1 “opposite end'is construed as in para 1.8 for it to have ancautent.



4.2"of greater diameter”ie. greater than retaining means end of accessdsyknurled surface is on
“exterior” of this end, it would be sensible + razaole for the diameter referred to be the external
diameter.

4.3"knurled” = formed with irregularities ie. not smooth.

4.4"to allow .... gripped + rotated’= clear ie. to be gripped by user so they canedtzol.

Claim 5

Dependant on claims 1 to 4.

5.1 = end opposite to retaining means (see pajashd@ild have a portion which diminishes in size
enough to fit into tyre valve ie pointed end isuiegd.

Claim 6

Dependant on claims 1-4 only.

6.1 opposite end to retaining means of claim 154a8) is also suitable for performing same functie
retaining means. Indicates accessory can be deunlled (with two similar ends) instead of having on
end for entering the tyre valve.

Claim 7

Dependant on claims 1 to 6 in so far as the ki@ comprises a tool of claims 1 to 6.

7.1"vehicle .... kit” = clearly a kit containing accessories for vetscléield is same as claim 1.

7.2"“conventional .... cap™ ie. cap well known in art already or those netided yet. Lines 64 - 66
provides examples of such caps.

7.3"accessory” - according to previous claims.

7.4"specially adapted”ie. retaining means is shaped to fit + cooperdteanventional or designer cap.
Infringement

- of GB patent by clients proposal

Claim 1.

Clients device is clearly an accessory for a vehidtds considered to comprise‘@bular member”
because this was construed as indicating a holtmtiom that is not necessarily hollow throughouwt (t
cover cup) and the base portion 1b of the clieatdag is “generally cup shaped” (line 24) whicHdal
within this construction.

The cup shaped base has a tapering internal diametgernal diameter however “tubular” was also

construed in para. 1.8 as not being limited to figua constant cross-section. This feature of claim
therefore in the clients proposed device.

This base portion (1b) is also formed with grippiitig (1f) so it acts to retain the valve cap isifion so
that it can be removed. Even though not explicitited in the clients proposal, this retaining msezan
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also be used to retain the cap within our constractindeed the clients letter indicates that thia
problem with the prior art to be overcome with tlevice (lines 14-15).

The clients device also has an end remote fromethming means “and therefore within our constaunct
of “opposite end”) which is formed with longitudinatsgions (1d). It is therefore adapted to fadiéta
rotation so falls within the scope of claim 1 asstoued.

The clients device permits variable torque to h@iag (greater or smaller). Further, the fact thatbase
portion is wider diameter than the valve cap widlan the less torque‘igequired” to rotate the tubular
member at first compared to without the tool baisgd.

As the construction isn’t limited to the initial ist or final rotations, the variable torque pergdittis
encompassed by the reduced torque required.

As all the features of claim 1 are covered in tients proposed device, this device infringes claim
Claim 2.

The base portion (1b) is cup shaped + so clediBnéthin the scope of theetaining means comprising
a cup” as construed because our construction coeepartially hollowed out (as in clients device) o

fully hollow retaining means.

The internal diameter of the base portion diminsshéherefore falls within our construction of ‘&nbal
taper”.

It also has a “plurality of spaced ridges” becatusas more than one raised portions (gripping 1if)s
that have gaps between them. These diverge outw@rdm fig 2) in the direction of the taper (+
therefor conform with our construction) and towattsopen end of the retaining means which receives
the cap. This is within our construction of “resfpee end” despite this term being unclear becéduse
construed as the open cap-receiving end.

The clients device is provided with four equallyased gripping ribs (1f) which grip onto the vahapc
(lines 30-33), which clearly provides a grippingetaining surface within our construction becabsy t
grip + retain the valve cap for removal.

As all features of claim 2 are present, claim idfsnged.

Claim 3.

The internal surface of the retaining means “cugpsghl portion 1a) is inclined at abouf 1@ the axis
shown in fig 1, which is the longitudinal axis ‘etkfore within our construction so claim 3 is inged.

Claim 4.

Isn’'t infringed because the opposite end to thaimetg means (1a) doesn’t have a greater external
diameter than the retaining means. Therefor@aldatures of claim 4 aren’t present = no infrmget.

Claim 5.

The opposite end of the device to the retainingmaéaadapted to be inserted into a valve of theety
falls within our construction because it forms @aped end (1K) (fig 1) (lines 45-46).
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Claim 5 = infringed in so far as it is dependantctaims 1 to 3 only.
Claim 6

The opposite end forms a point (1k) + thereforé ismitable also for acting as a retaining means fo
retaining + storing a valve cap, therefore claim Botinfringed.

Claim 7

Is infringed because the client proposes a kitatficle accessories that comprises either conveition
valve caps or specially designed valve caps (W8e51). It also comprises the accessory of cldinas3

+ claim 5, the accessory being specially adapteddperate with the valve caps within our constaunct
because the retaining means is shaped to fit +eratgwith them.

Claim 7 = infringed in so far as the accessory ésabcessory of claims 1-3 + 5.

Validity.

Relevant prior art =

Pliers cited in Doc. D aren’t relevant becauseaoohprising a tubular member

Claim 1.

Isn’t anticipated by the bottle cap remover (Dod€gause this isn't suitable for use with vehicles.
this respect car valves, even the valves of largbicles such as lorries, are significantly smafiesize
than the bottle tops + the internal dimensionsiefitottle cap remover would be far too large tageag
valve cap for its removal.

It also doesn’t have an “opposite end” within oanstruction, ie one remote from the retaining means
As all the features of claim 1 aren’t disclosedsiitt anticipated by Doc C.

It is however anticipated by Doc D because thiansaccessory suitable for use with vehicles that
discloses a tubular member within our constructi@eause the body of the tool in D is hollow
throughout, which is one of the interpretationshimitthe scope of our construction. Also, the inér
diameter changes at certain portions becauserntsalo+ is constant in other portions, all of whielt

within our construction because the tubular mencherhave differing cross-section.

The front part (3) also has teeth (6) + thereferges as a retaining means because it retainshhecap
in place for removal + also possible storage (dfiengh this isn’t explicitly disclosed).

The opposite end, ie. that which is remote fromrdtaining means is suitable for facilitating raiat
because even though its smooth it is larger in dianthan a valve cap so can be more easily gripped
thus reducing the torque required for removal ef\talve cap.

All features disclosed = anticipated by Doc. D.

Claims 2 - 7 are novel over Doc C by virtue of tltgpendance on claim 1.



Over Doc. D.

Claim 2 is also anticipated because all claim festare disclosed ie. “cup” was construed to cover a
portion that was hollow throughout, so the frontt|§3) is covered. It also has a conical intesiorface

so tapers (line 56) + has teeth (6) with spacégiween which falls within our construction of “spd
ridges”.

Claim 3 is novel because the tapered angle in Das.155 (line 53), not 10-20.

Claim 4 is novel because the exterior of the “opjgasmnd” (ie that remote from the retaining meana3,
a smooth surface so is not formed with irregulesitt is therefore not “knurled” within our consttioo.

Claim 5 is novel over Doc. D because the end rerfrote the retaining means is not adapted to be
inserted into a valve.

Claim 6 is novel over Doc. D because even thoughdpeosite end” is suitable for storing a valve dap
isn’t suitable for retaining one.

(Para 8.)

Claim 7 isn’t anticipated because Doc. D doesntldise a kit, however if the accessory in Doc. D was
sold with conventional valves (or otherwise) thiaim 7 would be infringed by that retailer in so & it

is dependant on claims 1 + 2. Also a person usiagool in Doc. D may also be considered to igfein
and therefore a person selling just the tool cbeldonsidered a contributory infringer because #rey
providing means for putting an essential part @f ithvention into effect, especially if the provided
instructions for use with conventional valves, bax, for example, to keep them in. As the tests fo
infringement + novelty are essentially the samectlent may therefore have a squeeze argumeigin v
of Doc. D if action was taken against them for gdié infringement of claim 7.

Inventive Step

Claim 1 wouldn’t be obvious over the disclosure in Docaldne because it is in a different technical
field, ie. bottle openers, however it does disclsgbular member having a retaining means suifable
retaining + storing .... something (ie. bottle tof@he other end is used to grip + twist the degice
arguably all the other features of claim 1 are @mggherefore claim 1 is arguable lacking invemttep
over Doc. C. ifit was combined with Doc. D becatlsg may provide the motivation for a person skKille
in the art to reduce the size of Doc D so its flétdor use with a vehicle valve cap.

However, | don’t consider that Doc. C by itself rerglclaim 1 obvious, or that a person skilled aaht

(ie in the field of vehicle accessories) would camebthe teaching of D with C because they're in
different technical fields + one document doesrafdrence or teach towards the other so there warild
no cause for combining them.

In the event that a court considers otherwise hewevcombination of Docs C + D would be considered
to render claim 1 obvious.

Claim 2 ....

includes the additional features of a “cup” shapdining means having an internal taper with space
ridges. Cup was construed as including a complétalpw portion, therefore the bottle opener of Doc

C incorporates all the features of claim 2, only ttsanot suitable for use with a vehicle. Forteasons

in the preceding paragraph therefore it would besiwered obvious over a combination of C + D if they
were combined, however | dbronsider that they would be because the techingtds$ are so divergent,
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+ in this case Doc. C itself would not render cl@imbvious because no motivation is provided toakesc
it + use it in the vehicle industry.

Claim 3 is not obvious for the same reasons as claimZeter if the documents were combined, then it
would be obvious because®id Doc. falls within 10-20. Claim 3 isn’t obvious over Doc. D alone either
because 1%5is substantially different to 10-26- nothing in Doc D is provided to motivate a pe&rso
skilled in the art to increase the angle of tagdrerefore even though they could, its unlikelyythwuld
change it.

Claim 4 = obvious over D because the only differenceas the outer surface is smooth + | consider it
obvious to a person skilled in the art to makeitgh or “knurled” in order to increase grip.

Claims 5 + 6.

= neither additional features

= obvious because too far removed from patent mativation to change prior art.
. = inventive.

Claim 7 = obvious because all features are disclosed lzy Din use other than that its sold as a kit, so
selling device of Doc. D with valves would be ohywsao do + also obvious to try.

Advice to Client:-

Summary of infringement by the cap removal device:-

Summary.

Claim 1 is infringed, and is anticipated by Doc @ bat Doc C. It involves an inventive step over Doc
C, Doc. D + a combination of them because | domrisider they'd be combined, however in the event
that a court would consider to combine them, tHamtl would be rendered obvious.

Claim 2 is infringed, and anticipated by Doc. Dalko involves an inventive step as per claim 1.

Claim 3 is infringed, but is novel over Doc. C or D&x and isn’t obvious over C or D in isolation or
combination.

Claim 4 is not infringed, and is novel over Doc. arc. D, but is obvious over Doc. D.

Claim 5 is infringed only in so far as it is depentdan claims 1 to 3. Itis novel over Doc C + DDc. It
is inventive over prior art.

Claim 6 is not infringed, and is novel over Doc. ©ec. D. Inventive over prior art.

Infringement by clients Kkit:-

Claim 7 is infringed in so far as the accessory usdhat of claims 1 to 3 and 5. It isn't anticipd,
however a squeeze argument may exist as discuspada. 8 if the patentee tried to take actionregai

them for infringement of claim 7. Claim 7 is anyhotwious over Doc. D.

The clients valve cap itself won’t infringe theiols because no claim is directed to a cap itdedftdol
generally being intended for use with conventiarags.
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However supply of the caps with the cap removerdiba contributory infringement of claim 7, however
as mentioned, a squeeze defence may exist in iidoa D if the court were to decide claim 7 was
inventive over D + therefore valid.

In summary, claim 3 is arguably infringed + valwever it is possible for inventive step to beuaid)
otherwise + the claim to be considered valid, havelways better to err on the side of caution.

Claim 5 also = infringed + partially valid.

In view of the only partial validity of the patemotorbit, could introduce the features of clainm®
claim 1, ie the angle of the taper which would emdaim 1 valid + infringed, strengthening their
position.

If they're aware of Doc. D they will likely apply for pogtant amendment before commencing any
infringement proceedings because only get limiteohages for partially valid patent.

Also post-grant amendment is discretionary saaftve known about D + delayed, then Comptroller may
not grant discretion to amend.

May be advisable to approach Motorbit + advise tiémvalidity of their patent + use this as potaht
bargaining tool to negotiate a licence on reasantdyims. Want to try + avoid litigation becausgyve
expensive.

Possibility of designing around infringement, maghanging angle of taper to outside Motorbits r&nge
This should be serious consideration because rgtaruld you infringe as person manufacturing, or
authorising manufacture, the manufacturersy@approached would also infringe (would you bleléa
for this) as would retailers + end users. Howevet users would likely have private non-commercal
defence.

Motorbit could get injunction to stop you manufaatg, however unlikely because patent only pastiall
valid. if they took you to court

Advice to client:-

Small client - not much money.

Relief for unjustified threats?

Potential infringers:- client
manufacturers (client liable?)
shops
users.

Two possible infringements - cap removal device

cap itself

kit of the two

Amendment - introducing taper angle 13-20d overcome prior art + later inf't.



1 —Indep
an accessory

suitable for vehicles

“comprising” a tubular

member — suggests

hollow but not thro’cut 35 — 36 of
pat. not nec circular + of uniform
cross section

having at one end
retaining means
valve

wider than storing

suitable for removal
and storing

a tyre valve cap

and the opp. end
can be integral or otherwise

of what — hub member or whole
accessory?

Being adapted to facilitate
rotation

Rotation end opp to retaining
Means of the tubular member

by reducing amt of torque
required to rotate the tub.
Member when removing the

Valve cap
But not nec initial force

Inf't

Bottle Patent
v v
X consider v 5-6

awkwardness of valve
quite large in diameter
compared to tyre valve

? base portion v body 42
cup shaped
v valve extractor X v 33-35frontpart3 w

client letter (14-15)

also retained for
removal

v X
v not explicit but yes  x

Ve X

v/ ie can be rotated
as long as remote from
end where valve inserted

teet58) retains

v

not explicit but in
practice yes

? smooth ? but wider
in diametey/

does reduce amt
v of torque but act v
opp retaining means

v variable force X not explicit but because
largev'=
= Infd = not antic = antic.
So depcl’s
Can't be
Antic.



2-cl1l

wherein the retaining means
comprises a cup ?

not hollow thru’out but no
reason why shd be restricted
wd function as well if hollow

with an internal taper provided
diminishes, directional —
functional - drawings

with a plurality of ridges

55

covers teeth

diverging outwardly

towards the respective end
? desc 46-47

of the member
and providing a gripping and

retaining surf.

3 —cl. 2 only

in which the internal taper
forms an angle of from 20
to 20 w the axis of the tub.
member

4 —»cl's. 1-3

wherein the opp end

ie to retaining means
antecedent

of the tub. member is of
greater diameter

and is provided on the exterior
thereof

with a knurled surf(uniform)

v l1lal24

v 33-34

v in line with taper

v

v
v 31-34 intl.
v

= infd.

v 33-34

= infrd.

x diminishes to

point 45-46

v

v 1d 25-27
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?v hollow
thru’out apart from

removable cap

v

= but dep on
cl.1so
= no antic.
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= no antic.
= dep.

knurled.surf
but no opp end
to retaining
end

v 51

v 53-

34-35 longit. =
ridge
v

v

= antic.

X 531-8

= no antic.

v

X smooth



to allow the tub. member to be v

gripped and rotated

5-cls1-4

in which the opp.
end is adapted
to be inserted
into the valve

of the tyre ...

6 —»cls1-4only
opp. end is

provd w, retaining
means suitable for
for [removing] +
storing a tyre
valve cap.

7

a vehicle accessory kit

comprising a
conventional or
designer valve
cap

and an accessory
asperclsl-6

wherein the
accessory is

spec. adapted

to cooperate w,
the valve cap

= not infrd.

= infd when
deponl-3

= not infd

v

=infd

in so far as
dep. on
cl's1-3+5

kkhkkkkkkkk*k
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= no antitm

= no antic

=no
antic.

= antic when
deponclsl
+2

v?

vcli'sl+2

v

but not kit
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SAMPLE SCRIPT B

This script has been supplied by the JEB as an pbeaai an answer which achieved a pass in
the relevant paper. It is not to be taken as a "el@hswer"”, nor is there any indication of the
mark awarded to the answer. The script is a traipsaf the handwritten answer provided by the
candidate, with no alterations, other than in theniatting, such as the emboldening of headings
and italicism of case references, to improve reddgb

Interpretation of Claims in GB 2000000B
Claim 1

“Accessory for vehicles- Normally “for” is interpreted assuitable fot. Thus this claim would be
directed to an accessory suitable for vehicleser@hs not much limitation in the terfaccessory
however. The first line of the patent states thatinvention relates to vehicle accessories, #ithc
goes on to define the accesory as comprigimgans suitable for removing and storing a tyreevabg.
Itis clear that the scope of the term is limited¢cessories - things used in conjunction witesipheral
to vehicles. Itis a device.

“tubular member’- Tube normally means a hollow cylinder (whetherwiac cylindrical or otherwise).

In this instance the accessory only comprises ubelar member, so need not be entirely hollow,
nevertheless a portion of the accessory must haubstantially cylindrical element that has a gawit
bore to qualify as tubular.

It is not clear to me whether the cavity in Fig 2&xtends through the entirety of the accesstirig.
sufficient, | construe, for the cavity to end at thper, i.e. a blind hole, for the portion 1 tcaltebular
member.

“retaining meang'- This means is situated at one end of the tubulanipee. In the description, lines 48-
50, the retaining means is described as splinéd@es. | see no reason to limit to such.

Retaining means is further qualified in the claimvbeer to be one suitable for removing and storing a
tyre valve cap.

Thus, retaining means is any retaining means thttdr provides the function of removing a tyreveal
cap and storing (by retaining) the cap.

“opposite end being adapted to facilitate rotatiohthe tubular membér Opposite end is defined in
relation to the end with the retaining means.

Adapted to facilitate rotation could mean to inseeapplied torque and provide leverage for tighsca
(reducing torque applied by user). Alternativeélyduld be to increase gearing and more speediigve
loose caps.

Facilitate rotation is further qualified in the icha however, agby reducing the amount of torque
required. Thus | construe this as meaning the end ofutbelar member away from the retaining means
is adapted by any suitable means (eg handle, wheggr diameter) that will reduce torque appligdiz
user.
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Claim 2

Dependent on claim 1 - therefore has all of théufes of claim 1.

“cup with an internal tapef- The tubular member of claim 1 could be a cup (bfiote) and it is such in
claim 2. The cup is further defined as havingrdernal taper, which would be useless unless thesti
part of the taper extended to the outside worlgsefatially a tapered hole.

“spaced ridges diverging outwardty This clarifies that the taper has its widest pojpegning outwards.

The ridges must run along the axis of the tapesuaiferential ridges are not covered. There ispper
limit on the number of ridges ... just more thar.on

“gripping and retaining surfacé- This is the inside of the taper and is the funcbbthe ridges.
Claim 3

Dependent only from claim 2 so has all featureslaiins 1 and 2.

“10° to 20 ”- This defines the angle of the taper.

Neither claim nor description qualify 1t 20 - for instance by usintgubstantiallyy or “about line 55
of description states that this is the best range.

Thus | think the range is limited to 22¢with common-sense coverage 0f9.80.5 but not extending
to beyond that. | do not think that stating thetbiange is 10 20°allows you to cover8

Claim 4
Dependent on Cl 1, 2, and 3. note claim dependehcly2o

“Greater diameter’- Greater diameter than what? It is not clear whetkie means the opposite end is
greater ie of greater diameter than the first enof greater diameter than the cap.

The description states (line 28-30) that the tubolamber is preferably circular cross-section kit i
diameter may vary.

In the specific embodment (line 45) the tubular rhenis cylindrical, so construing greater diaméder
mean greater than its other end excludes the &peaibbodiment (may be whats intended).

There is nothing to suggest it means greater tharcap, however, and | construe it as meaning the
tubular member has a greater diameter at its ofgesd.

Claim 5
Dependent from cl 1-4
“adapted to be inserted into the vak«eOpposite end must have a portion thin enough tthigo

Adapted means it can be an extension, thus notatytexclusive with cl 4 where the opposite is of
“greater diametér
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Cl6
Dependent on cl 1-4. Note noton cl 5

This claim defines the situation in which the retiafy means is mirrored to a certain degree at &ods.
When dependent on cl 4 one end must have a gidiateeter than the other.

Claim 7

Independent claim to a kit

“conventional valve cap™ This is a cap that is not specifically desigteéngage with the accessory.
“designer valve cap” -one specifically designed to engage with the amgsas defined

Thus can only be an accessory as defined in thealelaims .... thus there is a dependency.

“accessory specifically adaptéd De facto situation for a designer cap, but quaifs&uation for
conventional caps.

| don't think it adds much as the device wouldn’t work ifould not co-operate with the cap.
Infringement
Your valve cap is an accessory according to claim 1

| believe that your cup shaped portion is a tubmiamber according to my construction of claim.1lt..
is substantially cylindrical and has a bore.

You dorit explicitly state that the valve cap is retainiedt, your letter highlights the problem of valve
caps being lost and the description indicatesth@e is a tight grip. 1 think that yoteup shaped base
portion” is a retaining means suitable for both removitgyimary function) and storing (inherent) a tyre
valve cap.

“One end as in claim 1 will be the end that fits over tlagc

The other end must, in order for this claim torifemged, be adapted to facilitate rotation by m@dg the
applied torque.

It could be argued that the other end of your dediges the opposite, and therefore dbédsfinge.
However, the rear end of the cup base portiorei®fiposite end of the tubular member accordingyto m
construction and this portion does have a gre@eneter specifically to reduce the torque appligthie
user.

Thus on my construction your device will infringeaim 1.

Claim 2

Your retaining means does comprise a cup with artajgour equally spaced ribs (1f on drawing Fig 2)
are the spaced ridges of claim 2.

These ribs are explicitly described‘gspping ribs on line 31 of your proposal. Thus the insideafiy
cup does indeed provide a gripping and retainimtasa according to my construction.

Claim 2 is infringed
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Claim 3

In that your taper is 20t infringes the range stated in claim 3. Foswe given in my construction | do
not believe it would infringe if it were®9

Claim 3 is infringed.

Claim 4

The cup shaped base portion tapers with its wiglestit the opening and a narrower end at its fdds.
narrower end is thtopposite entaccording to my construction and interpretatiGtaim 4, requires the
opposite end to be greater diameter and | consthie@s a greater diameter than the first end.
Thus your device does not infringe claim 4.

Claim 5

The long axial stem in your device attaches td'tipposite entlof the cup shaped base portion. Thus |
believe that the opposite end is adapted withirconstruction of the claim to be inserted into aveal

Your device will infringe claim 5 so far as it is gendent on claims 1 to 3 but not 4.
Claim 6

Your device does not have 2 retaining means andefae will not infringe claim 6.
Claim 7

This claim requires a valve cap and an accesory.

| have construed valve cap to mean any valve apoth prior art and specially designed. The sauey
will always be adapted to co-operate with the valzp.

Thus you will infringe if you sell a kit containingpur valve cap and your device as the devicerigés
claims 1-3 and 5 as far as it depends on 1-3.

Infringement - valve cap.
There is no claim to a valve cap as such and thus yroposed valve cap would not directly infringe.

However, the cap would be an essential elemenhekit of claim 7 to the extent that it is sold in
infringing kits, or knowingly to people who sellfimging kits.

Validity - Novelty

| do not think that the bottle cap remover (doc @)c@pates the GB patent. The document does have a
publication date earlier than the filing date ludi¢arly relates to bottles.

| have construed claim 1 as being directed towandsccessory for a vehicle and it has a requirthant
a tyre valve cap is removed.

This is not disclosed in Doc C and it does not udie cl 1.
All other claims are dependent on cl 1 therefofar novel over doc C.
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Validity - Novelty over doc D

Doc D is a withdrawn EP application.

It was published prior to the filing date of the @&ent and is therefore full prior art.
Claim 1

Doc D explicitly discloses a tool for opening ahaising valve caps. Thus it is an accessory foicles
according to my construction of claim 1.

The tool functions by gripping a cap in the samg asthe GB patent.

There is no explicit disclosure of retension, hogrene of the identified problems is that the gserget
his hands dirty. Furthermore the valve cap isdesd as being gripped securely (line 28) Thusdoc
discloses a retaining means as in claim 1.

The tool has a rear end of larger diameter thaifrtm end. This feature reduces the torque requir
Thus Doc D discloses all features of claim 1.

Claim 1 lacks novelty

INVALIDITY

Claim 2

The front end of Doc C comprises a cup with inteiagler and has ridges (teeth) which provide a
gripping and retaining surface.

claim 2 lacks novelty.

Claim 3

Doc D does not disclose an internal taper 8ta@0

Claim 3 isnovel

Claim 4

The opposite end clearly has greater diameter dieg dot disclose knurling
Claim 4 is novel

Doc D does not disclose an opposite end adaptedgage with a valve.
- Claim 5 is novel

- Claim 6 is novel

Claim 7.

Doc D does not disclose a kit comprising the toal a valve cap ...

~. Claim 7 is novel
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Validity - Inventive Step.

If I am wrong that Document D discloses a tool vathetaining means - Claim 1 will be novel. | state
this doubt as it may be arguable that the suggestiat the tool grips the cap securely may not be
sufficient to anticipate the retaining means ofrola.

If this is the case | believe that the retainingtdee is clearly obvious given doc D. The teettdao D
form an interference fit on the cap in the same asthe ridges of the GB patent. If retention efdhp

by the tool is not disclosed it certainly is obvdouCl 2 - If claim 1 obvious over doc D then cldtla
nothing more and will be obvious.

Claim 3 is the first clearly novel claim.

The invention of claim 3 is a device (accesory) femoving and retaining valve caps using an
interference fit caused by ridges inside a tapesaity where the tapering is betweer? 120.

Common knowledge of the skilled person would inclkdewledge of the dimensions of valve caps.
Doc D discloses all of the elements of claim 3 @xtke angle of taper.

The angle of taper in doc D is far lowef)(&han in claim 3, possibly due to being desigrerddcessed
valve caps.

The GB patent states that the optimum angle hasdetenmined to be between’Bnd 26.

It could be argued that this realisation is pateletand that reading doc D you would be surpribad t
such a great taper angle achieved better results.

It may be that known valve caps at the time ofifjltapered at between®Hhd 20 and thus the claim is
obvious, but | dott have that information

If Doc C were to be combined with Doc D, the andl&4’is disclosed.

| do not think it is permissible to combine docs&8C however as the motor vehicel accessory
manufacturer would not be concerned with bottledpeners. | think they are too far removed and are
not to be considered.

Thus | find claim 3 is inventive

A kit comprising a device according to claim 3 @srgy to be novel, but not inventive as far aslates to
conventional caps. It would seem an easy stegktb sell the 2 together.

I think that the kit is likely to be inventive whenmbined with the designer caps within my consioac
Claims 5 & 6 is also likely to be inventive and ctai7 inventive accordingly

The term greater diameter of claim 4 does not apjdaave basis in the description

Check file to see if it was always present or adsidgject matter.

Note to client

My summary is that claims 3 and 4 are valid andnged and that claim 7 would be infringed by a kit
containing an accessory according to claims 3amdla designer cap.

Your designer caps would be an indirect infringethiesold in the kit
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The GB patent will expire at the latest 20 yearaffiing, ie by 10 Nov 2007. Thus there is onlydar
left. Then you will be free to use. You canndtiitg the EP of Doc D as it is not in force.

You infringe claims 3 and 4 if dependent from claiinor 2.
Possibly ask for a licence.

We think that claims 1 and 2 are invalid and weld@dlreaten to apply for revocation They may have
current licenses and wish to take the easy way out.

You personally will not infringe as you wish todicce and not make or sell etc ...

Your licences are potential infringers however ahdre is a possibility that you could be foundhéoa
joint tortfeaser.

Motorbit can sue and apply to amend during procegeth a valid claim ie claim 3 or 5.

They could apply to amend prior to initiating predangs. Discretion is required but usually givaetess
they were trying it on.

It appears that Motorbit have made a unjustifigédh You dott make or import and therefore they
should not have threatened proceedings. It deest ss if there is a product yet so their possiblence
of finding infringement will fail - | doft think it a defence if they find you a joint te#ser. The threats
are actionable by you and you could potentiallynecldamages (slight) and an injunction against firth
threats.

Suggest you use this point to get them to the t@fdobtain a licence for your potential manufagtsir
on sensible terms, to allow them to make and sell.

Otherwise ... wait for a year and licence.
Consider a patent to your tool directed to the himlesd manufacture ... better licensing positimnybu.

If these holes have a technical function and akehthey should be patentable. Ease of manufctur
could be the key to this idea and getting monemfio

*kkkkkkk k%
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2005 PAPER P6
SAMPLE SCRIPT C

This script has been supplied by the JEB as an pbeaai an answer which achieved a pass in
the relevant paper. It is not to be taken as a "el@hswer"”, nor is there any indication of the
mark awarded to the answer. The script is a traipsaf the handwritten answer provided by the
candidate, with no alterations, other than in theniatting, such as the emboldening of headings
and italicism of case references, to improve reddgb

CONSTRUCTION
Claim 1.

1.1 “An accessory for vehicles”

for vehicle =

must have some use relating
to the vehicle, not just
something that can be
carried in one

1.2 “comprising a tubular member
having at one end retaining
means suitable for removing

and storing a tyre valve cap”

removing = such to
remove/release the valve cap
from the valve - not
necessarily to remove to

a long distance as long as
it’s taken off the valve

a little tiny distance.

no need for narrow construction here.

accessory = device pg 7, line 6
invention relates ..... particularly to a device.

for = suitable for

vehicle = common megmirsomething
with wheels that can bhewion a
road/on land.
ie something that can be used with a vehicle.

comprising = including or consisting

tubular member - nothing to suggest non-common
meaning; ie substantially cylindrical
and hollow. Because the example has a tapered
internal wall 4, | think tubular has to be consttue
broadly to encompass anyritagpen outer or
inner surfaces.

“at one entlalso needs to be construed
broadly not to be limitecprecisely the
end-most thing is theanging means, because

the capénexample may be received in

the base of the bore 6 if it is a small cap.

retaining means. Retain = to grip and

hold - pg 8, lines 48 to 49 - the

cap is gripped in the splines 5 and

held there to retain it in the splines

when the tubular member is removed from the
tyre valve.

Retain = to keep.

Dust cap is retained in the splines until
operation on tyre is performed - pg 8, lines
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1.3 “and the opposite end being
adapted to facilitate rotation of
the tubular member by reducing
the amount of torque required
to rotate the tubular member
when removing the valve cap.”

“the’ valve cap - no
antecedent basis.
This implies
accessory must be
capable of moving
a valve cap of the
vehicle in question.

Claim 2

2.1 “An accessory for vehicles
According to claim 1”

2.2” wherein the retaining means
comprises a cup with an internal
taper”

52-53.

Retaining means = something able to
grip + keep a tyre valve cap
until needed again.

Suitable for = able to.

tubular member: preferably but not
necessarily of circular cross-section
and may have varying diameter

- see pg 7 lines 28-30.

storing = holding within the retaining means
- pg 8, lines 52-53

“opposité = reference to the end of the accessory
that is not the end that has the retaining means

- because of earlier reference to one and having
retaining means in 1.2

Facilitate = to make easier = common meaning

torque = turning force = common meaning.

opposite end has some means
that enables easier rotation of

the tubular member because the
turning force required to teta

the tubular member when ezjag
with a valve cap is reduced

“opposite entican mean any

part of the accessory closer to

the very opposite end point to the retaining
means than the retaining means itself.

accessory (see 1.1)
having all features of claim 1.

retaining means (see 1.2)

comprises = consists of or includes

cup implies roughly shape of cup - ie must have
surrounding wall and a base.

must be construed to cover the LH end of the tubula
member 1 shown in Fig 4, which has surrounding
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taper is not specified
which direction it
should go, so could
cover either inwardly
or outward tapers.

2.3 “provided with a plurality

of spaced ridges diverging outwardly
towards the respective end of

the member and providing

a gripping and retaining surface.”

3.1 “An accessory for vehicles
according to claim 2"

3.2” in which the internal
taper forms an angle of from
10°to 20 with the axis of

the tubular member.”

could even

4.1” An accessory for vehicles according
to any of claims 1 to 3”

4.2 “wherein the opposite end of the
tubular member is of greater
diameter”

means the
another
member.

tapered wall 4 and base 6

cup must have an intetapér - ie cup wall must
be tapered

must cover the tapered wall 4 in its scope

see also pg 8, lines 44-47.

plurality = more than 1.

“ridged must include the example:
splines or ridges 5
- see pg 8, line 48 and Fig 2.

ridge = something that projects from a surface

diverge = move away from each
other, which implies that the

taper (of 2.2) must be going outwards
in the direction of the end of the
member having the retaining means.

ridges must provide gripping and locating
surface for cap - pg 8, lines 48-49.

accessory having all features of claim 2.

internal taper - see 2.2

from 10 to 20 = angle is approximately 1@
2@, so there is nothing to indicate only exact values
of the ends of the range are meant, so say approx
from 9to 21°. Seems reasonable error -
be larger.

The angle is measured relative to the longitudinal
axis of the tubular member - See Fig 1 which
clearly has a longitudinal axis and the tapered
portion 4 does seem around 10-#&lined to it.

accessory having all features of claim 1 or cldim
or claim 3

opposite end - see 1.3

greater should be greater than ....?
as Fig 1 shows that the opposite end (the RH end)
is of equal diameter to the end with the retaining
means(the LH end), | can only assume this
opposite end has a greater diathater
portion (ie any other portion) o thbular
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4.3 “and is provided on the exterior
therof with a knurled surface to
allow the tubular member to be
gripped and rotated”.

5.1 “An accessory for vehicles
according to any of claims 1 to 4”

5.2 “in which the opposite end
is adapted to be inserted into
the valve of the tyre to
depress the pin of the

valve + thereby release air
from the tyre.”

6.1 “Accessory for vehicles
according to any of claims 1 to 4”

6.2” wherein the opposite end is also
provided with retaining means
suitable for removing and

storing a tyre valve cap.”

7.1 “A vehicle accessory kit”

7.2 “comprising a conventional
or designer valve cap”

7.3 “and an accessory as
defined in any of claims 1 to 6”

7.4 “wherein the accessory is
specifically adapted to co-operate
with the valve cap.

in this example, it got a greater outer diameter than
the portion 9. See pg 8, lines 59 to 60 +Fif.

the opposite end is provided with a knurled
exterior surface
- pg 8, lines 57-58.

knurled = surface is shaped to allow device to be
gripped firmly - pg 8 lines 57-58

accessory having all features of claim 1 or
claim 2 or claim 3 or claim 4.

Opposite end - see 1.3
end must be shaped/dimensioned to be inserted
into the tyre valve to release air therefrom

Shape is preferably, but not necessarily artp
pointed end - pg 7, lines 34-36

accessory having all features of claim 1 or
claim 2 or claim 3 or claim 4

opposite end - see 1.3

both ends of tubular member provided with a rsean
suitable for removing and storing tyre valve cap

- see 1.2 construction

and pg 7, line 36 to pg 8, line 39.

= kit of two or more items

comprising = including or consisting of

conventional valve cap = push on or screw threaded
dust cap. See pg 7, lines 8-9

designer cap = a cap for which an accessory has bee
specifically designed to co-operate with - pg Bed

62-64.

so the kit could include either a conventional ealv
cap OR a designer cap.

accessory for vehicles having all features ainel1,
or2or3ord4or5o0r6

co-operate = grip and retain - pg 8, lines 28-5

the accessory must have some means to grip and
retain the valve cap of 7.2 and must be spdifi
formed so that it does that.
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INFRINGEMENT

1.1 present

1.2 present

42

1.3 present

eg the tapered wall 4 which could engage valves of
may different diameters.

tyre cap removing device is a @etdde used
with a vehicle
-pg 5,line48 + Figs 1 + 2

device 1 = tubular member, as défin
construction 1.2

device 1 has retaining means in form of four gmgpi
ribs 1f which grip a valve cap C. - pg 4, lines 21-3

ribs 1f remove and store tyre valve cap within éhes
ribs because cap is released from valveb5, fige

cap obviously remains stored in the gripping ribs 1
see Fig 2.

the device has portion of largézreal diameter
than the cap and so a greater turning force can be
applied by gripping this portion - this must be
portion la.
see Fig 2 and pg 4, lines 10 to 13.

the device may be gripped just next to the apesture
1i, which is a point closer to the opposite endltp
than where the gripping ribs 1f are.

any point on 1la may be gripped, including just next
to the apertures, and the torque varies dépgron
this - see pg 4, lines 13-14.

claim 1 is infringed by the tyre valve cap remowdvice

2.1 present

2.2 present

2.3 present

accessory having all featuresamfncil

cap is provided by annular walbfljgortion 1a,
which is tapered - see Fig 2, and pg 4, lines 33ito

and base of cup is provided by smaller cup-like
portion 1b giving wall extensions and a baske
apertures li are just for ease of manufachmae do
not detract from the general cup shape.

plurality = 4
gripping ribs 1f = ridges

four equally-spaced tapered gripping ribs
- see pg 4, lines 30 to 31
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the taper is outwards towards the open end of the
retaining means (LH end in Fig 2)

Claim 2 is infringed by the tyre valve cap removaitce.

3.1 present all features of claim 2 present

3.2 present internal surface of cup-shapedagrotfta is inclined
at about 10to the axis of Fig 1
- pg 4, lines 33 to 34

the shown axis is the longitudinal axis - see Fig 1

about 106falls in the range ©- 21°which | construed
in construction 3.2.

Claim 3 is infringed by the tyre valve cap removavice.

4.1 present accessory having all featuresaifcl present
accessory having all features of claim 2 present
accessory having all features of claim 3 present

4.2 present opposite end can include the paineocap portion
1la where the apertures 1li are included
(see construction 1.3 - broad defn. of oppositg.end

the cup portion 1a at that point is of greater diten
than the smaller cup portion 1b hence the
“opposite entihas a greater diameter than another
portion of the tubular member

cup portion 1b forms an extension of the cup partio

la - see pg 4, lines 24-25.

so“the tubular membéican mean both 1a and 1b.
4.3 present cup portion 1a has external sensitlg - these will

allow easier gripping + rotation.

- see pg 4, lines 34-35.

Claim 4 is infringed by the tyre valve cap removaivice.

5.1 present accessory having all featuresaifcl present
accessory having all features of claim 2 present
accessory having all features of claim 3 present
accessory having all features of claim 4 present

5.2 present see defn. of opposite end in In3toaction.

the end 1k can be inserted into a valve to relaaseom
the tyre - pg 5, lines 45-46.

Claim 5 is infringed by the tyre valve cap removavice.

24



6.1 present

6.2 not present

accessory for vehicles havingealiures of claim 1
accessory for vehicles having all features of claim
accessory for vehicles having all features of claim
accessory for vehicles having all features of cldim

no disclosure that the spattémthe smaller cup
portion 1b could be used to hold a valve cap and in
any case, there is no means to remove a tyre valve
cap provided in the smaller cup portion.
| know that valve caps can be of differingesi, so
it's possible a very small cap could be stored there.

Claim 6 is not infringed by the tyre valve cap renabdevice.

7.1 present

7.2 present

7.3 present

7.4 present

of

Claim 7 is infringed by the proposed kit.

client intends to provide a kiableast 2 items
- pg 5, lines 51 to 54

designer valve cap will be incluitetthe kit

co-operating valve caps are ones designed to co-
operate with the tyre valve cap removal device -
hence arédesigner valve caps see pg 5, lines 51 to
54

the device is present in the g 5, lines 51 to 54
the device means the device 1 which hagatlufes
of claim 1 (also has all features of claim 2, 354,
=> present when dep on any of claims 1-5.

co-operating valve caps
- must mean to co-operate with the device
- pg 5, lines 51 to 54.

the accessory and valve caps are both supplied
with kit, hence both are formed to co-operate with
each other.

Hence accessory is adapted to co-operate with caps
kits.

Claim 7 is infringed by the clien$ co-operating valve cap if the cap is specificallgsigned to fit

with the tyre valve cap removal device.

See letter.
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NOVELTY
C

1.1 not disclosed

Claim 1 is novel over C.

2.1 not disclosed

Claim 2 is novel over C.

3.1 not disclosed

Claim 3 is novel over C

4.1 not disclosed

Claim 4 is novel over C.

5.1 not disclosed

Claim 5 is novel over C.

6.1 not disclosed

Claim 6 is novel over C.

7.1 not disclosed

Claim 7 is novel over C.

Novelty
Document D

1.1 disclosed

1.2 disclosed

1.3 disclosed

bottle top remover - not fehicles - see pg 11, line
3.

not accessory for vehicles

not accessory for vehicles

not accessory for vehicles

not accessory for vehicles

not vehicle accessory kit

tool for opening and closingdap of a valve of an
air fitted tyre of a car, tractor or other vehicle
- pg 14, lines 5to 9.

tubular member = body 1 of taobular shape as
defined in construction 1.2, see Figs 1-3.

retaining means = gripper 3 having teeth 6 provided
at one end.

- teeth grip the valve cap securely - see pg ksl
27-29
- gripper is pressed onto the valve cap to open +
close valve - pg 14 - lines 31-33.
open valve falls in my definition of removittge
valve cap - see construction.
valve cap obviously retained in teeth until screwed
back on again.

opposite end clearly includes peation 5.
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Claim 1 lacks novelty over D.

Claim 2
2.1 disclosed

2.2 not disclosed

2.3 disclosed

Claim 2 is novel over D.

3.1 not disclosed

3.2 not disclosed

Claim 3 is novel over D.

4.1 disclosed

4.2 disclosed

4.3 not disclosed

Claim 4 is novel over D.

5.1 disclosed

5.2 not disclosed

Rear portion 5 reduces torque because that is the
portion that is gripped and because it has a larger
diameter than the gripper 3.

all features of claim 1 are diset in D.

because there is no tat®e tapered front portion
3.

internal taper present - see Fig 3, front portion 3

teeth 6 are plurality of spaddges - project
inwards - see x-section of Fig 3, teeth 6

taper + teeth 6 diverge outwards towards the open RH

end - see Fig 3.

- teeth provide gripping surface - pg 14, line 28 +
lines 31 to 33.

teeth retain valve cap untilstclosed again - pg 14,
lines 31-32.

not all features of claim sctiised.

coning angle of first part-5°1 This is not within
9°-21° - not close enough to 10 to fall in this range.

accessory has all features ohda

opposite end can mean near porticsed
construction 4.2
which has a greater diameter than another pahteof t
tubular member, for example, the conical part 4.

no disclosure of anything pkeesmooth surface of
the body 1 of the tool.

accessory having all featuredaifn1

rear end portion 5 is muchbigao be inserted into
a tyre valve to release the air pressure and there
disclosure of any madification that would enable
this.
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Claim 5 is novel over D.

6.1 disclosed accessory having all featuredani 1 disclosed

6.2 not disclosed the rear cover 2 allows aepathin it where small
objects can be kept inside, presumably between the
end of the air pressure gauge and the rear cover 2
- see pg 15, lines 70 to 72.

This space is suitable for storing a tyre valve. cap
But there is no disclosure of means suitable for
removingthe tyre valve cap provided at the LH end

(rear cover end) of the accessory in Fig 3.

Claim 6 is novel over D.

7.1 disclosed 2 or more items are disclosée tdol and a valve
cap
7.2 disclosed conventional valve caps are asal, even though

specially designed ones are not

7.3 disclosed accessory as claimed in clainsdlaked.

7.4 disclosed adapted to co-operate = teetid@apper formed
by front part of tool makes accessory specifically
adapted to co-operate with a combined valve cap.

Claim 7 lacks novelty over D.

INVENTIVE STEP

Claim 1lacks novelty over D so also lacks an inventiepgiver D, as the skilled person would find
all these features present in D.

Claim 2
Document D is considered the closest prior art beed also relates to an accessory for vehicles.

D discloses all features of claim 2 except thatrétaining means is not strictly cup shaped because
the front portion 3 does not have a base of the cup

There is no particular necessity for the basetB@ttup of B to exist, as depending on the sizaef t
valve cap, it would be wedged at some point insiiises anyway.

If the skilled person looked at C, it might not octmhim to combine C and D because they are in
different fields. He would see that C includes g with an internal taper and a base provided by the
detachable lid 21.

However, he would not seek to combine this in thigpgr front part 3 of document D, because it is

essential there is no barrier between the frortt®and the air pressure gauge, or the air pressure
gauge could not work.
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Hence, claim 2 is inventive over document D, whethead alone or in combination with C.
Claim 3
The closest prior art is again D, becauseiit the same field.

I think claim 3 is inventive over D and a combiatiof C and D for the reasons given in respect of
claim 2.

However, the additional feature of the angle dftb®Cis already known from C.

It's 14° in C - see pg 11, line 25. This enables the desfice to be used with many different sizes of
bottle cap.

Hence it is known that an angle of’igtuseful and that it gives the same advantagéseafapered
range of 10-20° of B in that such a angle allows fitting to manffefient sizes of item.

Hence, if | were wrong about claim 2, this further dure would not provide claim 3 with inventive
step

Claim 4

The modification is the knurled surface.

It is known from C to provide a knurled surfacedgifitate gripping.

Hence, claim 4 lacks inventive step

Claim 5

modification of adapting opposite end to be ingkntdo valve of tyre

not known from C or D

hence, | believe i inventive

Claim 6 is inventivebecause the opposite end having retaining mearmtb removing and storing
is not disclosed in C or D.

ADVICE

Dear client

Threats Action

Motorbit has threatened you with taking actionifdringement for youractivities'. Motorbit will be
aware that you are not a manufacturer or imporeabse you have visited them recently. Their
threats to you are therefore actionable. You wdialde grounds to sue Motorbit for unjustified
threats of patent infringement if you can provettireats were made (eg provide the letter from
themselves) and that you are aggrieved - suffeaxatgal harm/financial damage. You would be
entitled to relief, such as damages + injunctiolessMotorbit can prove you were infringing, in

which case you wouldn't get relief unless you ceovp invalidity in a relevant respect + that
Motorbit knew of the invalidity.
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Improve your position

You should consider filing a patent application your tyre valve cap and tyre valve cap removal
device.

This gives you the option to negotiate with Motodnd perhaps agree to cross-licence.
Prior secret use

You may be entitled to carry on with your proposiaspite motorbits patent, if you made serious and
effective preparations to put your invention inffeet in the UK before 10 November 1987.

You could authorise business partners to workrkention and you could work your invention
without infringing. However, you would not be alttelicence your invention, as you currently intend
to do.

Relevance of D

D is prior art because it was published beforefithngy date of B (Motorbits patent).

It does not affect B status as prior art because D was later deentbdrasvn.

D being deemed withdrawn may indicate that thegher relevant prior art that maybe used against
B.

We should consider doing a prior art search.

Possible revocation of B

Your invention not looking like B
Your invention/proposal would still infringe if yanclude all the features of 8claims.
Infringement

You are not intending making/importing/selling yaave cap removal device/valve cap/kit, so you
would not be a direct infringer.

However, any car manufacturers you licence arenpialénfringers because they will make one or
more of the above items/import/sell/market them.

You could be seen as a joint tortfeasor engagedcimmmon design with the car manufacturers to
infringe the patent, because you are encouragmgdah manufacturers to infringe the patent.

| believe that claims 1-5 would all be infringed tme tyre valve cap removal device (your device 1)
and that the kit claim 7 would be infringed by yguoposed kit (document A, pg 5, lines 51-54).

If the car manufacturers supply specially desigvedde caps (such as valve cap C) to shops for use as
part of a kit, according to claim 7, then this nteeycontributory infringement. This is because the
specially designed caps are essential means theirivention into effect of the kit claim 7.

If they supply just ordinary tyre valves, this mast be contributory infringement because these are

staple commercial products, but it wowstill be an infringement if the ordinary tyre vab/are
supplied with the aim of inducing infringement, Bgencouraging shops to sell these with the rest of
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the items in the kit.

Because your valve cap removal device and kit ig&iolaims 1-5 and 7 of B, then Motorbit could
sue you for infringement.

They could sue you for damages, and they coultbtpptain an injunction against you and any of
your licensees at full trial. You could be suedagsint tortfeasor engaged in a common design to
infringe, together with any of your licensees.

Motorbit could also try to obtain an interim injuinn against you, but these are difficult to obtain
and | see no reason why they could not be adequaieipensated with damages, in the event they
would win at full trial.

Validity of B

Claims 1 and 7 lack novelty over D.

Claim 2 is inventive
Claim 3 is inventive

Claim 4 is not inventive
Claim 5 is inventive

Hence, the proprietor of B could try to amend Claito include any of the features of claims 2, 3 or
5 to strengthen the validity of the patent. Mustdnacted in good faith to obtain discretion to athe

You would then still infringe a valid patent.

Currently, you infringe currently valid claims 2a8d 5. which is a dangerous position. Hence, |
suggest you seek a licence from B

You could apply for a declaration of non-infringamebut | dort think this would be granted because
of likely infringement.

Proprietots damages may be reduced if he sues you now, lepatent only partially valid.
Pls call to discuss.

Yours sincerely,

*kkkkkkkk k%
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