2008 PAPER P2
SAMPLE SCRIPT A

This script has been supplied by the JEB as an pbeanf an answer which achieved a pass
in the relevant paper. It is not to be taken asredel answer", nor is there any indication of
the mark awarded to the answer. The script is angcaipt of the handwritten answer
provided by the candidate, with no alterations, estthan in the formatting, such as the
emboldening of headings and italicism of case egfees, to improve readability.

Question 1
By 10 October 2008 (12 months from filing date), steuld have filed:

One or more claims;

An abstract;

Request for search (PF9A + fee - £100)

Paid the application fee (= £30 — can pay withAF9

Each of these deadlines can be extended by 2 mastid right under R108(2) by filing
PF52, paying a fee (= £135) — within 2 months &f thissed deadline, ie by 10 December
2008 Only one PF52 is required because all deadérpse on the same day.

I should file PF52, pay fee, and complete the aditcts outlined above, by 10/12/08.

NB — cannot re-file, because the client has regdatinched his product — ie made a public
disclosure.

However, could file a priority-claiming applicatianp to 2 months outside the normal 12
months priority year, ie by 10 December 2008, if gaove that missed deadline was
unintentiond Since client has simply changed his mind, waudd apply in this case, as not
unintentional.

The extension detailed above under R108(2) is asgbt, ie not discretionary — hence
doesn’t matter that client has changed his mindn Be further extended under R108(3) at
the discretion of the Comptroller.

Designation of the inventor, PF7, is due 16 moritbs filing, ie by 10 February 2009.
Should file this by this date, if applicant is mo¢entor.

Question 2

Since the client is interested in the European ptahould consider whether Community
Registered Design Right and Community Unregisteddedign Right are available. The
requirements for both of these are the same —eébgl must be novelnd have individual
characterand is available for any aspect or shape or gardtion of the whole or part of a
product (= industrial or handicraft item). Consitgdat aspects could qualify —

. The brackets
. The finials
. The curtain pole as a whole

. The pole portion



Protection is not available for features dictatetely by technical function — the brackets

could fall within this exclusion, if there is onbne way in which they could be made to fit the
curtain pole to the wall. The shape of the pole/ raso be excluded — since its shape is
constrained by its function.

Furthermore, “interconnections” are excluded framt@ction — ie features which must have a
specific shape to fit in or around another produearts of the brackets and finials may fall
within this exclusion.

Protection is available for surface decoration tretefore the client may be able to obtain
protection for the decoratiam the poles, and the “unusual finish” of the gubetions.

» Are the designs novel? It would seem so since #reyhandmade to unique
designs.

* Do the designs have individual character? ie dibes overall impression
produced on the informed user differ from any degieviously made available
to the public? Probably, if the designs are “urigand are unusual.

Hence could file a community registered design iappbn for the_multipledesigns — this
will cover the whole of the EU. Protection lass years from filing, renewable every 5
years, and offers a monopoly right — ie to preyedple from using or dealing in his designs.

NB it is questionable how useful Registered Desighbe, since the articles are handmade
and uniqueand therefore each is likely to be slightly diffet. Protection will extend to
designs which do not produce a different overapinession on the informed user — he needs
to make sure his products are all sufficiently samio be covered by his design application.

There is a 1 year grace period for filing a Commuiegistered Design — hence designer
need not file immediately (can start to markettfirslowever, | recommend he files asap
case somebody else files first.

Community Unregistered Design

This is automatic and commences when the cli€mnarkets his product, and lasts 3 years
from there. Is_nofa monopoly right, but client can use it to preveoimeone copyingis
designs. Useful to have whilst client is getting) designs registered.

Some countries, eg the UK, have other forms of giatered design right protection which
have different protection requirements. The Ukerdiwould qualify for UK Unregistered
Design Right for the 3-D aspects of his curtainep(durface decoration is excluded from
protection). Would last for 15 years from fixatjar 10 years from®*imarketing & end of
year), whichever expires earlier. This is als@htrto prevent copying.

NB if the curtain poles can be regarded as artisticks, then copyright protection may
automatically arise.
Question 3

The deadline for requesting examination (file fd?R10 and pay fee = £70) is 6 months from
publication of the application, it should have beequested by 11 August 2008



This deadline is extendable by 2 months as at tgher R108(2) by filing PF52 and paying
fee (= £135); and again under R108(3) (discretignafince the 2 months R108(2) deadline
expired on 11 October 2008, and this has passe&lnaw too late to request this extension.
Also cannot request the discretionary extensioreuiL08(3). There has been no ewor
behalf of the UK IPO, so R107 does not apply.

An application for_reinstatemeninder S20A needs to be made. | should appoinelings
agent (file form PF51) and find out exactly whanJuly, the business partner was taken ill.

The deadline for requesting reinstatement is 12thsofrom termination of application (for
this, see date on the letter from the UK IPO manitig that case has lapsed), or 2 months
from removal of cause of non compliance (= 2 mofitbsy day John received letter from the
UK IPO). Hence deadline for requesting reinstat@nse2 months from today = 3 January
2009. By this date, should file form PFa#t UK IPO, pay feeand provide evidencas to
why the failure to request examination was unintera. This may require a witness
statement or statutory declaration, signed by tlentc Will need to prove that business
partner being taken ill in July, affecting cliengdbility to request examination in_October
Normally, iliness is a good ground for reinstatemen client should be successful.

The omitted acts (ie filing of PF10 + payment of)fshould be completed when requesting
reinstatement, or if not, the UK IPO will set a dmth deadline to do this.

Question 4

There is no official grant fee. However, clientymiaave to pay Agent's fees at grant —
perhaps client can come to some agreement with me?

The renewal fee in respect of th® yiearwas due at end of April 2008 (="3@pril 2008).
However, since case had not granted then, paynfetmisowill be due at end of month 3
months from grant, ie by 28 February 2008 this is not paid, client will have the 6 mant
grace period under S25(4) to pay it — if paid oranth late there is no surcharge. There are
extra fees per additional month in which the fepagl late. Latest date by which payment
can be made is $1August 2009 If not paid by then, client will have to requesstoration
(S28), the application for which will be due 13 rti from 3% August 2009, ie by
30/09/2010. Advise client to pay by 31/08/200%(B$12, with renewal fee and surcharge if
appropriate), as having to request restoration s\d¢aat third party rights may be applied.
Hopefully he will have some money by then.

6" Year Renewal Fee

This will be due end of month containing th& &nniversary, ie by 30April 2009 Again,
can be paid 6 months late under S25(4) using taeegperiod, if additional fees are paid.
Can therefore be paid up to°3@ctober 200using the grace period. If not paid by then,
restoration will need to be requested by 13 moffitbsn end of grace period — ie by 30
November 2010, as detailed above.

NB — for restoration, a form (PF16) needs to badfila fee needs to be paid, and client needs
to prove that failure to pay was unintentional.ckaf funds is often not a good ground on
which to base a restoration application.



Question 5

| need to obtain a copy of the client's employmeantract to see whether it deals with
ownership of IP. Any clause in a contract whicimidishes an employee’s rights in an
invention is unenforceable.

S39 of the Patents Act deals with ownership of eyg®'s inventions. If the invention

belongs to the employer by virtue of this sectibis irrelevant that the employee did not sign
any paperwork. Under S39(1)(a), an invention mhagean employee will belong to the

employer if it was made in the course of normaletytor duties specifically assigned to him,
and the circumstances were such that an inventightrbe expected to result. Ask the client
if these circumstances are met. If so, invent®iikely to belong to the employer. If not

(client was accounts clerk, so unlikely to be emptbto invent?), then invention may belong
to employee — see below. An invention seems unlikelbe expected of him.S39(1)(b) is
unlikely to apply, since client was a junior acctsuglerk — unlikely to have the special
obligation required by this section.

Since client is named as an inventor, he may havgh&to compensation under S40, if the
invention _does indeed belong to the employdre Patent needs to be granted before he can
take any action — check if the UK priority applicat is still alive by checking UK Register.
Also set up a watch on the PCT application to skerwit enters the national phase, and then
monitor the national phase applications, to fintwlkere Patents are granted.

If and when a UK Patent is granted, would seeméhailoyee (= client) would be entitled to
compensation under S40, as patent/invention woundtbed appear to be of outstanding
benefit to employer, and it would be just to congzga the employee given the licence deal
of £15 million. When assessing compensation, ire and nature of the employer is taken
into account.

— set up a watch, and commence action under S40ity PF2 at UK IPO, or applying to
court, when patent is granted. Alternatively, coattempt an amicable agreement with the
employer, pointing out all relevant facts, andttrynegotiate a settlement.

If Invention belongs to Employee

Employee should write to his previous employer (@Enpany A) and point out that he is
entitled to the invention, and try to come to ancamle agreement. It may be that Company
A will be willing to compensate the client withogbing to the Courts. If Company A is
unwilling to negotiate, client could then take antiunder S8 (for any pending British
application); and S12 (for the PCT applicationjrjoand gain ownership of it. If successful,
the applications could be transferred to the clie@ommence action by filing PF2 at UK
IPO, or making application to Court. If successhjplications could be transferred to the
client, he could ask for them to be refused, ocdidd file his own new applications.

Question 6

Firstly, need to check my own records again to fimelexacpriority and filing date of Ray’s
application. Since priority application is idemti¢do Oct 08 filing, it would appear that Ray’s
application validly claims priority. Then, need fiad out about the unpublished European
application — check the Official Journal of the ERD filing details (do a name search in
name of French company). There won't be an EP@targentry until the application is
published (18 months from the priority date). 8pta watch, for published applications in
the name of the French Company.



When have found the details of the French compaagfdication (may need to wait until
publication), check the priority date and filingtelaobtain the priority document and check
whether the priority entittement is valid. Alsoedk the_contentsf the application, to see
whether it is relevant to patentability of the olie application.

A European application filed after 13 December 2@7aken to designate all contracting
states on filing. If it claims priority, then i likely that application was filed after this date
as not yet published. If the EP application islighled and has an earlier (valid) priority date
than Ray’s application, then it will become S2(8ppart against Ray’s application, relevant
for novelty purposes only (not inventive step) whieis published. If it has a later priority
date, it will not be relevant as prior art at aihdeed, Ray’s application could be S2(3) prior
art against the EP application (only after graas-national prior rights are not prior art at the
EPO).

Action

. Set up a watch for publication of French compaiayplication
. Check priority and filing dates and the subjecttaradisclosed

If the publication is novelty destroying to Raylaims, he will need to amend them in view
of it, to confer novelty. Best to do this beforaigt As much more difficult to amend after
grant, as no claim broadening is allowed.

Since EP application not published before Ray’s dawill not be relevant to inventive step,
hence claims do not need to be inventive (non-atsjitn view of the disclosure.

Ray should not be too concerned at this stage Frigrech company cannot take action in the
UK until the EP Patent is granted, and validatedhm UK*. This may be some time off.
Furthermore, hopefully Ray will have his own BtitiPatent by then, so he may be able to
cross-licence with the French Company.

* check that designation fee for the UK is paidhis will be due 6 months from publication of
the EP application.

Question 7
Dear Client
The Threats Allegation

Under S70 of the UK Patents Act, any party who dgrieved by the threats of patent
infringement can bring a threats action, unlessthineat is_justified The threat will_nobe
justified if the Patent is invalid in any way, uséethe Patentee can prove, at the time of
making the threat, that he did not know that it waslid. Also, an action can only be
brought in respect of certain acts (see below).

*| need to obtain a copy of the lett@hich was sent to Tiny, to ascertain whether vidat it
does actually constitute a threat. Merely provgdfactual information about a patent or
patent application, such as the application numbemwt a threat.

*NB — S70 also applies in respect of threats madecerning applications — (client’s
application has not yet granted) however, in suctase, the threat is less likely to be



justified. If action were to be taken by the lalg& supplier, it is possible that the Court
would staythe proceedings pending grant of the Patent.

*S70 states that any party who_is aggriebgdthe threats may take action — hence the large
US supplier can take action on behalf of the sappii they can claim that they have suffered
as a result of the threats (perhaps by Tiny orddeas corkscrews from them).

Are the Threats Justified?

. Patent not yet granted — see above. If never gglathe threats are of course not
justified.
. Also whendid you send the letter to Tiny — was this befogedceived the results of

the search report? If not, you should have beesreat that time of “making the
threat”, ie sending the letter, that the claimsldqotentially be invalid.

The Y citations in the search report are indicatitet some of the claims at least lack
inventive stepover the cited documents (see below for furthemments on invalidity).
Thus, if the Patent application is invalid, and ymew this at the time of sending the letter,
the threats may well be incapable of being justifie

Alleged Acts of Infringement

Whether an action can be brought by the US supgépends on what was said in the letter.
Threats in respect of manufacture, for instance, reot actionable. However, threats in
respect of sellingire actionable and since Tiny is a retail ouitas likely that if a threat was
made, it was in respect of selling.

Remedies available for US Supplier

If the US supplier is successful in a threats acbefore the UK Court, they may be able to
obtain an injunction to prevent further threatsleglaration that threats have been made, and
that they are non-justified, or damages, ie comgi@ms for any losses they have suffered as a
result of the threats having been made.

(i) The Alleged Infringement and Validity

An invalid claim cannot be infringed. | need t@igv the citations in the search report, with
your help, and decide whether the claims are inadd®tbus over the Y citations. Validity

can be put at issue in S70 Threats proceedingshamndfore it would be wise to consider
these issues now, and amend the claims if necesypelow).

Also, an infringement action cannot be taken uhil Patent is granted — although damages
can be back-dated to publication in certain cases below).

CKS say their product does not fall within the woglof the claims — check thisObtain
their product — | should form my own opinion. idtpossible that the product will still fall
within the scope of the claims undiirin-Amgen” decision, as the skilled person would
know that the Patentee was using the languagesafléiim to cover such products.

Action Which Could be Taken to Improve Situatiorii)i

| recommend that both you, and I, review the 7ticites and form an opinion as to whether
the claims are obvious over these documents. ely tire, the claims should be amended,
using basis from the description (or abstract)ertisure that they are non-obvious over the
documents. The claims can be amended under Sd8ydime after issuance of the search



report and before the®lexam report. Recommend that the claims be ameadep, if
necessary, as then they will be published (pultinas due 18 months from filing, ie around
1 June 2009). Check that PF7 has been filed ¢éssary by 16 months from the filing date,
ie by 1 April 2009).

If valid claims are published, then you will be eltdd claim damages back to publication in
any future infringement action (S69). Advise dllsat accelerated publication be requested.
File PF10 and pay the examination fee as soon a&silpe, and request accelerated
examination (by virtue of infringement) to obtairgeanted Patent as soon as possible. Can
use a granted, valid Patent to your advantageyimeagotiations with CKS.

Since you have no money at the moment, | wouldsadthat you try and avoid threats action
at all costs. Perhaps try and negotiate with Céffering them a licence to the invention.
Also point out that the threat may not be actioealflit provided only factual information
about the application. Furthermore, the producy exztually infringe the claimsf they do
not require amendment, or if they are amended theerY citations. This would mean that
the client could counterclaim in a threats actioniffringement. However, if client is keen
to avoid the court, clearly don’'t want to haveetyron this.

You want to launch world-wide — | would thereforgggest that you file a PCT application,
claiming priority from your British application e 12 month Paris Convention deadline, ie
by 1 December 20089. Can then also use this im¢igetiations with CKS. Should ensure
that the claims are amended, if necessary, sotliegt are non-obvious over the cited Y
documents (and still cover the product).

I recommend that we do a further prior art seapefiopre amending the claims, to ensure that
they are valid.

Question 9

Firstly, check that the client’'s Patent is stillfarce by checking the UK Register. Make sure
that the renewal fee due in respect of the/@ar has been paid (due 30 June 2008).* If not,
still in S25(4) grace period — tell client and makee it's paid.

*Assuming Patent granted 3 months before thenneif will have 3 months from grant to
pay it.

The claims in the application are use-claimBhese are equivalent to method claims — ie
claim 1 could be re-written as “A method of treatmnef woodworm using the defined group
of compards.” This affects who infringes the claim

Novelty of Claims

Need to consider the relevance of the competitmtvities, and the PCT application.

Competitor’s Activities

If the competitor started using a product whichsfalithin the scope of the claims of GB123
in October 2005 at the earliest, this is after filieg date of GB123 and will therefore not
count as prior art.

However, did competitor publish anything relatinghis product before 30 June 2004? Need
to check.



The commercial trials between October 2005 and Wpax 2005, if non-confidential, are
also too late to be prior art.

The PCT Application

PCT applications only form state of the art in tie if they are published and enter the UK
national phase, or EP regional phase, and desighataJK. This PCT application has
published (would have occurred around 18 months fpoiority, ie around September 2005.
Would have been due to enter the national phasleeirdK or European regional phase 31
months from priority, ie around October 2006. Rart processing can be requested for
entering the EP regional phase late (due withinahtirs of notification of loss of rights).
Reinstatement (S20A) can be requested for ent@Bgational phase late — latest date for
doing this is 12 months from lapse — ie deadlinalddave expired around October 2007.

— it is too late now to enter the national phaseky or European regional phase.

However, what about the priority application, oryagguivalents of the PCT application
which were filed elsewhere? Do a register chegktli@se. For instance, check the UK
Register, if the priority application was a UK #pation, to see if it is still alive.

If this application does indeed have a filing dateMarch 2004, which is before GB123's
filing date, it could pose a problem, if it was psbed. It could then be S2(3) prior art
against GB123 (relevant for novelty purposes ordgsuming that early publication was not
requested, and it was published after 30 June 2004.

Possible Infringement by Competitor

Since claims of GB123 are essentially method claiomnpetitor will infringe if he is
carrying out the methods — ie treating woodworrbricks, to render them water-repellent. If
he is not actually carrying out the method, butpdynproviding the product for consumers to
carry out the method, then the end customers arelitkct infringers (but are exempt from
infringement liability by virtue of S60(5) — ie apeivate, non-commercial users.

Competitor would be a contributory infringer un@®80(2) — ie would infringe by supplying
means (in the UK) which are an essential elemetttieinvention, for putting invention into
effect in the UK, when he knows, or it would be s to a reasonable person under the
circumstances, that such means are intended timyarttion into effect in the UK. It seems
that these requirements are satisfied.

Does Competitor have any defences to Infringement?

The competitor, “after a short development pericgtgrted using the product in October
2005. When did this development period start — wvasfore the Patent’s application date of
30 June 20047 If it was, it is possible that tbmgetitor may be able to rely on prior user
rights under S64, if he started using the prodincthe UK) before the patent’s filing date (=
priority date, as no priority is claimed), or mas#ious and effective preparations, in the UK,
to do so. The product must be that which falldimithe scope of the claims and cannot be
modified — hence if product was modified during tehort development period”, prior user
rights may not apply.

If S64 does apply, competitor can carry on usirggwmwodworm treatingervice (not water-
repellency service — not the subject of the pre@)uwithout needing to obtain a licence from
client. This right cannot be licensed to others.




An infringement action can only be brought onceatePRt is granted. However, under S69,
damages can be back-dated to publication of thécagipn, if the act infringes the claims

both as granted, and as published, the patentcafiph was framed in good faith with

reasonable skill and knowledge, and it was readenad expect, from the claims as

published, that a Patent would be granted covehagnfringement.

GB123 was due to publish around 18 months fronifilitey date, ie — 30 December 2005.
But claims as published were not novel. How breade the claims as published — would it
have been reasonable to expect the claim to bdegfanWas the application drafted with
reasonable skill (assume so!)?

When were the claims amended to ensure that they arel roduring prosecution, so no
appreciable delay.

As a result of this analysis, it is possible thaimages maipe obtainable back to publication
of the application (30 December 2005), if the cotiipestarted infringing then.

Competitor’'s Potentially Infringing Acts

. Use from October 2005

Damages may be claimable for this, from when appbbn was published chethis
date — but assume end of December 2005, unlegspedniication was requested).

Commercial Trials

Since these occurred in October 2005 — Nov 20035ofbepublication — unless early
publication was requested), no damages will beiditde for these acts.

Commercial trials are unlikely to be exempt undéf(S) — they are naprivate and non-
commercial. Client did not pursue the water-rap#luse, so do not need to consider further.

Summary of Above

Competitor infringes, currently, claim 1 only (dtly, if he carries out the method; as a
contributory infringer if he simply supplies theoguct). Damages may be obtainable back to
publication.

Action which can be Taken

Check for the priority application of the PCT applion, and equivalents. If none/or lapsed,
proceed to start infringement proceedings agaivestompetitor under S61. | would suggest
using the High Court rather than the UK IPO, as yawe lots of money, and the court
provides more remedies than the UK IPO (only all@gslaration or damages).

If infringement is found to be occurring, the HiGlourt can offer the following remedies:

. Injunction

. Damages/Account of Profits

. Delivery up/destruction

. Declaration that Patent is valid and infringed



Negotiating with the competitor rather than goingtihe Court seems unlikely to get you
anywhere — as he has no intention of withdrawingifthe market.

To remove the competitor from the market immediajelu could apply to the court for an
interim injunction This requires you to prove that there is a serigsue to be tried (yes —
you have a granted Patent); and that damages otilben an adequate remedy for you at full
trial. Where the balance of convenience lies i@l considered: all things being equal, the
status quo will be preserved.

| think, in this case, an interim injunction is ikely. You do not say how long Patent has
been granted for, but the courts do not like urdielay — it seems that you have known about
your competitor’'s activities for some time. Alsdient has been using his product since
October 2005 — court is likely to maintain thisuattion.

However, there is no harm in applying for an intemjunction anyway.

Note — damages in infringement proceedings are mwotitive. You will simply be
compensated for your loss.

NB there is a danger that in infringement procegslinhe competitor will counterclaim for
revocation. Claims 1 and 2 are arguably basediféereht inventive concepts — however,
this is not a ground for revocation (S26).

kkkkkkk k%
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2008 PAPER P2
SAMPLE SCRIPT B

This script has been supplied by the JEB as an pbeanf an answer which achieved a pass
in the relevant paper. It is not to be taken asredel answer"”, nor is there any indication of
the mark awarded to the answer. The script is angcaipt of the handwritten answer
provided by the candidate, with no alterations, estthan in the formatting, such as the
emboldening of headings and italicism of case egfees, to improve readability.

Question 1
UK filed +12m today sort out limit
file 2" + clsaim pri.
Int. puld'.
<2m
10.10.07 10.10.08 3.11.08

Claims, abstract, request for search + searchHE8A; £100) and appn fee (PFI, PF9A, AFI,
£30) were due by 10.10.07 + 12 m = 10.10.08. Thss lteen missed. Can obtain 2-m as of
right extension (PF52 + £135) until 10.10.08 + 2mi.3:12.08. this would allow appn to
proceed. However, risk that claims would be unsugodadd matter (when amended: late-
filed claims can't add matter since not amendmeiNs) rights would be lost. Statement of
Inventorship (PF7) due by 10.10.07 + 16m = 10.02.09

It is now too late to file a cofhappn claiming priority from UK agpbecause this was due by
10.10.08. Unlikely that late declaration would klesgible (up to 10.10.08 + 2m = 10.12.08)
because client did not intend to file UK conventapp' on 10.10.08.

Could file a new UK appwhich couldn’t claim priority from the earlier Uppn, but would
be invalidated by the recently launched produittifas an enabling disclosure.

Advice

Obtain 2-m a.o.r. extension as above, pay all ¢les fibove + claims and abstract. File st. of
inventorship if required. Ensure that claims arppsuted by description. Consider filing
divisional appn to the speciality product if quigiant required. If so, paying all fees at filing
could result in a patent w/in 10-12m.

Question 2
RCD

RCD lasts for 25y from filing subject to 5-y rendsialt would cover his European
marketplace. Monopoly right and therefore don’tchee show copying. Must be novel = not
identical to any design available before filingeaat must differ from such designs in more
than immaterial aspects. Also must have indivicirabter - different overall impression on
intended user taking into act the designer’'s defligedom (quite likely since handmade +
“unique” designs) ‘prods that would not reasondidye become known in the normal course
of business in the EEA to those in the sector aoezkare not taken into account. Brackets +
finials are “unique”; but how different are theyorfin known designs? Should apply for
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registration of the brackets, finials and pole jmd (having unusual finishes) in separate
designs. Prod. not yet on market + therefore do@gpear to have been any prior disclosure.
Thus file asap, but certainly w/in 6m of any distice. Brackets mighie excluded as being
‘must match’, but need to review in more detailagitets maye component part of complex
prod (curtain rail). If so, would neetd be visible during normal use of the curtainsit®
unlikely.

UKRCD
Would seem insufficient to cover client’s Europeaarketplace.
UCDR

Only lasts for 3y from first marketing in EEA. Alsonly protects against copying. If client
worried about copying, might be sufficient. Is frdmut if client deals in premium goods,
likely to be able to afford registration.

UKUDR

Not monopoly right + therefore only protects agaowpying. Only UK + not cover European
market. Lasts shorter of end of 15y from year inclwidesigns first made/recorded or end of
10y of first marketing. Licences of right availaliefinal 5y. Original since not copied from
other designs (“unique” + “unusual™). Appear torizg commonplace since unique + unusual.
Surface decoration is excluded from protection erefore UDR would be of limited use for
the decorative finials + unusually finished poles.

Brackets could be excluded by “must match”.  Uglient; therefore qualifying
person/individual + therefore could vest in him.

©

Likely to have © in the design drawings (“uniquesig@s” suggests originates w. client). Can
protect surface decoration. Duration = life of mtie 70y. Only protects against copying.

Patent

Consider EP patent to manufacture if new + inventW. v. unlikely since hand made, but
perhaps special tool or process. Has not beerodisdlyet.

Advice

File RCD appn to each othe brackets anfinials and_polegallowable in samappn if same
Locarno class — check — saves money: if not, fdpagately). This will give up to 25y
monopoly (therefore don’t need to reby copying) protection in Europe (~27 countries).
Have to pay but since in high-end goods, shdaddable to afford/justify. Brackets mée
excluded.
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Question 3

Pubn ill + burden a.o.r. + disc.
---------------------------------- > >
11.02.08 07.08 11.08.08 11.10.08 3.11.08

Appt myself as agent (PF51; no fee).

Examination (PF10 + £70) was due w/in 6m publicatbdappn = 11.02.08 + 6m_= 11.08.08
This has now passed. A 2-m retrospective extengamallowed as of right (PF52 + £150) to
11.08.08 + 2m = 11.10.08his has also passed. Mwscretionary extension (PF52 + £150 +
evidence) since this was only to 2m (also to 108 which has passed.

Apply for reinstatement (PF14 + £150). Must applinvearlier 1y of termination of appn +
2m removal of case of non-comp (i.e. UK-IPO’s Iegtelate of receipt by J.D.) — 2m from
receipt of letter in this case. Provide evidencewdfy failure to pay w/in 6m was
unintentioned. Explain illness + work pressure. &eaase (in CIPA Journal) in very similar
circumstances wasinstated @ hearing, therefore good prospectaerer, what effect did
illness in_Julyhave on subsequent workload — 11.08.08? Potendiakmess.

3" party rights will be available to those who, irogdaith + in the UK, did or made effective
+ serious preps to do an act that would infringeemiaif granted (must have done so between
11.10.08+ date of publication of appn for reinstatemefit)ey can do/continue to do those
acts, but can't licence. Will be available sincemnas published. Apply for reinstatement
asap to minimise &' party rights.

Advice
Can’t req. exam normally or with extension! Filepapfor reinstatement asap to minimise

third party rights. | believe that good prospecfssoccess since illness etc. usually
unintentional. Slight query over period in whichsimess partner ill.

Question 4

f.d. 5" yr. ren. Today exp. Grant
--------- >3m ---------->

20.04.04 20.04.08 3.11.08 16.11.08

5" yr. ren. fee.

Due @ f/d + 4y = 20.04.04 + 4y = 20.04.0bwever, ren fees not payable until patent has
granted. If patent grants on 16.11.08, have uh& 8 month from grant to pay any
o/standing ren. fees. Therefore this fee can be yatil 16.11.08 + 3m- e.o.m. = 16.02.09

— e.o.m = 28or 29 if a leap year) Feb 0€ost is somewhere between £50 - £400, prob @
lower end. Actuallycan’t quite remember whether thi8 yi fee is due @ grant is 20.04.08 >
3m before 16.11.08. would be cautious — adviselya¥6.11.08, but | have a feeling that it
can be paid by end Feb. 09.
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6" yr. ren. fee

Due @ f/d + 5y = 20.04.04 + 5y = 20.04.09, whichmiere than 3m after grant, therefore
payable by 20.04.09 e.o.m. = 30 April 09Also at lower end of £50 - £400.

Grace period

These fees can be paid (PF12) w/in end of 6m frbova due dates w/o loss of rights.
Additional fee of £0 for first month of grace + £&F each additional month, up to £120 for
full 6m. This extra 6m canndite extended.

Advice

Therefore pay Byr by (=10.11.08 + 6m — e.o.m.) 31.5.6%dditional fees (if due @ time of
grant) or (28.02.09 + 6m — e.o.m.) = 31.Aug.iD8ue w/in 3m. Pay Byr + additional fees
up to (30.04.09 + 6m — e.0.m.)_= 31 October D8is should cover the next 6m, i.e. to May
09.

Question 5
Ownership

Was client employed by A in UK@ time invention was made? Seems so, but check
employed in UK. If was employed, seems very uniikéliat, during the course of his normal
or specifically assigned duties, an invention wobé&l expected to result because he was a
junior accounts clerk. Also, v. unlikely to have enva special obligation to further A’s
undertaking since merely a junior member of stafferefore system appears to belong to
client as first owner.

Assignment

If belonged to client, was it assigned? Client dagsr@member paperwork, but could have
been an equitable assignment. In any case, newearded (ask him to explain, because any
valuable (unclear) would be sufficient). Given no reward + redundgneyems that nod
valid assignment. May be invalid/void by misrepréagon/duress?

Compensation

If A was first owner, unlikely, then would needgbow that the patent or invention had been
of o/standing benefit to A taking into ac't theesiz nature of their undertaking. Since small
co., likely that £15m is of o/standing benefit, kuhigh hurdle.

If client was first owner + subsequently did assiglidly, need to assess whether the amount
received by client was inadequate having regartdetoefit by A of patent/inv. Again, if
relatively small amount, £15m seems to be quitgeldor small co.

If either of the above apply, client can apply (PE30) once the patent has granted (not
happened yet) + w/in 1 year of lapse. If just thatbe rewarded, will be given a fair share of
the benefit claimed by A.

If client first owner + client didn'walidly assign, can start s.8 procs (PF2; £508pect of
the UK pri appn + s.12 procs (PF2; £50) in respédhe PCT. If successful, can have the
appns transferred into his name. PCT will onlyta@dferred for UK. Could argue that A has
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been holding the £15m licence fees for clienfualear)+ therefore client should be able to
reclaim. A + licensee would need to reapply foetice w/in 2m of transfer order to be able to
continue to make invention.

Caveat (PF49; £25) to monitor grant of UK pri appvatch PJ + PCT appn to monitor
progress.

Advice

If possible, try to approach A w. info above w. iaw to sorting things out amicably + @
no/low cost. Ent. ... can be gxpensive, esp. if you have just been made rediintdacan’t
resolve, | believe that v. good chance that goaientitled to the appn + the licence fees, are
entitled to the appn + the licence feegidti didn’t actually assign the appns.

Question 6

GB1 GB2
< O] >
10.07 10.08
Priority valid

If GB2 is entitled to GB1's priority date, then,HP1 has an earlier priffiling date than Oct 07
(need to find exact date), potentially s.42(3) pgainst both GB1 and GB2. EP1 would need
to be published w. UK designation, although subsatgtdiate of EP(UK) doesn’t affect its
s.2(3) status. If EP1 has later pri/f.d. than O6t@®B1 + GB2 would potentially be national
prior rights against EP1 in respect of UK only @B2 publishes). Therefore depends on
pri/f.d. of EP1 + whether it designates UK @ pudticn.

Priority not valid

If GB2 doesn’tvalidly claim pri from GB1, then, if EPI has earlipri/f.d. than GB1, citeable
under s.2(3) against both GB1 + GB2 if it publisinesUK designation. If EP1 has pri/f.d.
between Oct 07 + Oct 08, then GB1 is s.2(3) agdtt, but EPI is s.2(3) against GB2. If
EP1 has pri/f.d._afteOct 08, then both GB1 + GB2 citeable under s.2@inst EP1 in
respect of UK only.

Advice

Need to review whether GB2 entitled to GB1 pri. GBGB2 need to publish to have s.2(3)
p.a. against EP1 in UK (only). EP1 needs to publisbkJK designation to be s.2(3) in respect
of UK only. Monitor publication in EPOJ + determifie/pri date when published (+ also
check that covers Ray’s drill bits). Thereaishance that GB1/GB2 is invalid.

May wish to oppose EP1 w/in 9m of grant or applyriational revocation ifiwhen EP(UK)
grants. May wish to expedite prosecution (reqg.ygaublication of GB2) + send copy of GB1
+ GB2 to competitor if likely that they might infige.

Although you have no immediate plans to extend iatber markets, there iErench
competition. | would strongly suggest filing EP/IFRIT appn asap + before GB1 + EP1
publishes, i.e. file nowCan claim pri from GB2, but won'’t be entitledaay pri common to
GB1 + GB2. this would potentially cover FR’s adiies. Of course, EP1 could be a European
right for purposes of novelty, but can’t know urigiP1 grants.
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Question 7

GB appln. S.R. but invalid? Today

1.12.07 ~ 10.08 3.11.08

client = not much money
search =2 x Y + not reviewed
US supp agyy— Tiny UK retail Threatened — import? Seems so.
who's infg? CKSj.t.f.
Tiny — imp. Etc.

validity — p.a. search etc.
imp. exp prod.

foreigns with 12m

licence in exchange for not start pross.

Threats
Need a copy of letter to review exactly what wad.gaheck for libel too.

A threat appears to have been made to Tiny. Howsimre CKS is clearly aggrieved by the
threat, they also have a course of action.

The threat was made to a retail outlet in UK whpesp to be importing the corkscrews into
the UK (new line introduced into the UK last montlf) Tiny are importing for disposal
(certainly seems to be the case), then that's ctairable by CKS/Tiny. If Tiny not importer,
then could be actionable.

If the appn infringed? Difficult to know w/o seeirappn + therefore need to review. If
infringes, then threats may be justified (see bglafvnot infringing, then not justified.
Should obtain a sample of the allegedly infringoagkscrew + check. linfringes, then need
to check whether appn is valid or, if invalid inrelevant respect, whether client knew or
ought to have known at time of making threats thaalid. Uk search report has issued w.
two Y citations (obviousness) which was forwardedclient 6 weeks ago. If threats made
after S.R. sent to client, then looks unfavourdblafringed claims are invalid. Therefore
review citations in detail.

If threat is actionable (by CKS/Tiny) and unjustifeake.g. if not infringed or if infringed +
invalid in relevant respect + ought to have knowwaiid) then CKS could seek injunction
against further threats, damages in respect ot$oés.g. was the corkscrew prod. line not
launched/delayed as a result of the threats) eckardhtion that the threats were unjustifiable.

On the facts, there is a fair chance that clieailé (situation rather similar to thatu Pont
v Smurfitwhere threats were unjustifiable)

2.1+v
2.a. Validity

Carry out p.a. search in respect of any p.a. beffddec 07 (priority date). Check for appns in
CKS’s name + ask client if he knows of anything.
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Need to review citations to see how relevant they H they render claims obvious (cited
against_eacltlaim), should review appn to check whether arheofpossible amendments.
UK-IPO sometimes get it wrong, so don’t be too pfftyet. Client apparently has novel
corkscrew+ new mechanism, but search only seems to be irecesd corkscrew itself.
Review patentability of mechanism itself + considarending to cover this (supplementary
search (PF9A; £100) would almost certainly be nesglii

2.b. Infringement

CKS - based in US — are they offering (in the UK) tgpdse (to Tiny) in the UK? How did
Tiny find out about CKS? Depending on when the tid the corkscrew changed from CKS
to Tiny, CKS (or Tiny — below) may be importing antJK. These acts would constitute
primary infringement (if w/in the scope of valichahs).

Tiny — based in UK — disposing + offering to dispos&ng (if giving demos, possibly) and
keeping (for stock) would appear to be primaryingements; again if w/in scope of valid
claim. May be importer (as above), depending onrevtile to c’'screws changes hands.

Since CKS out of jurisdiction + potentially not mary infringer, consider joining CKS as
joint tortfeasor since appears to be acting in commesign w. Tiny. Could use discovery to
obtain docs from CKS that may be relevant to imbcp (e.g. did CKS/Tiny knowhat they
were infringing?). Also, CKS likely to have sigiadint financial resources since large
company.

Damages to client (iffwhen patent granted) may ibétdd since, currently, only partially
valid. Should amend asap to valid protection. Aisgranted, may be considered not to have
been granted in good faith if client takes no acti. the citations — also may limit damages.

CKS + Tiny know of appn (copy has been sent to jhemno need to put them on notice to
remove defence of innocent infringement. They filey3™ party obs. after publication based
on their obviousness arguments.

Do CKS/Tiny have prior user rights by, before 1 D¥t + in the UK doing or making
effective + serious preps to do an act that wonlidrige? CKS unlikely to have been doing so
in UK. If so (doing acts) can do/continue to @mclear) eventual grant of this patent. We
know that the prod. launched in UK last mo(ite. Nov 08) + therefore v.v. unlikely that any
prior rights since not launched before 1 Dec 07.

We don't know whether the “novel mechanism” is p&ble/covered in UK appn and
whether this is infringed (i.e. whether the CKScegw has the mechanism). This could be v.
important.

As above, UK past appn can't be enforced unlesstigranted, but any sales of the c’screw
by Tiny after publication might be covered by s.B9nfringe the published claims +
reasonable to expect that the granted claims weaslalt from the published claims.

3. Actions

Stop making threats, since client won't/can’t afféo go to court over this.

File ConV. appn at least covering US to the c/screw befobed 08 (pretty soon). Review
validity of UK app' since questionable. Consider expediting prosecutioGB app (req.
early publication + accelerated examination (PFBJFQ)) giving reasons of likely

infringement by Tiny. Can then consider bringind pmocs if required. Other adv. of early
publication is that it starts provisional proteaticovered by s. 69 sooner.
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You may have UDR in the “new corkscrew” or its “@bwnechanism”. Since seems unlikely
that CKS/Tiny is copyingmay not be of use, but check how they came upew design.

Can’t request UK-IPO I+V opinion since patent net granted.
Overall, would suggest that you meet w. CKS/Tingsk them to drop the cause for threats in

exchange for granting them a licence under the pPphé&any convn appn, which must cover
US. You_shouldile this convn appn to cover your possible w/widarket + cover US.

Client = entrepreneur + therefore unlikely to wémtmanufacture in US. Could offer CKS
exclusive licence at reasonable royalty (~5-7%Yaspect of US + wouldn't hamper his
commercial activity. If CKS willing to co-operateguld offer to sell c/screw to Tiny, but no
indication that client has any manufacturing calitis.

Although filing international appn fairly expensife £1-2K exc. attorney fees) + fees could
be due around Jan 09, might be worthwhile investroercould ask CKS to pay for this in
part of US licensing deal. Just ensure that atiiided by you (have explicit terms).

Question 9

PCT GB123 GB123 GB123 comp

f pub grant

2.03.04 30.06.04 Oct05 Nov05 -~ endof05 ?
gen v RN \/ X R
wiworm R X? \/ R
bricks v \? X? v X?
1. Initial

GB123 has been granted + can be enforced by clidrdck GB123 in force + ren. fees paid.
Same would be due around 30 June 08 (f/d + 4yjotfpaid, pay them now, since still w/in
our grace (up to 31 Dec 08) to make sure pateiatrae.

2. Validity + Inf
2.a. General clm

CIim to group of compounds anticipated because soongpounds w/in the general group
were known. Species anticipates genus + therefosectaim seems to be invalid. Was
published appn, but not in granted patent. Sine@lish can't be infringed, even though
comp._isproviding the w/worm treatment w. compounds wiis igeneral category.

2.b. Woodworm claim

Were the known compounds (that anticipated gemnglkenown for use in treating w/worm?
If so also likely to anticipate if enabling. If nahen need to look for other disclosures. PCT
appn has earlier pri date than GB123 + was puldishe didn’tenter national/regional phase
+ therefore can't be s. 2(3) p.a. against GB128 lgte for regional phase entry which would
have been due around Sept/Oct 06). Check whethkirited pri from something that may be
citeable p.a. (“earliespri date gives possibility of this). [iri appn published under Act, then
could be s.2(3) p.a. against GB123 + anticipatezlaims since to the sam&@m. | will
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proceed on the basis that no pri docs, but thist ineschecked + could have vegyave
consequences.

No other evident prior disclosures. Comp. stadeihg w/worm prod in Oct 05, but this is
way after pri date of 30 June 04. Neverthelessylshcheck that our investigations correct +
no use before 30 June 04. Would be advisable tyg oat further p.a. search + ask client if he
knows of anything.

Comp. started w/worm trials of “w/worm compoundsband Oct 05 + is still using prod.
W/worm compound doeisfringe general claim @ publication + also apgdarinfringe the
granted claim to the w/worm compound. Obtain copgamp’s w/worm prod + check w/in
scope of granted claim. If so, client may be abledcure damages back to pubn (around end
of Dec 05). This will be possible if the comp. abulave reasonably expected the granted
claim (to the use of w/worm compound) to have tesuin the granted claim set on the basis
of the published appn (to the general compoundghwtovers it's use).

Need to review published appn for this. Were therg,, statements of invn to the granted
claims. If provisional protection not possible,ecli can only secure damages from grant.
Comp is (in the UK) using + offering for use in ti& the woodworm compounds. Can't see
any suitable defence. Competitor's customers maintmging (perhaps using or inducing
the use of the woodworm compounds), but would ltgefence of private and non-comm user
(if infringement).

2.c. Bricks

Same investigations as above (2.b.) required foreltyp (PCT + known compounds).
Competitor did trials between Oct 05 + Nov 05. Danvalidate GB123 since after f/d of
GB123. Maybe covered by s.69, but depends on when GB123spebl (likely end of Dec
05 - i.e_aftetrials), but may have had early publication etcheck.

Since published claim (general) + granted clainbtick compound, might be able to get
damages in respect of that Oct 05 — Nove 05 peRodsible defence of research, which does
provide defence even if commercially based (notesam private + non-comm. in that
respect). Likewise, no prior user rights sincdgrieot started before 30 June 04.

3. Dealing w. competitor

Don’t make any threats (as you took care to domv.pletter). There is a good chance that
your two claims are_valid subject to further p.a. search, checking for P@i
appn/equivalents, + checking which were the knoammounds (i.e. were they w/in scope of
either granted claim).

PCT not raised in prosecution since ad.2(3) piece of prior art. Don’t need to worboat
it, but doneed to check for pri appn, as above.

| would arrange urgent meeting w. competitor exptaj the above, particularly the PCT

appn issue. Also explain that they started maklireginvn_afterthe pri date + therefore have

no rights to continue to do so. Their trials magrewbe infringements, even though before
grant. It would be good to ask competitor to rempveds from the market, + come to a
reasonable agreement about the previous infringemdrhis would have the effect of

punishment , but would not involve the resourcests of courts. However, since comp. is
your arch rival, it's fairly unlikely that they wihgree.

Therefore if amicable negotiations fail, can staft procs in respect of their use since 05 of
w/worm + Oct 05 — Nov 05 trials ... (which has nstwpped). Although the remedies include
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damage (or act of profits) (possibly back to pudtlian) it is important to note that these are
notto punish comp, but to recover the actual losssidtered. You could also seek a dec that
patent valid + infringed, an injunction againstthfar inf. (which would mean that they
couldn’t release further products onto market).irdérest, delivery up + destruction would
have the effect of removing infringing prods frohetmarket. However, these procs take a
while + don’t have immediate effect.dfarting proceedings, also ask for intemmunction to
prevent comp. from selling infringing articles.hink it could also be used to get infringing
prods off the market. Breach of an injunction isteonpt of court + criminabffence. Would
need to showAmerican Cyanamicdhat:

There is a reasonable gn to be tried — a prima fease. It seems that the patent is valid +
infringed + | wouldn't see this being a problems(ala recent judgment (I thirk wasEli
Lilly v generic pharma cd on this to the effect that if there is an anskés case, should be
sufficient).

Balance of convenience — would damages be a wrificiemedy + does your rival have
means to pay such damages. Would comp. sufferairabpe loss if injun. granted. In this
case, | think damages may well be sufficient unkegs your reputation is being tarnished.
Since prod already on market, court cannot prewergotentially infringing prod being
launched. Also, since w/worm compound was being sgece Oct 05, comp. would probably
be able to fulfil o/standing orders (same receséta

Preserve the status quo — as above, | think dantaggg be sufficient + prod already on
market + therefore unlikely to be removed.

Cross undertakings- if an interim injunction is to be granted, you wobll/e to, basically, ,
pay money to the court in case your case subsdyuga@s against you + comp. has suffered
loss. Since you have no probs w. financial res@yrtés shouldn’t be an issue.

Interim injunction is an equitable remedy, whichame that proceedings must be brought in
good faith. How long has the delay been since @rdhta long time + you knew that
infringement since Oct 05, may be seen to be ayuiteble delay.

Consider getting UK-IPO opinion on validity + inPF17; £200) — non-binding + takes
around 3m + could be useful in negotiations if aoms that there ignfringement.

Note: since your patent is granted, comp. coulddawappn process against it.
4. Advice

Try to sort things amicably. If can’t, start infrges w. req for interim injunction.
Infringement seems likely, but it will be tricky et the products off the market unless +
until a final injunction ordering delivery up isvgin. PCT pri appn may affect outcome quite
dramatically.

Note

I have just realised that granted claims_to a$ew/worm + brick compound, whereas
published claims to the compounds per se. | haed to change my answer accordingly, but
may not have made all conversions. | think the nissne will be infringing costs (using +
offering to use) which competitor is still doingpdhs.69 (useof general compound (@
publication) would still constitute infringement guoted claims to_usef w/worm/brick
compounds also infringed by use + therefore doesaein to be a substantive change in my
answer). Interim injunction would be to prevent @rfrom providing his service, which he
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has been doing since Oct 05 + also unlikely totamtgd for same reasons as if it were to the
compounds themselves.

*k kkkk k%
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2008 PAPER P2
SAMPLE SCRIPT C

This script has been supplied by the JEB as an pbeanf an answer which achieved a pass
in the relevant paper. It is not to be taken asredel answer", nor is there any indication of
the mark awarded to the answer. The script is angcaipt of the handwritten answer
provided by the candidate, with no alterations, estthan in the formatting, such as the
emboldening of headings and italicism of case egfees, to improve readability.

Question 1
Filed : 10/10/07 with desc and drawings only

It is necessary to file claims, an abstract, ancequest for search (PF9A), and pay the
application fee and search fee by the deadline 2ofmbnths from the filing date, ie by

10/10/08 (12 months from 10/10/07), in order totsare with the present application. This

deadline has been missed. However, an extensi@nobnths is available as of right for

completing all of the above acts. The extensiostnine requested within 2 months of the
expiry of the deadline, by filing PF52 and payirtege tfee £135), and the acts must be
completed within that time, ie by 10/12/08.

Therefore complete all missed acts (as above) itbfm plus fee for requesting extension,
by 10/12/08.

All deadlines can be extended on a single form P& the deadlines, as extended, will all
expire on the same date, and all relate to the sqpkcation.

Claims should be included to protect the recergtlynthed products specifically, in addition
to broad claims covering the concept.

The claims must not add matter to the application.

An alternative is to file a new application, clangi priority from the first application.
However, the 12 month deadline for claiming pripréxpired on 10/10/08, and no new
application was filed.

A request for late declaration of priority, for aw application filed between 12 months and
14 months from the filing date of the first apptioa (ie by 10/12/08) is unlikely to be
accepted as the client is unlikely to be able twijole evidence that he intendexfile a new
UK application claiming priority from the first apgation. However, if there is such
evidence, consider filing a new application, claighpriority from the first application, before
10/12/08, and filing a request for late declarat{®3 plus fee (the higher fee)) before
10/12/08. This would allow further developments lie included in the application.
However, this is unlikely to be allowed, so do athow first application to lapse.

Regarding the filed application, it will be necagsto submit a declaration of inventorship
within 16 months of the filing date (PF7), ie by 12/09.

Formal drawings may also be required — if so, ali@@ of 15 months from priority date (in
this case the filing date) is usually set, ie 1301
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Question 2

Brackets }
} handmade, unique design he created
Finials }

Poles — unusual finish

Not yet on market> intended for EU
Business manufacturing and marketing
Prevent copying

An application for an EU registered design (ComrtyRiegistered Design — CRD) should be
filed, to cover each of the following:

- Brackets

- Finials

- Poles

- Finials and poles

- Finals and poles and brackets
- Poles and brackets

Multiple designs may be included in the same appbo to same costs. Alternatively, he
could file a UK registered design application (as\w), and file an EU application within 6
months, claiming priority from the UK application.

The term of a CRD or U/CRD is initially 5 yearsrndhe date of registration (effectively the
filing date), and is renewable for further periails5 years by paying renewal fees, up to a
maximum term of 25 years.

The advantage of registered rights is that theyigeoprima facie proof of ownership of the
rights, and confer monopoly protection. That ie, will be protected against identical or
similar designs even if created independently.

Registered designs protect features of the appear@the whole or part of articles (hence
advice to file multiple designs as above).

The brackets may be excluded if their appearandiiated solely by technical function (eg
holding up the rail). However, if they are alssmtimade to a unique design, it seems that
they also serve a decorative purpose and henceaselelydictated by tech. function.

Features of the brackets and finials which musesearily be reproduced in their exact form
and dimension in order that they may connect tditan or around the curtain poles, so that
the finials/brackets and/or poles may perform tHeirction, may also be excluded from
protection. However, this exclusion would not exid the decorative parts of the finials.

The curtain poles as a whole are a complex prodddie component parts will only be
protected to the extent that they are visible duriarmal use (ie when installed in a window).
Will the brackets be visible? If not, they mayebeluded.

The design registration will only be valid if theesigns are new and have individual
character. The latter requirement means that #sgds must produce a different overall
impression on an informed user, when compareddatterall impression produced by any
other prior design.
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Consider whether the unusual finish of the poleslpces a different overall impression. Bear
in mind that, in use, the poles will be viewed frandistance. Consider whether the brackets
have individual character — we are told they arahaade and unique, so it is likely.

The client will also own Community Unregistered igesRight (CUDR) in his designs, as of
the date of disclosure of his design (in the EWe Term of the CUDR is three years from the
date of first disclosure.

The right arises automatically on disclosure, iy @rotects against copying of the designs.
He would need to prove ownership and copying ireotd enforce the right.

Exclusions to CUDR are as for registered rights éfld UK) above.

The client is a UK client, so UK Unregistered DesRjght will subsist in the designs as the
client is a qualifying person, by virtue of beingK resident.

UKUDR arises automatically when the design is fiestorded or when an article is first made
to the design. The term lasts 15 years from tlieaérthe calendar year in which the design
was first recorded/made. However, the client idseto market the products — if he does so
within the first 5 years of the term (to end ofezadar year) then the term of protection will be
reduced to 10 years from the end of the calendaar yi@a which the curtain
poles/finials/brackets were first marketed. Licenoé right will apply during the last five
years of the term. Again, he will have to provenevship and copying in order to enforce
UKUDR. Surface decoration is excluded from UK UDH, finish on poles is probably not
protected. (Query whether it is a ‘3D’ finish). wgt-fit' exclusion is narrower for UK UDR
and will exclude aspects of the shape of the pmlaskets/finials which enabliem to be
connected together/fitted around.

He is best to obtain registered rights — broadetegtion as designs producing the same
overall impression will also be caught as infringem

He should apply for registration as soon as passioprevent registration by third parties.

Check whether he has disclosed the design — thiddwarevent third parties obtaining a
registration based on a filing date after clienssldsure.

He has 12 months from his first disclosure to apiply it is best to apply as soon as possible.

Carry out a prior act search for existing regigbrag which may prevent him obtaining
registered rights.

Carry out a freedom to operate search for desigmady infringe.

Question 3
UK app = paid all fees etc to publish
Published 11/02/08
Exam fee due 11/08/08
Partner ill July 08 — forgot to request exam.
Lapse not. TODAY 03/11/08

The request for examination, and payment of thenexation fee, are due 6 months after
publication of the application, ie 6 months from/@2/08, ie 11/08/08. This was not done.
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An extension of 2 months is available as of rigmder R108, but must be requested (by filing
a form and a fee) within 2 months of the misseaidtiee, ie by 11/10/08. This was also not
done.

Discretionary extensions of time are also availalider R108, but are limiteid extensions
for 2 months only and must be requested within 2tlm of expiry of the missed deadline (as
extended s the case may be).

No as-of-right extension was requested, so theeaidsadline was 11/08/08, and so a request
for discretionary extension should have been filgd. 1/10/08. It is no longer possible to do
Sso.

The client should therefore request reinstatemehiscapplication, by filing PF14 and paying
the fee (£150)

The deadline for requesting reinstatement is 2 h®ftom removal of the cause of non-
compliance. John received notification from the IB& today (03/11/08), so must file a
request for reinstatement before 03/01/09. (Wendttdn the final cut off of 12 months from
missed deadline — 11/10/09). Evidence must belieap satisfy the Comptroller that the
missed deadline was unintentional. With regarthécircumstances, this would appear to be
the case here. John’s partner fell ill in July '@&fore the missed deadline of 11/08/08, so
would count in John’s favour. The fact that Jolamdies his own patent prosecuting, rather
than using an agent, may also be in his favour.

If request for reinstatement is successful, the ptostier will specify a period of time for
filing the examination request (Form 10) and payheyfee.

Register yourself as John Doe’s representativéling PF51.

Since the application has published, garty rights will apply during the period between
lapse of the patent and publication of the regfesteinstatement. The date of lapse will be
stated on the letter from the UKIPO.

It is therefore important to apply for reinstatemeithout delay, to minimise the window for
3 party rights.

Anyone who has begun to do in good faith an acthhvould infringe the patent if it had
been granted, or who has in good faith made sedadseffective preparations to do such an
act, will have the right to continue doing (or rs@doing, as appropriate) that act. However,
such a person will not have the right to grantarice to anyone else to do that act. If the act
was done, or preparations made, in the coursebofsmess, that person may authorise the
doing of that act by his partners in the businasd, may assign the right with the business, or
the part of the business in the course of whichatitevas done or preparations made.

Question 4

UK app : filed 20/04/04
Expected grant 16/11/08

Cash flow probs - important to get grant
- fund raising (couple months or longer)
- defer payments

4" Anniversary of Filing = 20/04/08
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. There are no grant fees in the UK for UK pateriBerhaps the client is confused by
the EPO procedure in which grant and printing teesdue?)
. renewal fees will be due after grant.

If an application grants before th® dnniversary of the filing date, the first renewate is
the 4" anniversary.

In this case, the™anniversary of the filing date is 20/04/2008.

The expected date of grant is 16/11/08, which tsmthin the three month period leading up
to 20/04/08.

Therefore the first renewal date will be 20/04/2009

The first renewal fee will therefore be payableiniy the three month period ending at the
end of the calendar month in which the renewal tidle.

Therefore pay first renewal fee by 30/04/2069.can pay within the three months, Feb, Mar,
Apr.

There is also a grace period during which the reéee can be paid, with an additional fee.
The grace period ends at the end of the calendathmsix months after the renewal date, ie
31/10/20089.

If the renewal fee, and additional fee, are pai@bii0/2009, (but later than 30/04/2009 — ie
within the six month grace period), there will belass of rights.

However, if they subsequently sue for infringemeh& court or comptroller may use their
discretion to refuse to award damages or an acaafunitofits in respect of an infringement
which was carried out during the grace period artbie payment of the renewal and
additional fee.

If the renewal fee and additional fee is not paidhe end of grace period, restoration would
be required.

3 party rights would apply from the end of the grpeeiod to the date of publication of the
request for restoration.

Restoration would only be allowed if it could beoalm that non-payment of the fee was
unintentional.

The client would have to pay the renewal fee a1 s funds were available, in order to
prove this.

Deadline for requesting restoration is 13 montbafend of grace period, ie 30/11/210.

| would notadvise relying on restoration. The client shqudy within the grace period (or
earlier) if possible in a couple or months or seré should be plentf time.
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Question 5
Entitlement

What were the client's normal duties with the firm®ere any specific duties assigned to
him? Find out from client.

Also request a copy of his employment contractieck for any agreement relating to IP.

Given the facts in the question, the client’s ndrthities were related to accounting. There
would not normally be an expectation that an inientelating to water purification systems
would result during the course of those dutiesthat case, the invention would belong to the
employee.

However, it is a small company, so check whetherdbities were more wide-ranging. If the
invention was made in the course of special dutissigned to him and ithere was a
reasonable expectation that an invention mighilréom those duties, the invention would
belong to the employer. This seems unlikeljfhe invention may belong to the employee
regardless of the fact that the invention took @hatile he was working for the company.

Since the client was a junior clerk, he is unlikedyhave a ‘special obligation’ to further the
interests of his employers undertaking, in the s@iss39(1)(b). Therefore, it seems that the
invention belonged to the employee, as inventor.

It seems that the employee did not assign the tiwerio his employer, as he does, not
remember signing any paperwork. Even if he dids itikely that such an assignment is
invalid, for example if there was misrepresentatiorhim by the company, or if they were
acting in bad faith. If the invention belonged tbetclient, the company made a
misrepresentation in claiming that the inventiolohged to them.

Summary: Three possibilities:

a. - belonged to client, not assigned
— client entitled.

b. - belonged to client — assigned to company/eyepl
— company owns application, but check assignmentvabg.

C. - belonged to employer/company
— company is rightful owner.

If the employee is the rightful owner of the apgtion, he should start entitlement
proceedings under S8 (for the UK application) andeu S12 (for the PCT application).

If successful, the PCT application can be transteto him, is still in the international phase.
(The transfer would have to be applied separatetheé US, where the inventor is named as
applicant.)

He may have the applications transferred outrightitn with past royalties transferred to him
in equity.

Alternatively, the application may be transferredhim, with a licence back to the company.
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The court/comptroller may decide that part of thattar in the application was invented by
the company. In that case, the client may beledtip file a new application for matter
solely owned by him, this matter being removed ftbmlater application.

Before starting proceedings, negotiate with thegamy. He may be willing for the company
to continue exploiting the invention if reasonabtampensation is paid eg he may wish to
assign his rights to the company. Threat of prdicess may be persuasive.

Because the invention was made by the employeekilwas working for the company, he
is entitled to compensation, if it belongs to tleenpany. Compensation only available after
grant.

If it belonged to him, but was assigned to the canyp he will be entitled to compensation if
the benefit derived by him is inadequate comparedhe benefit derived by the company*.
In this case, the benefit (money or money’s woish15 million, so his own benefit (0) is
clearly inadequate.

* from the invention , or the patent or patent &atlon for the invention.

He can apply for compensation from grant up untlear from lapse or termination of the
patent. Benefit due to foreign apps can be induffCT — national phases eventually,
including US where deal has been done). Compemsatan be a single payment or
periodical payment, and the order for compensatan be varied at a later date if
appropriate.

The benefit may continue to increase towards tlieoéthe life of the patent.

Therefore apply on grant, for a share of the £16anj and apply again later if appropriate.
In deciding what a ‘fair share’ of the benefittise court or comptroller will take into account
the terms of any agreement or licence between tiemtcand his employer, and the
contribution of the employer to making, developiagd working the invention (including
provision of facilities, commercial and managesill etc).

Since the benefit to the company is quantifiatike, ¢lient stands a good chance of getting
compensation.

If, on the other hand, it is found that the employes the rightful owner of the invention,

then the employee will only be entitled to compéiosaif the benefit derived by the company
from the invention/patent app/patent is ‘of outsiag benefit’, having regard to the size and
nature and size of the company.

£15 million seems to be an outstanding benefitrgivat the company is 'small-sized’, so the
client again seems to be likely to obtain compeosat

New client

Junior acc clerk invented new system
Smallsized firm. A

Company claimed invention
He was named inventor on PCT filed by companyiphbt last month

Claims priority from UK app
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Does not remember assigning
Not rewarded — made redundant
A licensed to US - £15 million

Question 6

We do not know the filing date or priority datetbé French company’s EP application EP1.
It is not yet published.

Set up a watching search for publication of EP iappbns filed in the French company’s
name.

When it publishes, obtain a copy and review it, find out its priority date.

If EP1 has a priority date earlier than GB1's OetoBO007 filing date (ie earlier than the
October 2007 priority date of GB2), then it will lpeior art under S2(3) against GB2 and
(GB1), for novelty only, provided that EP1 publishe This is because EP applications
automatically designate all states on filing, sd ERll designate UK on filing, and will be
S2(3) prior act against GB2 if GB2 has a prioriggedlater than that of EP1. (Subject to EP1
publishing.)

In contrast, GB2 and GB1 (if published) will rm prior act against EP1, even if GB2 has the
earlier priority date, because in the EPO, natiaralier filings are not A51(3) prior art
against EP applications. However, if EP1 is grdntsnd GB2 has the earlier priority date,
GB2 may invalidate EP1(UK) under S2(3) (noveltyyonl

Once a copy of EP1 is obtained, review it to find i there is basis for a claim covering
Ray’s drill-bits. If not, he will not infringe ERWUK).

In any case, he will only infringe if EP1 is gramtdesignating the UK. Once published,
check designations of EP1. EP1 cannot be enfanodéitigrant, and damages can only be
backdated to date of publication.

Consider conducting a prior art search for pridrvanich may invalidate EP1. If relevant
prior art is found, third party observations cobklfiled at the EPO to bring such prior art to
the attention of the examiner. The risk of thighiat it puts the French company on notice
and they may amend their application before grant.

Alternatively, wait until grant of EP1 and file apposition at the EPO.

If both GB2 and EP1 grant, there is only a probiéfP1 designates UK, because Ray is
only interested in UK market.

It may be necessary to cross-licence to avoidrigéiment by either party.

French company may be open to assignment of righto/K, if their main market is
elsewhere.

Assuming EP grants designating UK:
Does Ray have prior user rights? We need to krmpriority date of EP1. If he started
selling (or made serious and effective preparattordo so) in good faith, before the priority

date of EP1, he will have the right to continuendoso. This right will not extend to doing
new acts falling within the scope of EP1, or gnagita licence under this right.
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If prior use was in public and was enabling, it mayalidate EP1 (and potentially GB1,
GB2), if it occurred before the priority date.

Question 7
(i)

Get a copy of the letter sent by client to Tiny aedew it. Does it contain a threat? Merely
providing factual information about a patent or laggtion, or making enquiries to find out
who made or imported a potentially infringing protlis notan actionable threat.

Sending a copy of the application to Tiny is pramisof factual information. Did the letter
go beyond this? If so, it may contain an actioedbteat.

Explain to client that a patent is not enforceabbiél granted. Threats made in respect of a
pending application are therefore generally comestras threats to bring infringement
proceedings after grant of the patent.

Although the threats (if made) were made to TingthbTiny and CKS may be persons
“aggrieved” by the threats. Tiny may be aggriebedause of lost sales, etc. CKS may be
aggrieved because it loses custom to Tiny if Tiagides not to sell CKS’s product as a result
of the threat.

We are told Tiny is a small retail outlet custoroeCKS.
Ask client if he knows whether Tiny imports theegiedly infringing corkscrews.

If the client made a threat to bring infringememgeedings in respect of importation of the
corkscrews, then the threat is not actionable uSdéx4)a.

Provided that Tiny_hasmported the allegedly infringing products, a #irego bring
infringement proceedings in respect of any othéreg selling) in respect of those goods is
also non-actionable, under S70(4)b.

However, if someone else imports the goods (eg 6K&ne of their subsidiaries), and Tiny
is only a retailer, the threat against Tiny fotinglthe goods will be actionable.

If CKS brings an action for groundless threatsirssgaour client, it will be a defence for our
client to prove that the threats are justified{hiat the alleged infringing acts fall within the
scope of the claims. CKS believe that they do Meéview the claims and infringement to
find out.

Check case law on this point — if action is brouggfore grant it will be difficult to justify the
threats because the form of the claims is not ggam. The threatened party has a right to
know the final form of the claims against whichrhast state his case.

Even if the threats are justified, the aggrievedypelaimant/CKS may still obtain relief if
they show that the patent/claims are not valid irelavant respect (ie with respect to the
infringement — those claims alleged to be infringe@€KS believes the claims are obvious
and therefore unpatentable.

We need to investigate this further, including esving the cited prior art. (See below)
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Even if the Claimant shows that the claims are lidyahe Claimant will not be entitled to
relief if the Defendant can show he was unaware lead no reasonable grounds for knowing
that his patent/claims were invalid.

In this case, the client has the search resultshas not yet analysed them. If the CKS’s
obvious attack is based on the cited prior amjaly be impossible for the client to show he
was unaware of the invalidity problems.

However, the situation may be different if CKS'daak is based on different prior art
unknown to the client.

(ii) e (iii)

The patent application is directed to a produates corkscrew with a novel mechanism.
Tiny’s sale of corkscrews, if they fall within tiseope of the claims (when granted) will be an
infringement under S60(i).

If Tiny imports the corkscrews, Tiny may also bérimging by importation under S60(i).
further infringement by offering for sale and byekéng, under S60(i).

The client’s patent application cannot be enfongetd it is granted.

However, once granted damages can be backdatéatdoof publication under S69. The

condition is that the infringing acts infringe batie claims as published and as granted.
However, damages for acts between publication aadtgnay be reduced or refused if the
Defendant shows that it would not have been redderta expect a patent to be granted
covering the infringing act, based on a considenadif the specification as published.

The fact that citations have been made againsiggpbcation would suggest that it would not
be reasonable to expect a patent to be granteddthe scope of the present claims.

It is therefore important to amend the claims tetanto account the cited prior act before the
application publishes. This will put the clientanbetter position for obtaining damages for
the period between publications and grant.

The claims should also be amended to cover thgeallenfringement if possible.
Can client provide a specimen of the infringingduat so that we can check whether it is
covered by the present claims, and so that we ek sure any future amendments cover the

alleged infringement.

Publication usually takes place 18 months aftardi(if no priority claimed).
Filed 1/12/07— publication around 1/06/09.

We already have the search report, so there slheuttbdelay in publication once 18 months
have elapsed.

Action

. Review prior act citations

. Review allegedly infringing product

. Amend claims to take account of prior art, if neeey
. Amend claims to cover infringement
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. Request early publication, so set the earliestiplesdate to which damages may be
backdated

. Request accelerated examination — it is necessgyovide a reason. Here, the fact
that there is potential infringement should sufficEhis will speed up grant, so that
the patent can be enforced as soon as possible.

. Once granted, start infringement proceedings agding for selling, offering to sell,
keeping and importing.

. Also sue CKS if they are the importer (US compankkely to be someone else
importing — find the importer).

. Join CKS as joint tortfeaser in infringement pratiags. They have more

resources than Tiny and are more likely to be abfgy damages and costs.

The fact that CKS are considering bringing threation on behalf of Tiny suggests they are
acting in common design.

Worldwide Launch

Patent was filed 1/12/07
Priority year ends 1/12/08

File national patents in countries of interestiroiag priority from UK patent.

Consider filing a PCT application if client is insted in a large number of countries.
Consider filing EP application (or designating BRPCT).

Question 8

MM has a granted EP patent with claims to theailicomponent. In force in UK.

RPL are producing and offering for sale salt preedsaccording to the method developed by
MM.

At present, MM have no patent protection for thie ggocessing method, so this_is rbtect
infringement under S60(1).

However, the processed salt is a means relatingnteessential element of the silicon
component invention. Therefore, supply or offestpply in the UK, of this processed salt,
with knowledge that it is suitable for putting aisdntended to put the invention into effect in
the UK is an infringement of the EP(UK) patent un860(2).

RPL know the salt is suitable for putting the intien into effect, and it seems they know it is
intended to do so. Evidence is that they are didirg it as a material suitable for use in
specialist silicon components for microchips. W ribt know of any other use of the
processed salt, as it was developed specially byfbthis purpose.

RPL will have a defence if they show that it igapte product. S60(3).

However, unprocessed salt is a staple productptbeessed salt is nat staple product, so
this defence does napply.

Even if the processed salt was a staple produete tbeems to be inducement by RPL to its

customers to infringe MM’s patent (ads state iisadility for microchip components), so the
defence would still not apply.
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Therefore sue RPL for infringement under S60(2)l passibly breach of contract (contract
to supply MM only).

Contact attorneys in other EPO states for suitatlion.
UKM are advertising Kryptonite (kr) for general asal
MM can also sue UKM for supplying /offering to siypgr in UK, under S60(2).

Kr is not a staple product because it is only miiedrery small quantities. It is a means
related to an essential element for putting thermton (silicon cpt) into effect,. UKM knew
it is suitable for putting invention into effect WK. However, is it intended for that purpose?

They say it is for export market only. Is advertUK or only in other countries? Even if
they are only actually supplying overseas, they gl be offering to supply in the UK.
MM'’'s competitors may be able to obtain it. Sitedoes not have other known uses, we
may assume that its supply is intended for puitiwvgntion into effect as it would be obvious
to a reasonable person in the circumstances.

Therefore sue for infringement under S60(2). Caradtorneys in other EPO member states
for equivalent provisions.

Improvement of MMs position

File a further divisional EP application (a divisa of a divisional) directed to the processes
of preparing the salt. We are told that this pssces fully described in the original
application and in the divisional, so such clainik mot add matter.

(Alternatively amend current divisional to includach claims. However, if there is a unity
issue, a further divisional is required. Unity:irentions — salt process, and silicon cpt
process).

Request early publication and accelerated proset(BACE — no reason necessary). Early
publication will set the earliest possible dateMuich damages may be backdated in the UK
(assuming EP(UK) granted patent) under S69.

Accelerated prosecution will give earliest possitdge for enforcing the patent.

Claims to a process protect the direct produchefgrocess.

A granted patent to the process of processing ahliendl therefore enable MM to sue RPL
for offering to sell (dispose of), selling, impaorj and keeping the processed salt. (RPL will
not be importing in the UK as they manufacture ehdut there are equivalent provision in
other EPO member states). S60(1)

MM will also be able to sue RPL for using the psee the UK, under S60(1).

In this case, MM will not need to prove, as in tB&0(2) case, that RPL knows that the
processed salt is suitable for and intended totpatsilicon cpt invention into effect.

Get the pending divisional published early, anduest accelerated protection also. (As
above).
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This will prevent MM’s UK competitors making diffent silicon chips using their special
process.

Whereas their granted patent is directed to a Bpeximponent, the process divisional may
give broader protection.

The process claim will confer protection on any poments made as a direct product of the
claimed process.

Check scope of claim and amend if necessary togyiffeciently broad protection.

Notes
UK Client - supplies Si component for chips
MM - turnover £2 billion
* Si component with special properties due to
2 materials
! !
SA mineral __salt
_rare l
l staple product
named Kr l
l requires processing
_nota staple product l
not staple

UKM - supplier of Kr (in EU)
MM - process for producing the salt raw material
- process outsourced to UK company RPL
RPL - does salt process supply to MM
OK MM has patent

* MM patent - _EP — claims silicon component only
- validated/ in force in all states
- unpub div— to proces®f preparing silicon cpt is pending
- Both include details of cpt, process, matergaid_process of
preparing salt

Get this in a div
(1) Notes

UKM Supplies Kr

UKM are advertising Kr for general sale.
- limited availability
- price/demand
- only known use is MMs silicon cpt
- doesn’t want anyone else using it
- say it is for export market
- MM has competitors in UK

S60(2)
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(2)

RPL - salt processor
- offering proc salt for gen sale
- suitable for use in microchips

- staple — NO.

* k k k x k ¥ * %
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