2009 PAPER P2

SAMPLE SCRIPT A

This script has been supplied by the JEB as an example of an answer which achieved a pass
in the relevant paper. It is not to be taken as a "model answer™, nor is there any indication of
the mark awarded to the answer. The script is a transcript of the handwritten answer
provided by the candidate, with no alterations, other than in the formatting, such as the
emboldening of headings and italicism of case references, to improve readability.

Question 1

Paris Convention deadline for filing a PCT appiimatclaiming priority from GB
application is 8 November 2008 plus 12 months £ Movember 2009.

Therefore file a PCT application claiming priorftpm GB application at UK IPO on
6™ November 2009.

The fees that must be paid are the transmittakfecfiling fee and the search fee.

These fees are due within one month of the filireg,by 6" December 2009

If the client has finances by'®ecember, fees should be paid then.

If client does not have funds by" @ecember 2009, then do not pay fees. A
communication will issue requesting payment of thes within a specified time
limit, together with a late payment fee. Clienbshl definitely have funds at this
point, since after mid-December.

Other points to consider — GB priority applicatidoes not need claims, PCT does.
Therefore check whether filed with claims and if tieen prepare and file PCT with
claims.

Never a good idea to withdraw and re-file a prjoapplication — in the present case
would be lethal to later applications due to pradacnch.

Check client is UK resident, if filing at UK IPO asceiving office — if not UK, then
consider where competent receiving office should lre any event, UK IPO will
forward to WIPO if not competent receiving office.

Question 2

Preliminary point — no technical advantage for he@lerefore has no patent
protection likely to be available.

Community Registered Design Right (CRDR)

Mixing head can be protected by CRDR, provided ihist novel and has individual
character (i.e. creates a different overall impoes®f the informed user) — in the
present case “distinctive in appearance” sugghatshis will be satisfied.



The missing head is part of a complex product the. mixing machine). It is
therefore only protectable to the extent that ivi@ble during normal use — in the
present one the head is visible when ingredientieédénd dough removed, but not
during mixing. However, adding ingredients and oging dough seem to be
“normal use”; therefore head should not be excluafethis basis.

The point of attachment of the head to the mixey iva excluded under the “must
fit” exclusion, since there will be a mechanicahnection. However, remainder of
head, and in particular the angle of the blade®igxcluded and can be protected.

The machine as a whole, including the new headdaso be included in the design
application.

Duration of CRDR equals 25 years from filing, suabjéo payment of five year
renewal fees.

Provides a monopoly right — in other words clierdncstop third parties
manufacturing, using machine heads and machindsdihanot create an overall
different impression on the informed user.

Protection over whole community.

UK Reqistered Design Right

Same protectable subject matter, duration and rmaynajght as CRDR. However,
restricted to protection in the UK only.

Unreqistered Rights

UK design rights and community unregistered desigjmts will exist and need to be assigned
(if necessaryto United Dough before filing registered designs.

Grace Period and Timeline for Filing

There have been two disclosures of the head anermifirstly in the US six months
ago and the second more recently in Germany.

The German disclosure will definitely be prior airpce in EU and at a convention.
Although US disclosure not in EU, likely to becokreown to relevant person in this
sector, since at a trade fair. Therefore, US dfsaie prior art too.

Therefore, need to make use of the 12 month graged
File an application for a UK design as soon as iptessind at the latest 12 months
after US trade fair. Then file a CRD applicatioithm six months claiming priority

from UK application.

OR file a CRD application as soon as possible, antieatatest within 12 months of
US trade fair.

Include machine head and machine designs in agiplica OK to have more than
one design in a Europe application.



Former option (UK RD follow by CRD within six morghwill give longest duration
and protection and defers costs for longest.

US Protection

US design right is available — 14 year duration sindlar 12 month grace period.

Consult US attorney about best filing strategwiaw of disclosure.

Question 3

Can only take action against costs occurring @iéent granted orf"”4March 2008.
Most recent renewal fee due at the end of Marc!®2i08. 3% March 2009.

Six months grace period for paying fee expired @hS8eptember 2009.

This deadline has passed.
Therefore patent has lapsed.

UK IPO should have sent a communication within wigeks of non-payment in
March 2009. Was this done? If not, then can estithe Comptroller to allow late
payment of the fee using R107, since non-paymestatdeast in part due UK IPO
error.

The Comptroller may, but will not necessarily, pd®ythird party rights. This is
discussed further below.

If UK IPO did send communication, then it will beaessary to request Restoration
under S28. The deadline for doing so iS' &lctober 2010 (i.e. 19 months from
missed deadline).

However, request restoration as soon as posdipldiling PF16 and paying fee of
£135 and providing evidence that it was unintergtida miss fee. Need to do as soon
as possible to reduce the risk of third party sgiising.

The fact that unfortunate and unforeseen circunasgnarose suggests that
“unintentional” burden may be met, but collect e&rde of this.

If patent is successfully restored (either by SPRD07), then considering suing A, B
and C.

Under S28A, third parties who in good faith madeoses and effective preparation to
work the invention or started to work the inventafter the patent lapsed, but before
the notice of request for restoration published, lva able to continue.

Cannot assign or licence right.

However, if continuation of act carried out whilatgnt in force or when renewal fee
could be paid in grace period, then no right totiome and are infringing.



* Under R107, Comptroller unlikely to apply more sgent conditions than above, and
may be less stringent.

* Consider each party in turn:

B — started to manufacture and sell watch battengaioing in August 2009 when the
renewal fee could still be paid in grace perioderéiore no third party right.
Therefore can sue for infringement.

C — started to manufacture and sell two weeks ag@tah battery containing X —
therefore may have right to continue if acted ilndjdaith, since this act is between
lapse and publication of request for restoration.

A — A is not a direct infringer. However, A is antabutory infringer because
supplying and offering to supply means relatingaio essential element of the
invention (namely material X) in the UK, and it walsvious that X suitable for and
intended to put invention into effect (because wdtattery only known use of X) in
the UK.

- X not a staple commercial product (because it baky one use).
- Therefore, sue A for contributory infringement foffers to supply since 2008
and any subsequent supply to third parties.
- No third party rights since continuation of actrtgd before patent lapsed.
- NB: Can still sue A for contributory infringementcaurring up until patent
lapsed, even if efforts to restore the patent aseiccessful.
» Damages for actions occurring in grace period éoewal fee are discretionary.
* Remedies available (potentially) to client are:

* Injunction, damages account of profits; order to deliver up and degtiertificate
of infringement/contested validity.

* No interim injunction likely since events occurrifigy a long time with no action.
Therefore seems likely that damages equals adeqoiteensation.

» R107 correction is best if possible since mininmisk of third party rights arising.

Question 4
Check patent still in force, i.e. all renewal feasd.
* UK patent is a right restricted to the UK, therefoannot be enforced in France.

* Client’s patent has a process claim. This candss wo prevent third parties using
the process or offering the process for use in UK.

* However, competitor is using the process in Framoe,js not infringing in this
respect.

* Process claims can also be infringed by using, rtmgp keeping, offering and
disposing of a product obtainable diredilythe patented process.




* In the present case, therefore, we need to determirether a car painted with the
‘special paint’ however the direct product of thiemt’s process.

* More information needed from the client here:

- Is the special paint provided by the competitor enbg your process? If yes,
can you prove this (i.e. is there another procesmbking it)?

- Is the paint altered, for example chemically, bplegation to a car? Or does
it remain essentially the same substance?

- Are there any other processes for preparing paiintized is the paint ‘new’?
If yes, may be able to shift burden of proof usBegtion 100 to other side.

Depending on the answers to the above, the follpwonclusions can be shown.

* Tothe extent that
(a) the competitor’s paint is made by the clieptscess, and
(b) the paint is not altered in any way by apgl@ato a car, the importation of cars
appears to be importation of a product obtainalskctly by a patented process.

* Client could therefore sue the car manufacturemfitmgement of its process patent.

» Competitor does not seem to infringe the UK patergny way, since all actions in
France. However, could potentially be considergdirat tortfeasor and joined into
the infringement action, if competitor is acting @@mmon design with the car
manufacturer.

* Unfortunately, if either
(a) competitor using a different process or
(b) paint is altered when applied to a vehicle. (ho longer a direct product of the
process) then can take no action.

» Potential remedies against car manufacture (aneénpally competitor) include
damages or account of profits, and injunction, artir to deliver up and destroy.

* Interim injunction unlikely, since no suggestiorathdamages cannot compensate
harm. Also, client interested in compensation,preventing actions.

* In view of latter point, and subject to answergjt@stions above, client may wish

instead to negotiate a licence agreement with @éhenanufacturer, and potentially to
supply the manufacturer with paint itself.

Question 5
» Patent is granted; therefore can be enforced.
* Patent has been granted to non-entitled persord¢iesLast — L)
» John Smith (S) is entitled to patent and should bk named as an inventor.

Therefore can start entitlement proceeding undér (SBice granted patent)
and also request that S named as inventor usingBda.



* To do this, can file PF2, pay fee and provide Caooller with necessary
evidence.

* Potential remedies are removal of proprietor (Le.and addition of new
proprietor (i.e. S). This is discussed below.

» Given that S is keen for get rid of the patent, sanultaneously request
revocation of the patent on the basis of the flaat it was granted to a non-
entitled party.

 The S37 action and revocation based on non-engétiérmust be brought
within two years, unless party knew not entitlesljrathe present case.

* At present, as a co-proprietor, James Able (A) sa@ for infringement of
UK, and can potentially sue component suppliers fmntributory
infringement and customers for direct infringemesntbject to private non-
commercial use defences for the latter.

» If however, as discussed above, S ends up as eopagior with A, then A
will not be able to sue S, since both parties haveequal right to work the
patent. Neither would A be able to sue S’s supgplisince S36 allows for
supply to a co-proprietor.

» S would not, though, be able to licence without pésmission.

 In view of the above, revocation of UK2 does seemieairable outcome.
However, a cheaper option would be to negotiatagraement with L, A and
S whereby
(a) L assigns rights to S, and
(b) A and S agrees that both parties can worliaadce the patent.

* NB: Comptroller has jurisdiction under S37 since pigtent involved.

Question 6

File a new UK patent application claiming the nezdlameter 0.1 — 0.15 befor8 4
November 2009.

The new UK application should nataim proof from either GB1 (more than 12
months ago) or GB2 (not first application).

At the end of the priority year, i.e. in NovembéxD, file a PCT application claiming
priority from the new UK application.

The patent term of national and regional phasei@gns derived from the PCT
application will be 20 years from filing of the P(Te. until 2030.

New Nozzle

Currently only protection for new nozzle in UK, dieeGB?2.



Cannot file priority claiming applications in othtrritories from GB1 (because 12
months priority claiming deadline was' May 2009 which has passed) or GB2
(because it is not the first application, GB1 is).

However, GB2 not published and GB1 lapsed priorl&® months from filing,
therefore unpublished too. Check with client thlére have been no other
disclosures of the invention. If none, then filenrpriority claiming applications to
the nozzle before™November 2009 in countries of interest or a PCfliagtion.

For example, could file a US application, an EP liagppon and a Japanese
application. Or just one PCT.

These applications would last for 20 years from filing, i.e. until
November 2029 (subject to any US PTO patent term extensions etc).

Citability of GB1 and GB2

GB1 lapsed prior to publication; therefore not paa under S2(2) or S2(3).

GB2 publishes on"4November 2009. It will be citable against appiimas with an
effective date earlier tharl'dovember for novelty only at most. Thus, for exden

GB2 citable against new UK application to diameterder S2(3), since GB2
published after new application filed, but itsedfshearlier filing date.

PCT claiming priority from new UK applicants to ez — GB2 citable against
subject matter entitled to priority for novelty gnf PCT enters GB national phase.
GB2 not citable in other states (except as prightriagainst EP (UK) ... ). GB2
citable for novelty and inventive step for new raaih PCT which is only entitled to
the filing date.

GB2 would not be citable against US and JP non-@otion applications to nozzle,
since these filed before GB2 published. Check laitlal attorney though.

GB2 a national prior right for EP non-conventiorplgation to nozzle, but only for
UK and GB2 already cover this subject matter, dcandssue.

Alternatively, if non-con PCT application to noziled, above comments will apply
once enter national/regional phase in countriestefest

In summary, for the nozzle cone, GB2 will only beejpdicial in the UK and for
EP(UK) — but GB2 already covers the nozzle so nmbalem.

Question 7

EP1 — General Points

Check that EP1 granted with a designation of GB.

Check still in force in the UK (i.e. all renewakfepaid).



The deadline for filing an EPO Opposition again§tlHs 7' July 2009 plus nine
months equals"7April 2010

Check EPO online file for EP1, to look for pertib@nior art cited during prosecution
and check for basis for new Claim 2.

In any event, carry out a prior art search in retato EP1, to help consider the merits
of filing an opposition.

EP1 - Claim 1
* The effective date of claim 1 is the priority datecause claim 1 was included in the
priority application.
* In the absence of any relevant prior art, see ghdaén 1 appears to be novel and
inventive.
* Any of the FIXIT (F’s) actions in relation to sollwhlls appear to be after the priority
date and do not anticipate claim 1.
» On that basis, there do not appear to be any sattagks against claim 1 at present.
* Check facts regarding launch of F's ball though.
EP Claim 2

Claim 2 was not present in the priority applicatamd its effective date is the filing
date.

Use of polyex as a flame retardant was known befueeeffective date of claim 2 —
however this does not anticipate claim 2 nor idikiely that it renders claim 2
obvious. Consider consulting an expert on thisiptbiough.

F seems to have launched the solid balls (con@ipityex) before the effective date
of Claim 2. Need more information on:

. The nature of the balls, i.e. did they contain paly

. When exactly launched i.e. became available toipubl

. Was there any indication at the time, for examplgioduct literature, that
polyex produced more bounce?

. Does the client have any other relevant materiavidence?

Depending on the answers to the above, the lauhsblid ball by F in the priority
year many anticipate claim 2.

However, worth noting that prior use attacks mustpboved ‘up to the hilt’ at the
EPO so need to establish good evidence.

Possible sufficiency attack on claim 2 — it curhgmbvers increasing bounce in any
object using polyex. However, we know from cliémit in space hoppers a range of
10 — 25% is needed — any greater and the proddis.spTherefore claim 2
insufficient across scope of claim i.e. Is not supgd by one example of a solidll
containing 50%polyex.



In summary, there are potential attacks on clailmu® since stronger prior art, details
based on search results would be desirable

Infringement on EP1

Subject to comments above regarding whether ERarge in UK, client's sales in
UK of product may infringe EP1, as a disposal patented product.

Is client also manufacturing or importing the protfu

The client’'s product is inflatable, and thereford@ldw, so will be unlikely to be
considered by a court to infringe claim 1, whicuiees a solid ball. Further, client’s
product is 10-15% polyex, as opposed to the at #2t% specified in claim 1.

On that basis, it appears that claim 1 is notmigied.

Claim 2 is a use claim. Infringement of a secoaod-medical use claims to a known
compound (i.e. polyex) of this nature is an uncertaea legally at present. Thus,
including an amount of polyex in a ball to act aflaane-retardant is unlikely to

infringe Claim 2. However, including polyex andvadising ‘extra bounce’, as the
client is, might well lead to a finding of infringeent against claim 1.

On that basis, it seems likely that a Court wouldl finfringement of claim 2 by
client hopper.

If a court did find infringement, F would ask fon &junction, or account of profits
or damages, an order to deliver up or destroy iniingngproducts and a certificate of
contested validity as relief.

Could seek non-binding Infringement opinion from WRO for product, prior to
negotiating (see below).

Threats

Obtain a copy of F's letter from client, to assksghreats.

At present, it seems that this letter is merely drawing EP1 to attention
of client. On that basis no threat has been made.

Provisional Protection

Find out when EP1 published.

In theory under S69 F can claim damages for actawsirring since publication,
therefore, find out when client launched product.

However, claim 2 not present in application as published, therefore no
S69 infringement of this claim because S69 requires claim in
application as published and patent to be infringed.

Client’'s Patent Application

EP1 will be citable against client’s patent apglmafor novelty and inventive step.



Similarly, F’s product will also be full prior art.

A space hopper with extra bounce comprising pogeems to be novel over EP1 and
F’s product, since all limited to solid balls or sjpecify any object (claim 2).

However, may lack on inventive step. That saié, rdinge of 10-25% seems to be
arguably inventive, in view of at least 40% in Effdim 1.

Is this range specified in client’'s new applicafloff not, will be anticipated by new
product of client. However, could make use of W&cg period, depending on when
client’s product launched.

If client does have basis for 10-25%, amend to thigje after search report recited
and then request accelerated publication and exdimmto strengthen position.

Summary and Steps

Position not very strong yet. Attack against ERheagally weak, therefore prior art
search essential.

May be best to negotiate with F, gain uncertaintreselation to interpretation of
claim 2 and that it is essential client continuesdill.

To strengthen position, identify weaknesses in ©FA.
Also file own European application claiming prigritrom existing UK application.

Since Client seems to be UK active, a cross licendeal with F for other European
countries for the space hopper might be a goomec

Question 8

Competitor’'s Product

No action can be taken against the competitor'sdyed until a granted patent
obtained.

Clearly, to solve the client’'s problem, a grantedept covering the product must be
obtained.

Competitor’s product has a reinforced ankle. Dibalso have either a reinforced toe
and/or a reinforced heal? Need to find this ous@sn as possible because cannot
determine whether current claims cover productesgnt.

If competitor product is additionally reinforced at toe and/or heal, then it
will infringe present claim 1, which is not limited to reinforcement of the
points. If not, new claims will need to be obtained.

Competitor’s product has reinforced toe and/or heel

Product falls within scope of present claim 1, ¢fere no amendment to this claim
needed.

10



* Add dependent claim specify further reinforcementha ankle, subject to basis in
application as filed, prior to grant. Providesarow claim focused on competitor’s
product.

* To address possibility of a work-round by competitee. removal of toe and/or heal
reinforcement from their product, file a divisionapplication directed to a sock
reinforced at the ankle.

« Present application filed on®1August 2005 with no priority claim, therefore
acceptance deadline equals later of (1) 4.5 years filing equals I February 2010
or (b) one year from issue of first OL.

* Therefore, find out when first OL issued.

+ In any event, earliest possible acceptance deaetjnals 1 February 2010.

» A divisional application must be filed within threeonths of acceptance deadline,
assuming patent application still pending, i.epiasent case by*INovember 2009.
This has passed.

* Therefore, extend acceptance deadline on UK apjicanow by filing PF52 and
paying £135 — two months extension is availablefagyht.

« This also extends the deadline for filing a divigibto ' January 2010.

» Ensure divisional filed later parent applicatioamgs.

» Since divisional filed within last six months befoacceptance, must pay application
fee (E30 Form 1), search fee (E100, Form 9A), eration fee (70, Form 10) and
file inventorship details (Form 7) on filing Must also be filed with claims and
abstract.

» Claim of divisional should be directed to a sodkfierced at the ankle.

* Request expedited search, publication and exarmamdltie to infringement.

Competitor's product does not have reinforced toegh

* Inthis case, claim 1 currently on file does notexathe competitor’s product.

* A claim to the sock reinforced at the ankle coutdpursued instead in file present
application. However, we have already had onentaly amendment following the
unity objection, so further amendment discretiona®n that basis, pursue a claim to
an ankle reinforced sock in a divisional applicatio

» Deadlines and claim identical to those discussedab

« This should result in a claim covering the competitor’s product.

Action against the Competitor

* The event that one or more of the claims discusd®de covering the competitor’s
product is granted, the patent could be enforceghagthe competitor.

11



* The competitor is manufacturing an infringing ddidn the UK. Further, the
competitor and/or third parties it supplies will 8sposing, offering to dispose and
keeping the infringing product. Final end userBpwse the product are most likely
private and non-commercial users, so have defence.

* To get the competitor off the market, either areirimh injunction and/or a final
injunction will be necessary.

» As regards an interim injunction, this should bplegl for as soon as patent covering
the product is granted. Any delay may be fatal. would then be necessary to
demonstrate that there is a serious case to b@ +rithis seems likely given the
circumstances. The client would also need to detnate that it would suffer harm
that could not be compensated by damages. Tha ghieuld also need to show that
the balance of convenience lies in its favour nathan the competitors. A financial
cross undertaking would almost certainly be reqlire

* In any event, the client would need to start retiobaproceeds before the court
(because the competitor cannot award an injunctiga)nst the competitor.

» As relief, the client might expect damagesaaraccount of profits, a final injunction
against the competitor, an order to deliver up estaby infringing articles and a
certificate of contested validity/infringement.

* Some costs may be awarded back as well.

» There is some potential for S69 damages, for aatded out pre-grant but post-
publication. This would require a claim in the psibed application and granted
patent covering product. Furthermore, the variamendments the client has made
would probably lead to reduced damages.

» Client probably does natant to sue retailer — instead offer to supplyrthe

Other Actions

e Perform FTD search, in particular to see if contpetihas any relevant
patent/applications.

» Search for foreign applications related to cliepident, that might improve position
abroad.

* Negotiable — cheaper to settle pre-trial. Thid délpend on client’s eventual claims
and details of competitor's product. Nevertheled®ent has a reasonably strong
position so should be able to persuade competitoome to terms.

*kkkkkkkk*k
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2009 PAPER P2
SAMPLE SCRIPT B

This script has been supplied by the JEB as an example of an answer which achieved a pass
in the relevant paper. It is not to be taken as a "model answer™, nor is there any indication of
the mark awarded to the answer. The script is a transcript of the handwritten answer
provided by the candidate, with no alterations, other than in the formatting, such as the
emboldening of headings and italicism of case references, to improve readability.

Question 1
The 12-month deadline for the PCT application"isN@vember 2009.
However, the official fees need not be paid omdh you have up to one month to pay them.

Therefore, if we file the application on Fridal) Bovember claiming priority from the GB
application, we can pay the fees any time upg't®écember 2009.

The fees include the PCT application fee; transirigte (assuming we file the PCT at the UK
— IPO); International search fee.

If you do not have the funds available dhlBecember, we can defer payment further. We
will be invited to pay the fees with 50% surchavgthin a further month. However, if we
pay the fees after"@ecember, but before this invitation is issued,ghrcharge will not

apply.

The same principle applies to the late payment suticharge. When the extended month has
passed we will be notified of the failure to pag fees plus surcharge. However, the fees and
surcharge can be validly paid any time beforeibigfication is issued.

Under no circumstances should we abandon the appgrto claim priority from the GB
application, because your product has been alrea€ly launched and has therefore
presumably disclosed the invention publicly.

Question 2
| presume that the Baker's Conventions were noteflmtional Exhibitions” in the formal
sense. If they were, and the relevant certificatese available, these disclosures would be

protected from forming part of the state of the art

In any case, there are grace periods for disclesimgthe proprietor in advance of filing an
application for a registered design.

In the US the grace period is only six months fqatection is desired there, an application
for a design patent must be filed immediately Gifléed we are still inside the six month
period).

In the UK and Europe, there is a 12 month gracéogeso on the face of it, there is less
urgency.
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We could argue that the US disclosure could nosaeably have become known to those
carrying on a business in the EU in the bakingmsebiut on the facts, this is highly unlikely

to succeed (because much interest was generateith@mtnventions are likely to have had
delegates from all over the world.)

Therefore, the safe assumption for an absolutelideadr UK/EU applications is 12 months
from the US disclosure.

Nonetheless, it is inadvisable to delay filing hesadisclosures (or design applications by
third parties) are not graced.

I recommend filing in Europe/UK within six monthEtbe immediate US filing and claiming
priority from that application.

If a US application is not being filed (see abovken file UK/EU immediately.

The registered design in the UK/EU would providetection for the appearance of the
product for up to 25 years (renewable in five yaeniods).

The head seems a clear candidate for design gorted®erhaps the blades themselves should
also be registered as a separate design (in the apptication) if they themselves are new —
i.e. not just the angle at which they are attached.

It appears that the requirements of novelty andvziddal character are satisfied (certainly by
the head as a whole) because it is “very distiactiv

There may be a question as to whether the heaclfwhia component part of a complex
product) is visible in the normal use. If it istnthen it is not validly registrable. However, |
would argue that the removal of the dough and pg@i@ation of ingredients are part of the
“normal use” of the head and since the head iblish these stages, it is registrable.

Question 3

No action can be taken currently because the pattapsed for non-payment of renewal
fees.

The fifth year renewal fee was due ori'34arch 2009 — the end of the month containing the
fourth anniversary of the filing date. It couldve been paid with a surcharge within the
following six months (i.e. by 30September 2009).

Since it was not, it is necessary to request rastor. The deadline for doing so is®31
October 2009 (13 months after the six month grameod). However, we should apply
immediately because of third party rights.

We will need to show that the failure to pay th@ewal fee in the grace period was
unintentional. There seems to be a good chantdhisawill be made out if the unexpected
family circumstances were indeed the cause of tilssed payment and that it was always
intended to pay the fee and keep the applicatidaroe.

Check also if the patent office reminders after rdieewal date and end of the grace period
were sent — if not, this can be relied on undé¥'#.dnd restoration may not be necessary.
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Company A

X is means relating to an essential element ofrthention, because it is the key ingredient in
the watch battery.

It is not a staple product, because its only knogmis in the patented battery.

This also makes it likely that A knew (or shouldvle&nown) that it was suitable for and
intended for putting the invention into effect bykng the batteries.

A’s offer to supply (by advertising) X in the UKorf use in the UK, therefore constitutes
contributory infringement.

Because A started infringing before the missedwahéee payment, the lapse has no effect
(assuming we can secure restoration).

Company B

.... Is a direct infringer because it is making aaellirsg the patented product.

It starting doing so at the time when the patentdbe renewed as of right, so it will have no
right to continue using the invention. Howevere #bility to collect damages for the past
infringement may be restricted, at the discretibthe Court or Comptroller.

Company C

... is similarly directly infringing.

However, to the extent that its activities weregygod faith, it will have the right to continue

(though not significantly expand) them, becausstarted working the invention after the
patent had lapsed and before any request for egistiothad been made.

Note that C cannot licence anyone else to workrthention.

We can therefore request restoration as outlinegteablf successful, we can contact A and B
to negotiate. If they do not cooperate, we cart ptaceedings for infringement.

Although we may secure an injunction against B (gmubksibly damages for past
infringement) we will be unable to prevent A fromntinuing to supply C, because C is now
entitled to work the invention.

Question 4

The paint is granted and can be enforced in the B&ivities in France will not infringe.

The paint is a product directly obtained by meahshe patented process. Therefore, the
protection of the patent extends to it.

Import of the paint into the UK would thereforerinfje. Here we must assume that the paint
is still present on the cars being imported andlitia unchanged by the finishing process. (If
the essence of the paint were changed, it wouldonger be the direcproduct of the
process).
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Please confirm whether the paint is altered invaay by application to the car of “finishing”.
We need to establish who is importing — e.g. tlen€ln manufacturer, or its UK customers.

In any case, if the paint on the cars infringegplkeg, selling and offering the painted cars for
sale in the UK will also infringe; so the UK custera are doubtless also infringers.

Because the pain is new, the burden of proof fallgshe defendant to prove it is hot made
using the patented process.

There is little that can be done in relation to tbempetitor” providing the paint in France,
unless it is also supplying (or offering) the pdortsale in the UK.

One exception would be if the competitor and mactuf@r were acting in a common design,
S0 as to become joitrtfeasors. However, a simple supply relationstipild not meet this.
Question 5

We should contact Able and Last and explain outerdion that Smith should replace Last as
both co-inventor and co-proprietor.

If they conceded we are right, Lost can executequntable assignment to Smith (with Able
consenting).

If they contest, we can bring entitlement procegslinnder s.36 and simultaneously request
to have Smith replace Last as co-inventor, und&. s.

Either way, Smith will become a registered co-pieior.

Ordinarily, there is a 2-year period after gramtlidnging entitiement proceedings, however,
in this case, Last knew he was not rightfully dedit so this does not apply.

As co-owner, Smith will be entitled to work the @ntion without having to account to Able.
Able will be unable to take any action againstesitBmith’s suppliers (because he is a person
entitled to work the invention) or his customeredause they are dealing in products
disposed of by such a person).

Of course, Able will similarly be able to work tlvention, by making and selling the can
openers, without interference from Smith.

Smith cannot apply to have the patent revoked amdde consents, so it seems we cannot
fulfil his wish in this regard.

Neither can licence or assign his share withouttresent of the other.

Question 6

It is impossible to regenerate the priority dateduse GB2 is not a valid first filing. GB1
was not withdrawn without claiming priorityefore GB2 was filed.

Thus, the best thing to do is file applicationsdbefthe publication of GB2 or"/November
20009 (i.e. by 8 November 2009). Once published, GB2 would beftitir art everywhere.
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Presumably, a PCT application is called for, tovjgte worldwide protection.

When the PCT enters the national phase in the UKaiioEP is granted following regional
phase entry), the content of GB2 will be noveltyyagorior art under s.2(3). This is not a
problem for claims to the specific range 0.1 — thirh because this is not disclosed in GB2.

Elsewhere in the world, GB2 is not prior art at alTherefore, it would be beneficial to
include broad claims to nozzle arrangement (a$3@8#) to the PCT application.

These can then be amended on national phase eri&®,ior if using the EP regional route, a
separate set of claims can be filed in respedi®f3B designation.

GBL1 lapsed without being published so it is nobipairt.

Protection worldwide arising from the PCT applioatwill last 20 years from its filing date
(3" November 2009). This applies to the generic fojeletor nozzle claims and specific
diameter claims, outside the UK.

In the UK, GB2 will provide protection for the geiweinvention for 20 years from*1May
20009.

The ex-PCT will provide protection for the specifiange claim for 20 years from®3
November 2009.

Question 8

We can file a divisional application claiming a t&ocomprising a reinforced ankle” because
there is basis (a claim) for this invention in gpplication as filed.

I do not know when the first exam report issued| san only assume that the compliance
date is i February 2010 (4% years after the filing datd)thé exam report issued late, the
compliance date would be 12 months from date ofeiss the exam report (i.e. if that date is
later than 1 February 2010).

The deadline for filing a divisional is three mosithefore the compliance date — i.€ 1
November 2009 is the case; so it has already pagsssiiming the ®1 February 2010
compliance date).

However, the compliance report can be extendedvbynionths as of right by filing a form
and paying a fee. This will extend the deadlinefiling a divisional until £ January 2010,
because this is three months before the extendaglzmce deadline off1April 2010.

However, we need to file the divisional urgentlyainy event, because the parent application
is expected to grant shortly. Once a s.18(4) comcation is issued, it will be too late to file
a divisional (regardless of the other deadlines).

Because we are filing the divisional in the lagtmionths of the compliance period, we need
to complete all formalities upon filing. That isswnust file PF7, designating inventor(s);
request search (PF9A) and pay the search fee;seguamination (PF10) and pay the exam
fee; as well as paying the application fee.
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To ensure speedy prosecution, we can request cethisigarch and examination; and request
accelerated examination by reason of the infringenadready begun by the large sock
manufacturer.

(In the meantime, the current, parent applicatidhgrant, giving protection for the product
that you yourself are selling).

As | shall have said earlier, the present claimsildi@ppear not to cover the competitor’s
activities literally. Perhaps there is an outsath@nge that “a sock reinforced at the heel”
could be construed as covering the ankle—reinfosmak, but this seems improbably given
that the patent office examiner has deemed thedtlaakle reinforcement to lack unity with
heel reinforcement.

In any event, the divisional application shouldgoented speedily, assuming no new prior art
comes to light in the search on this invention.

(NB: the divisional application shares its comptiardeadline with the parent so must be in
order for grant by *L April 2010 in the absence of further discretionaxyension).

As soon as the divisional is published, we cangpitiio the competitor’s attention. However,
it would be better strategy to wait until it hashegranted — this would reduce the likelihood
of third party observations being filed by the mi@aturer, which might delay grant.

Once granted, the claim in the divisional can biereed. In the first instance, you may wish
to try to negotiate a licence with the competitismce | note that they are not competing
directly with your toe/heel — reinforced product.

If this is not sufficiently for you and/or if thegre uncooperative, we can bring proceedings
for infringement.

You could seek an interior injunction, while the@peedings are pending but this is unlikely
to succeed given that the manufacturer has alrpatdigs product on the market in good faith.
Furthermore, damages are likely to be deemed amuatke remedy for the interim
infringement, because you will not suffer permar@mtnquantifiable damage if they are left
on the market.

Nonetheless, a final injunction would be availalfleve succeed at trial. Other remedies
available include an order for delivery up or destion of the other party’s socks, which may
be useful to you as you could sell them yourself.

Also, damages aon account of profits would be available for pagingement.

This would extend back to the publication datehef parent, because the A — publication will

have contained the claim to a sock comprising afoeted ankle, and presumably it would
not have been unreasonable to expect a patentgabted with this in its scope.

Question 9

I am assuming that the “recently published patpptieation” is that of the competitor not the
client (i.e. “they” = competitor”).

The invention has been disclosed if it has beenenaadilable to at least one member of the
public who is free in law and equity to use itislfairly arguable that this is not the case.
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If the laptop was stolen, then the draft patentliegpipon was obtained unlawfully and its
contents will not form part of the state of the @rbvided an application is filed within six
months of the (potential) disclosure — i.e. ByMay 2010.

If it was merely lost, then whether or not therelie®en a disclosure depends on the
circumstances.

If the file containing the draft was, for examplespword protected, or if the document or the
laptop were marked as “confidential” or “secreffien anyone finding the laptop should

reasonably be aware that it was not intended tealdhe contents. Such an individual would
then be bound by an obligation of confidence. lemnore, the “disclosure” by the loss of

the laptop would have been in confidence, rathan fpublic — and therefore not a disclosure
forming part of the state of the art.

Please let me know the details of whether the [aptas password protected, encrypted, or
marketed with identifiers that would indicate itstents were private/secret.

(Note, that it is arguable in any event that adppiound in public would be subject to an
obligation of confidence, but the details may heligtrengthen our case).

If the disclosure by losing the laptop was not @mfidence itself, then it was surely made by
the scientist in breach of confidence. Therefareijll in any case be protected under s.2(4)
and equivalent EPC provisions.

We need to file a UK application immediately, toagill against the possibility of further
disclosures and/or patent filing by the competitor.

A European application can be filed b{yMay 2010 claiming priority from the GB case. By
filing within six months of yesterday’s potentialsdliosure, this will benefit from the grace
period too.

Since it has a priority claim to the GB applicatiany intervening acts are irrelevant.

(NB: a PCT could filed in place of EP).

A US application needs to be filed within one yehryesterday’s disclosure. It will then

benefit from a grace period of all disclosures iy applicant (regardless of confidentiality or
lawfulness).

However, it may be preferable to file sooner —romiediately — because even though it will
have a priority claim to the GB application, it bt have prior-art effect in the US as of the
priority date. Rather, it is the US filing datetltounts under 35 USC 102(e).

In the US, the party first to invent the inventiisnentitled to a patent; however having the
earlier filing date makes one the senior partynteriference proceedings.

In this case, this would place the burden of proofyour competitor to prove that they
invented first.

We will set up a watching search for any appliaa&iby your competitor to the improvement.
If we find such an application we can try to gaantrol of it by referring a question to the

Comptroller (or Court) under s.8, for a UK patergplécation, or s.12, for foreign
applications.
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However, it may be very difficult to prove how tbempetitor came by the invention from the
last/stolen laptop. In particular, it will be pecfly plausible for them to argue that they
arrived at the invention independently, because & development of their own previous
technology.

Incidentally, you should be aware that you will fagbject to your competitor's application
(when it is eventually granted), because you otaytad working with the technology after
their patent application had published. You wvhikktefore not have prior user rights and they
will be able to obtain damages right back to yorst fuse of the invention (to the extent that
this use went beyond experimentation with the subjsatter of the invention — for which a
defence is available).

Of course, if, for some reason, the disclosuredsg lof the laptop is not graced by virtue of
an abuse of confidence, then the disclosure walicparid no patent application will be valid
(nether yours nor your competitor’s possible aggian) — at least outside the US.

Ultimately, even if you gain the upper hand withigra application to the improvement, you
may need to cross-licence with the competitor tin gaccess to the basic technology
(assuming your activities fall within the scopetloé recently published application).

(NB: it seems safe to assume that the improvengepaientable in light of this published
application, because a “neat improvement” shoulohbentive.)

*kk kkkkk Kk k%
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2009 PAPER P2
SAMPLE SCRIPT C

This script has been supplied by the JEB as an example of an answer which achieved a pass
in the relevant paper. It is not to be taken as a "model answer™, nor is there any indication of
the mark awarded to the answer. The script is a transcript of the handwritten answer
provided by the candidate, with no alterations, other than in the formatting, such as the
emboldening of headings and italicism of case references, to improve readability.

Question 1

Priority year deadline expires"@ovember 2009. PCT application should be filedJkt
IPO as receiving office by"BNovember 2009.

Request confirmation from Client that he is a UKiomal/resident. Therefore UK IP is
competent to act as receiving office — otherwiksfdirect at International Bureau (as long as
he is national of PCT contracting state).

Application requires request form, descriptionjrals abstract and drawings (if any)

Fees — filing fee, transmittal fee and search feg tve paid one month from filing — by' 6
December 2009 — allows client to delay costs watily December.

If further delay is required receiving office wilbtify for lack of payment of fees and fees
may be paid late with 50% surcharge but if you laay but before notification then fees will
be deemed to have been received in time. GivenGii little extra time if needed.

This option is far safer than filing applicationdand requesting late filing for priority by'6
January 2010 (14 months from priority) because nsates do not accept late priority claims
(i.e. Japan, Germany).

Product has been launched, therefore public knayelgdius cannot simply re-file application.

Question 2

As a large European baker recommended filing ieegistered Community Design since this
will give broad protection across EU at minimal tcoslowever UK registered design is also
possible and the same requirements for registraply. File images (the drawing and
photograph) of mixing head.

12" March grace period for disclosures by applicarsifgteer before filing design. Therefore,
disclosure at Bakers Convention six months agobeaexcluded from state of art. However,
recommend filing as soon as possible in case tmeng be disclosures by third parties not
originally from client or other registrations beifiigd.

Design protects overall appearance of whole or pararticle must be new and have

individual character. Client has said mixing héadew — but explains that it must be new
across all fields of design, not just dough miximegds.
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Angle of blades is distinctive appearance whiclpfdbr individual character. Explain that
design constraints may be taken into account whsesaing individual character.

Designs may not be protected if they are dictatdelys by technical function — blades have
no technical advantage so should be OK. Wouldrdtfele shapes achieve same function?
Therefore, not solelylictated by tech function. Design must be visili normal use if
component part of complex product. Mixing headudthcstill be protectable despite not
being visible when dough is mixed because normalingudes adding ingredients, removing
dough and cleaning instrument where mixing headkiarly visible.

A registered design provides a monopoly right tevpnt third parties manufacturing or
using, selling article. Advantage over unregistedesign which only prevents copying.
Lasts five years, renewable up to 25 years.

May also wish to consider filing for US design -nsalt US Attorney. Lasts 14 years.

NB: Part of mixing head which connects to the deugixing machine may likely be
excluded from protection as a must fit exceptioanabling one article to fit in or around
another. However, this excluded part may be dised from registration.

Question 3

First check that parent is a UK or EP (UK) pate@therwise client has no rights in UK. Last
renewal fee was due 3March 20009.

Could have been paid up to six months late witclsange by 30 September 2009, however,
this was not done. Patent has therefore lapsed #bMarch 209.

However, patent may be restored by filing requestréstoration within 19 months from
renewal due date, i.e. by 3Dctober 2010 if we can show evidence that failiarepay
renewal fee wags unintentionall herefore, must show that applicant always itéento pay
renewal fee (did not just change mind) but for sormeason failed to do so. Clients
unfortunate and unforeseen family circumstanceslldhioelp to prove unintentional failure,
but still need to show continuing intention to papewal fee.

Recommended filing request for restoration as sopossible because third party rights to
work this intention may occur from expiry of graueriod (3¢ September 2009).

Infringement

Client has granted patent and assuming it is redtibican be enforced.

If restoration is successful client has rights tdoece from publication until the present.
Therefore, Company B and C manufacturing and sglinringing article. Company B
starting infringement act in August 2009, therefah@ing grace period for payment of
renewal fee, i.e. before 8®eptember 2009.

However Company B has no third party rights to tw infringing acts because infringing
acts begun in bad faith during possible extensinod. Company C only started infringing
acts two weeks ago, i.e. after grace period expirBaerefore, if this was the first time they
infringed they would be allowed to continue becailgy began acts in good faith after patent
had finally lapsed and after grace period. Howewannot licence these rights.
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Company A supplies and offers to supply materidbiXuse in UK, knowing it reasonable to
suspect that use by B or C is infringing patent.

Material X = means relating to essential elemeningéntion because it is what makes the
watch batteries work. Not a staple commercial pobdbecause X has no other uses.

Therefore A is contributory infringer of patent. hdly started before expiry of patent;
therefore no third party rights to continue.

If restoration is not successful then action carb®taken against B or C because they only
“infringed” after patent had lapsed. But actiom cdill be taken against A for supply of X
between July 2008 and“March 2009 when patent was still in force.

Damages for any infringing acts will be discretignduring period after™ March 2009.

Recommended action — request restoration immegia@hce request published put A and B
on notice — letter before action. Also approachr@d explain that they may not licence or
deviate from their current activities if patentréstored. However, be careful until patent is
actually restored.

Question 4

Client has granted UK parent. Therefore can bereatl n UK. Check all renewal fees are
paid and up to date.

Claim to process of making paint would be infringeduse of process or offer for use of
process (where reasonable to assume infringenmelti

Therefore, competitor’'s action in France cannoptevented. However French competitor is
importing cars covered with paint into UK. Infring product = direct product of claimed

process, however, if special paint on French csra directproduct of the process then

importation into UK is an infringing act (also saheUK) check if paint is in any way further

treated and not a direct product any more.

As a new product there is a reversal of normal &urdf proof for proving paint is from
process. New product is assumed to be from clajpneckss unless can be proved otherwise.
Section 100.

Therefore, obtain sample of paint of French camd amalyse to check if it has properties
identical to client’s new paint, i.e. check for soal shine and durability.

Check who is paying importation/transport costship cars into UK — this will be infringing
party. Like to be car manufacturer.

Appears that competitor based in France may nanhfoeging UK patent (no importation
into UK or sale in UK by themselves directly). €Fbfore, join French competitor as joint
tortfeasor in action against importer. Improvedndges/account of profits and benefits of
more extensive disclosure. French Anton Pillereocsd(or equivalent) search orders are
common and very extensive and may help to estainliishgement.

If infringement action is successful can get infimit, damages (or account of profits),
delivery up of infringing articles.
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Question 5

Bring entitlement proceedings under Section 27gfanted patents. Must be brought within
two years from grant, unless owner knew they weteentitled — patent only recently granted
plus email proves J Last knew not entitled, themfoK. Check all renewal fees have been
paid and up to date.

Request that Joe Last is removed as applicantrevathtior and client is added instead. Use
evidence in email to support claim for entittemerRevocation action may be brought on
grounds of lack of entitlement, however | would metommend this. Firstly, if above
entitlement proceedings are successful then Johti Sl be co-applicant with James Able.
Therefore will not be able to withdraw or amendgpatwithout consent from James Able.

It is possible to separate individual inventions ¢bent and James Able then may be able to
remove clients contribution and file new applicatwithout co-ownership.

Therefore, clients concerns are unfounded. As-awawer of patent he will be free to work

invention and his customers will be free to buy asd can openers sold by him. He will be
free to source components from suppliers. Jamds Wil not be able to take infringement

action against client, his suppliers or customénsei is co-owner. Moreover, by owning

equal individual share of patent, client will behdfom protection against third parties.

However, could not licence freely without conseaotri James Able.

Therefore, depends what client is most interestedut working invention is okay.

Question 6

Client manufactures engine components for worldvdiribution. Thereofre, recommend
filing PCT application. File application immedibtepreferably today, certainly before GB2
publishes on ANovember 2009. File form, description and claah&JK IPO, pay filing fee,
transmittal fee and search fee. Check that GBhdeed identical to GB2, if so, ten PCT
cannot claim priority form GB2 because GB2 is gt first application to this subject matter.
Even though GB1 has now lapsed, it has been useprifwrity. Therefore, cannot now be
disregarded. More than one year from filing GBierefore PCT cannot claim priority from
GB1.

Prior art for PCT — check if GB1 published priodapse. Appears not, but if it did then GB1
= full prior art to PCT. Otherwise GB1 is not pisbled, therefore not prior art.

GB2 will have earlier priority but published aftBling of PCT. Therefore, GB2 will be
Section 2(3) novelty prior art for any GB natioealry of PCT. Therefore in GB phase may
need to disclaim from PCT (GB) overlapping subjecttter of PCT and GB2. However,
nozzle diameter will still be okay and if inventigeeducing fuel consumption dramatically)
will be patentable.

Other countries for PCT will be unaffected by GB2cause they would not conflict with
earlier national right (except EP (UK) descriptemabove for GB).

If GB1 published before lapse then this would berpart around the world. Therefore patent

protection to broad invention not available outstéB. Possible option to withdraw GB2
immediately and file PCT immediately, even thougB2Gwill publish (too late to stop it).
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(Therefore, must file PCT immediately). GB2 wilbtnbe Section 2(3) citable because
publication was not valid (made in error, despitghdrawal). However, | would not
recommend this option as it is risky and may allimwv intervening publications by third
parties that GB2 could have avoided in UK.

Therefore, in summary, file PCT immediately, noiraldo priority. Containing all of GB2
and improvement. (Claims to both separately).GB national phase of PCT will need to
avoid novelty only GB2 and direct PCT to improvemenly. Maintain GB2 to protect broad
invention in GB.

Other countries around the world will allow full gtection of broad invention and
improvement because GB2 will not be citable. (Asisig GB1 was not published, in which
case broad protection not available outside UK anjgrovement invention).

Question 8

Current claims are limited to a sock reinforcethattoe and/or heel. Therefore, only protects
against socks which include reinforcement at tieeotoreinforcement at the heel.

Socks reinforced at the ankle will not be covergdpbesent claims unless they also have
reinforcement at toe or heel.

Cannot file new applications to the ankle reinfaremck because this will have now been
published. However, application is still pendingdacontained at filing broad disclosure to
reinforced sock including reinforcement at anklaefiefore can file divisional to this subject
matter. NB: Cannot add any subject matter oveligdjon as originally filed.

Divisionals must be filed while application is kflending and three months before end of
compliance period under Rule 30.

Compliance period expires 4% years from priorityn@ in this case) I February 2010.

Unless first examination report was issued less tt&a months before*1February 2009 —
check this. In which case have 12 months front &kaum report.

Divisional application, therefore must be filed later than I November 2009 — which was
yesterday. However, yesterday was a Sunday, sod#adline will have rolled onto to the
next day UK IPO is open = today. Therefore fileviBional Application todayand request

two month extension as of right of compliance petio give additional time to file divisional
(to be on safe side).

Filing fee, abstract, claims, search fee may beneddd if searched on previous application,
declaration of inventorship, declaration of prigriior divisional due by later of normal
deadline or two months from filing, unless divisirfiled within six months of end of
compliance period in which case they are due dngfil Therefore also file today full
description, claims abstract, filing fee, requestdearch, search fee and new declaration of
inventorship (may be different to previous appimatif only claiming part of invention).
First renewal fee also due *3RAugust 2009, but payable three months from gra@jaim
sock reinforced at ankle. Beware dependent clavhish overlap with previous application
because of double patenting.
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When filing divisional, mark urgent. Request egrlyblication and accelerated examination
due to infringement by competitor. Consider segdiopy of divisional specification to
competitor to prevent defence of ignorance of exis¢ of patent.

Alternatively, could consider amending current &gilon to cover competitor's
infringement to secure quicker grant to infringiagicle and file divisional to maintain
existing claims. However, such an amendment wbaldiscretionary on Examiner so late in
proceedings and current claims are ready for grdimerefore, | would not recommend this
option although client should be informed if thaylyocare about getting quickest grant for
infringed claims.

Once granted divisional patent can be enforcednagabmpetitor if his product falls within
scope of granted claims.

Can get injunction, damages (or account of profit&livery up of infringing articles and
declaration of infringement.

Damages can accrue from publication of divisioridherefore request early publication.

Once published put competitor on notice of divisiompplication being careful not to
threaten them. As a manufacturer competitor cabriag threats action — even for threats
relating to sale. However, advise being carefylxay and just put them on notice.

Possibly of interim injunction as competitor hasygast launched range of socks. Show that
serious issue to be tried (reasonable change oft gfinfringed claims), that normal
remedies such as damages would not be adequatieydearket position of client by launch
of new range), that the balance of convenienceer existing retailer versus new launcher),
otherwise status quo will be maintained. Howekrgay need to provide cross undertaking for
costs in event that patent not infringed, whichldde very expensive.

Question 9
(a) Disclosure

Draft patent application saved on laptop was lostolen. As a draft patent application this
document is likely to be an enabling disclosurégwahg a skilled person to reproduce the
invention. However double check this, how drafsvit? Did it contain examples? Check
whether the file was password protected.

Prior disclosures can be disregarded if applicafileal within six months of disclosure and
disclosure was caused by unlawful activity in breatconfidence.

If laptop was stolen then = unlawful activity.

If laptop was lost then need to show that this wdmweach of confidence. Therefore need to
establish that document had an “art of confiderms&Sociated with it. Was file password
protected or marked confidential? This would hedgablish act of confidence.

Mere carelessness, leaving documents around isomsistent with an act of confidence and
may therefore not be a disregarded disclosure. eédewy a laptop sitting somewhere is not as
bad as a paper document since a member of gendsht pvould assume the laptop lost;
therefore more confidential.
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(b) Therefore file new UK patent application with UKORmmediately, or file PCT with
UK IPO immediately, to avoid any further public dissures as consequence of lost
document becoming state of the act for applicatibi. as soon as possible to get filing date
before competitor files.

As the client works for a large defence companig tighly possible that the application may
be made subject to a secrecy order. Thereforeotammediately file foreign applications.
However file at UK IPO and wait six weeks beforeeign filing or preferably ask for
immediate permission from patent office to forefig

(a) Additional Disclosure

Competitor’s recently published patent applicai®r disclosure. This cannot be disregarded
because it does not derive from client’s inform@tidl his will therefore be full prior art for
client's new application and client's improvememveéntion will need to be new and
inventive over this disclosure to be patentable.

NB: Cannot rely on a claim to priority to overcomtisclosure six months grace period from
filing not priority. Therefore, must file EP within smmonths also (preferably as soon as
possible with permission). EP non prejudicial hisares must be made as a result of an
“evident abuse” therefore theft would likely be eo@d but loss by accident may not be
disregarded — EP has higher more strict requirethamnt UK.

US has 12 month grace period for disclosures b¥iapp. Therefore should be okay to file
in US — do so as soon as have permission by UK IPO.

Also advise client that by loss of confidential elefe information he may be in trouble for
negligent breach of national security, advise honseek further advice from his employer if
not already done so.

As employee of large defence company, inventioorgd to employer if made in course of
normal duties.

(© Monitor for any applications in name of competitdite caveat. If application
publishes which appears to be directed to cliemt'gention then bring entitlement
proceedings under Section 8 (or 12 if EP) for ti@nsf application to client. Therefore
recommend that client prepares evidence to proveemship in any entitlement proceedings.

An amicable settlement appears preferable if chshes to obtain licence to technology of
competitor. Therefore a cross licence of compesitiechnology and client’'s improvement
may be useful.

Earlier client’'s application will be at least Secti2(3) art in UK to competitor’'s application
(if filed later).

Entitlement proceedings for EP application — brumgler Section 12 at UK IPO and request
suspension of proceedings at EPO until matter vedol

US interference proceedings — need to prove fiostnent. Therefore show date of
conception of invention and date of reduction tacgse.
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