2010 PAPER P2
SAMPLE SCRIPT A

This script has been supplied by the JEB as an example of an answer which achieved a pass in the
relevant paper. It is not to be taken as a "model answer", nor is there any indication of the mark
awarded to the answer. The script isatranscript of the handwritten answer provided by the candidate,
with no alterations, other than in the formatting, such as the emboldening of headings and italicism of
case references, to improve readability.

Question 1

Firstly | need to register myself as the agenttfis new client with the UKIPO (i.e. on the offitia
register).

The renewal fees in respect of the fifth year ware on the fourth anniversary = 10 Feb 2008 which
means the last renewal fee paid was in respetedikth year (2009).

The renewal fee in respect of the seventh yeardwaslO Feb 2010 and could be paid by 28 Feb 2010.
This date was missed.

There was a further grace period of six monthshicivthe fee could be paid with a surcharge bt thi
expired 31 August 2010 and was also missed.

Therefore the patent has lapsed and we must appigvie it restored under s28.

We must apply to the comptroller to have the patesitored as soon as possible (in order to minimise
third party rights) but in any case before the eh#l3 months after the expiry of the grace peridgD=
September 2011.

The application for restoration must be made udimg form (PF52) and paying the fee and
accompanied with evidence that the failure to pag wnintentional. The instructions from the client
to the US attorney should be useful evidence, thdursworn statement may be required by the
attorney and the client. Ask to see the letter ftbenold attorneys with wrong date.

If restoration is allowed the comptroller outstargdrenewal fees must be paid within 2 months. Be
aware that the next renewal fee will be due by @8 F011. You should be aware that the awarding of
damages during the grace period is discretionagyitssinot advisable to use this routinely.

The comptroller will impose third party rights umd®8A. This means that anyone who in good faith
started to work the invention (i.e. began what widuve been an infringing act if the patent were in
force) or made good faith serious and effectiveparations to do so during the period in which the
grace period had expired and before the publicataestore in the official journal will be allowed
continue those acts after restoration.

Third party rights cannot be licensed but can la@gmitted on death and assigned as part of the
business. Business partners can also benefit tnerrights. Suppliers and customers of the thirdypar
do not infringe the patent.

Third party rights are not awarded to anyone whgabethe infringing act during the grace period or
after publication of the application to restore tiatent.



Question 2

It is possible that the jodhpurs may be protectaglpatent as they have a technical benefit. Howeve
the disclosure was damaging to this (unless it avasrtified exhibition and was a single disclosure,
this does not seem to be the case) so we will fooysrotection with design rights.

Based on the information available the jodhpur appeo be new and have individual character
because it is a new type of jodhpur and responsdéban good so far. Therefore it can be protected
using design rights.

The jodhpur as a whole and the anti-slip design tmatyr be protected and can be put in a single
application. There appears to be no exclusion tieption based on visible in normal use (not a
complex product and the nature of the jodhpur méamsist be visible to work), must fit/match or
technical function. Although the positioning of thent may have to be in a specific region of thé c

to have the desired effect the designs of the priminot dictated by function.

Check that the designs were not made under emplayroenmissioned — if they were then Miss
Riding may not be entitled to the design rights.

Disclosure

Disclosures in respect of design rights are nosicten as damaging to registration provided that the
originate from the designer and occurred within ft# months prior to registration. Therefore |
recommend applying for registration of the desigriobe the end of 12 months from the initial
disclosure (check when this was). Also confirm thatselling at the show was the first disclosure.

In any case, the application should be made as as@wossible because the disclosure grace period
does not protect against’ arty disclosures and does not prevent application independently
designed jodhpurs from third parties which may ctftaur application.

UK Unregistered Designs

The client is UK-based and therefore appears ta fealifying person, therefore unregistered design
rights are already in place protecting the design.

Protect for shorter of 15 years from first fixifgetdesign or 10 years from first marketing (enthef
calendar year in each case) with licences of iigkhe last 5 years. Effectively this right will gxe at
the end of 2020 (the end of the year, 10 years fi@nmarketing).

Protects only against direct copying which muspimven.

Does not protect surface decoration which the fipat@sign of the anti-slip print could be percaive
to be.

Community Unregistered Designs

Protect for 3 years from first making the desigailable. This is unlikely to be long enough to pudt
the jodhpurs throughout their commercial life.

Also only protects against direct copying.
UK and Community Registered Designs

Registered designs are a monopoly right, theredorét need to show direct copying, only that the
design gives the same overall impression to thamméd user.

Protect for up to 25 years, renewals due everyabsye



A single application protects for whole of EU (Coommity right only). | recommend applying for this
as soon as possible.

Also consider foreign application, e.g. US may beigamarket. File within 12 months of disclosure
for these too. US registration gives 14 years ptaig (no renewal fees).

Summary - unreg designs already in place (both aamitynand UK) but only protect against direct
copying. | recommend applying for community registe design asap but before 12 months from
disclosure to give monopoly protection.

Consider where else protection might be needed.

NB — consider a UK registered application firsidaled by a community application 6 months later,
claiming priority from UK application.

Question 3

As an exclusive licensee my client has the righdttwt an action for infringement of the patenteonc
the licence is signed.

Before starting an infringement action - check tiat transaction was registered as soon as pgssible
in any case make sure it is registered before mber 2010 using the form and fee because failure
to register a transaction within 6 months (or as#ier if not practical) can result in no costs Igein
awarded in a court action.

Also register myself as the agent for the new tlien

Ask the proprietor if they want to start an actagainst the infringer and let them know that Opto
intend to if not. The proprietor must be added aminal defendant if they are not a claimant and
will consequently not be responsible for any costs.

Write to infringer to make sure they are aware atept (do not threaten them), also check thatezarli
communication did not constitute a threat.

It seems unlikely that the infringer will take abslicence as they have refused to pay royalties but
attempt amicable solution again before beginninguat action.

The patent is granted and can be enforced immdégiatdhen starting an action for infringement
request an interim injunction. This is likely to &&arded as the infringing item is new to market.

If successful at full trial the client is entitlegd final injunction, damages OR account of profits,
destruction or delivery up of Infringing items agmsts.

Question 4

Check whether the error was also present in tharigriapplication, the fact that it is described as
identical suggests that it was. If it was thendhdier application will also need to be correctédot
then we just need to deal with the PCT application.

The PCT application was made at the end of theifyriperiod suggesting that it is too late to refil
the application with the corrected version. It idikely that we can file a late declaration appiica
(within the 14 months from the first applicatiory) this requires the lack of filing to be unintentd
and we cannot claim this because we filed on tirsethermore, the 14 month period is not available
In all PCT member states so this is not good advice

Check whether there has been any disclosure bettheefirst application and now. If there has not



then we could potentially withdraw both applicagah the earlier application has not yet published
(due to early publication) and refile the PCT witha priority claim. This is risky as there may bav
been other intervening disclosures.

It is possible to correct mistakes in a PCT apfilicaprovided the correction is obvious, the etigor
described as A (as in a single) non-typographioarevhich occurs throughout. If the skilled person
would understand that the error is a mistake tivaple correction of a mistake can be made.

If it is not simply a matter of correcting a mistathen it may be possible to amend the application
provided the amendment is not adding matter tosgheification. Without further information it is
hard to say whether this is the case.

If no corrections or amendments can be made there tmay be no point in continuing with the
application(s). As they may be damaging to thentliemay be best to withdraw them (or “it” if erro
only in the PCT) before publication occurs.

Question 5

Obtain a copy of the letter sent by C to J to chetlether a threat was made. If it was merely
providing information about the application themwds not a threat.

If there was threat made then it was made in réspfean application and therefore not capable of
justification.

However, check what the threat constituted.
Check what the patent application covers, it apptmbe a product application

J appears to be supplying an infringing deviceibbe also manufacturing or importing? If so thies t
threat is not actionable. Threats made to an irepait manufacturer (or user of a process) can be
made with impunity. Likewise, if the threat relatedmaking or importing (or using a process) then
the threat is not actionable as this type of thceatbe made to anyone.

Try to purchase the infringing device. This willlpeestablish whether it infringes and also avoid a
later defence by J that they were not offeringitibwe for sale (i.e. it was merely an invitationtteat).

It is possible that | could start an action forwgrdless threats under s70 if the threat is actiendb
they do this then they would be entitled to anngfion against further threats, a declaration that
threats were groundless and damages for any leastsned due to the threats (e.g. loss of sales).

C could defend his actions by proving that the patence granted) was infringed by J, i.e. theathre
was not groundless.

It is likely that J would then attack the validiby the patent and that C would have to prove tlgat h
had no grounds to suppose the patent was invdliesd are all tricky with an application.

I recommend entering UK national phase early,fblens AF1, 9A and 10, pay filing fee, search fee
and exam fee and request accelerated prosecutiotheorground that possible infringement is
occurring. Also provide a copy to the UKIPO andvide a translated copy if not in English. Make
sure declaration of inventorship and any priorilgiras formalities were dealt with in international
phase (should have been if the app is published).

Consider making any amendments to the UK clainengure J’'s product is covered (provided there is
basis in the application as filed) and then fiiasional application to the original broader ofai.

The application is published and therefore damagestheoretically available back to publication.
Furthermore J cannot claim reduced damages duentcent infringement as they know of the



application’s existence.

Ideally we want to attempt an amicable solutiorthte potential for a groundless threats action so
approach J and offer them a licence to the appican favourable terms and retract the clienttgete
if it constituted a threat.

Question 6

Check that CCC’s patent is in force and wherehé&rd an equivalent patent in the country of the
manufacturer?

Get hold of the modified device that MMM plan tpl&ce your product with. Establish whether it
infringes CCCs patent. If it does not there is odher action that CCC can take (except perhaps
renegotiate the terms of supply with MMM).

If the modified device infringes CCCs patent thetablish what actions MMM are performing that
may constitute and infringement of the patent.

MMM have so far carried out extensive researchisagly in the UK, on these devices. Extensive
implies that the de minimis principle will not agghere. However, MMM may have been using the
infringing item for experimental purposes relatinghe subject matter of the patent. If this is¢hee
then they have not infringed the patent.

MMM are planning to import the modified device aado presumably use and keep the device (check
that they are not also making, disposing of orraffgto dispose of the device). These actions would
constitute infringement of the patent except thate is an exclusion to infringement is s60 fottgpar
of an aircraft temporarily in UK airspace.

Given the harmonised law in Europe it is likelytthiais is true throughout EPC contracting states.
This means that the exclusion is in place throughloe operating territory of MMM. Check with
foreign attorneys.

However, there is a question as to whether anadirtitat operates solely within the UK and Europe
could be considered to be temporarily in such airep(particularly for UK domestic flights in this
case).

| recommend attempting an amicable solution with MMenegotiating the licence may ultimately be
more cost effective than initiating an expensivertaction for infringement.

Currently MMMs actions appear to constitute onlpesmental use and we cannot start an action
against potential future infringement. The likelilsbof success with regard to future actions is drigh

it is unlikely that MMM could show that all of threactivities were in relation to aircraft tempohaiin

UK airspace. However, the outcome of the caserisdan certain.

Does the modified device has a patent applicatemdmg? If so the manufacturer may be aware of
CCCs patent and want to take a licence to the pateven consider cross licensing.

Question 7

[ nventions

The prototype gets the date of April 2010 (l.enir&B2) whilst the general concept gets the June
2009 date (from GB1).

The optimisation appears to be a new invention ausider filing a PCT2 application just to the
prototype claiming priority from GB2 before (bubsk to) April 2011. This will maximise the term of



protection of the prototype (i.e. an extra 10 mehtfThis is an expensive option but 10 months is
almost 1 year and the expected revenue is $1byeper

Co-ownership

Development of the process needs to be investigatetie moment it appears that it may have been
co-invented with the external company E. The testhether E made and inventive contribution to the
subject matter of the invention.

Given there is no agreement in place to the contthe process is likely to be co-owned with E. Co-
owners have an equal and undivided right to wokk ghtent but cannot licence, assign, mortgage,
surrender or revoke the patent without all co-owramsent.

File a patent application to the process, | recondre UK application as this is cheap and we only
need it to serve as basis for a priority claim lnmionths. We want to keep the process separate from
the prototype because not doing so would give Esto anything else in the application (e.g. the
prototype if we put the process in PCT2). File & R(plication to the process claiming priority from
the UK application in 12 months.

File the application before PCT1/GB1 publish whistdue to happen in December (18 months from
priority of June 2009) so that PCT1 is novelty oafyto the later application. Consider allowing1GB
and GB2 to lapse as PCTI. and PCT2 will protedikn

Licensee
The licensee L's concerns are valid so negotiath ®wito take an assignment of the process patent
application (or an exclusive licence). Use the pié cost of maintenance of the patent (for which

co-owners are jointly responsible) as a negotidiod This should reassure L.

Grant them an exclusive licence rather than asdigs, makes sense at C cannot manufacture
themselves and we want to maintain control of fieelpct and process.

Other points

Given the potential value of the invention and itegponse so far consider filing applications oesid
of the PCT (e.g. Taiwan, Argentina).

Consider a freedom to operate analysis, includipgi@ art search. Consider whether there are any
blocking patents that may require a licence.

Cost implications—separate filings equal higher ntemance and prosecution costs (including
translations) but the potential value outweighs ths does the commercial certainty of keeping
prototype out of hands of external company. Alke,firior art search is not an insignificant cost.

Question 8
Jan 2007 = earliest priority
!
July 2008 = published (broad claims)
!
August 2008 = GB granted
! = GW selling chain kit in UK
Soon = GW selling chain + kit to US
!
Jan 2011 = Byear renewal fee
l

July 2011 = R30 period



Granted
FB’s patent to a bike comprising the chain is gedrand can be enforced immediately.

Make sure FB know that the first renewal fee is tuganuary 2011 and that although there is a
grace period for renewals, the awarding of damé&myesfringement during the grace period is
discretionary. So, pay the fee by 31 January 2011.

Divisionals
Renewal fees for the divisional application aredwe until (3 months after) grant.

The R30 period for the parent application also iggpio divisional applications and is thereforeyJul
2011. While the divisional application is outstargli(i.e. not granted, withdrawn or terminated) we
are able to file further divisionals. Thereforensmer amending the divisional to claims limitedhe
chain and file a further divisional application ttte method of manufacture and remaining scope.
Request accelerated prosecution of the new clartigetchain.

When filing the new divisional make sure that ptiois claimed from the parent and complete all
formalities (i.e. pay application, search and exaes and request search and examination, make sure
claims and abstract are filed). This is becausevaust the application to grant quickly and therads

a lot of time left to comply with R30 in any case.

GW past UK actions

The claims as granted appear to cover GWs actiitye August 2008 and therefore we can sue them
for infringement of the patent.

Start by confirming that the chain is covered by thaims as granted (any bike that has the chain
would appear to be an infringement).

Write to GW and inform them of the existence of gaent. If they do not stop selling the bikes or
request a licence then start an action for infinget of the patent by importing and selling (dispgs
of).

Investigate other infringing acts also: not mantifeing but are they keeping, offering to dispose of
Include these in the action. Also consider the ipddg of contributory infringement for GWs
customers (discussed further below in relatiorme&dhain).

It is unlikely that an interim injunction will bergnted as the bike is not new on the market. Howeve
if successful at full trial FB are entitled to dagea (which may be awarded back to publication) OR
account of profits, a final injunction, delivery op destruction and costs.

This will stop them selling the bikes.
GW recent UK actions

The granted claims mean that by providing a mealaing to an essential element of the invention
GW are committing contributory infringement by siyppg and offering to supply the chain in the
UK where it Is intended to be put into use in thK.Ut is unlikely that the chain is a staple
commercial product but even if it is GW appear ® ibhducing infringement by providing the
retrofitting kits.

FB can start an action for contributory infringemehthe granted patent also in this respect. Given
the product is new to the market the courts may@wa Interim injunction (based on whether there is
a serious case to answer, which cannot be adeguatetpensated by damages, the balance of
convenience test).



FBs position in this respect would be greatly ewlednonce the divisional application to the chain on
its own is granted. In this case GW would be diyeicifringing the patent buy offering, disposing of
keeping and importing. It may be worth waiting Uttie divisional is granted for greater certaimty i
the court action. Two separate actions are likellye joined into a single one in any case.

Delaying action should be balanced against the neqafoceed quickly to get the product off the
market and optimise the likelihood of obtainingiaterim injunction.

GW future US actions

There is no US patent granted or application penthr=Bs chain that we know about, but check.

GW plan to import the chains and kits into the WKaabase to supply the US market. This does not
infringe the patent as granted as there is no Wikethermore, it is not contributory infringement
because the double territorial requirement is net (the intended use is outside the UK). Therefore

FB can take no action at present.

However, the act of importing, offering to dispasfe disposing of and keeping would infringe the
divisional application to the chain once granted.

If there are no non-UK patents then GW could bygassUK and supply the US market without
interference from FB. It is too late to file anymbK applications as we are outside of the coneenti
period.

Other points

GW customers - are infringing the patent by usimg ¢hain but the de minimis principle probably
applies and It is not feasible to pursue each ousto

Find out where the chain is being manufactured the UK (unlikely given importing) then pursue
them too.

Given GW seems to be much larger than FB a licemight lead to greater sales of their product and
give them the best return. Attempt amicable sotufirst.

kkkkkkkk k%



2010 PAPER P2
SAMPLE SCRIPT B
This script has been supplied by the JEB as an example of an answer which achieved a pass in the
relevant paper. It is not to be taken as a "model answer", nor is there any indication of the mark
awarded to the answer. The script isatranscript of the handwritten answer provided by the candidate,

with no alterations, other than in the formatting, such as the emboldening of headings and italicism of
case references, to improve readability.

Question 1

First, | will register myself as agent for this eagiving the IPO my address as its address-fofieer
Communications will now be sent directly to me aad be reviewed without delay.

The 2010 renewal date was on the 2010 annivergdilyng, i.e. on 10/2/2010

The renewal period in which fees could be paidfram the start of December 2009 to the end of
February 2010 (1/12/09 - 28/2/10, or 29/2/10 istyear was a leap year).

This period was missed and there is no indicattoprasent that your client intended to pay in this
period.

The 6 month grace period for paying with a surcbargn up to the end of August 2010, i.e. to
31/8/1Q

This period has also been missed (although | utatedsthat your client intended payment_in_mid-
August,thereby indicating an intention to keep the cdise.a

A request for restoration will thus be needed. Tkadline is 13 months from expiry of the grace
period, i.e. to 30/9/1thowever, see below...).

A form and a fee are needed within the deadline.
We will also need to provide evidence that failtwmepay was_unintentional eitherin the normal

period _orin the grace period. Preferably we should filis thith the form and fee, but the evidence
could be supplied later on invitation by the IPO.

In the present case, it looks vdrlgely the request will be accepted, because thentcinstructed
payment during the grace period. Please providevitiea copy of that correspondence so that | can
submit it as evidence (is it clearly date-marked?)

If the request is accepted, the IPO will send taa for paying the renewal fee and additional fee.

We should of course also ensure the 2044 ( renewable = 10/2/11 and payable from 1/12/11
28/2/11) is also paid.

| recommend we request restoration as soon ashpmdstcause third parties who in good faith in the
UK carry out or make serios or effective preparadito carry out an act that would infringe were the
patent in force aftethe end of the grace period hut beftire IPO publishes on the register the request
for restoration will be entitled to carry dar do in case of preparations) notwithstandirsgamation.

Finally, do you have any record of the IPO sendingfications that the renewal fee was not paid in
(a) the normal period or (b) the grace periodnolf |l will check with the IPO whether they have any
record of sending these. If mmtification was sent, we could make a parallguest for the IPO to

rectify the procedure (r107). if successful, tH& @arty rights discussed above would only be

discretionary



Question 2

Patent protection in Europe no longer possible as inventi@as voluntarily disclosed months ago.
If US is a market of likely interest, recommewe file an application there asapthe_concepfusing
12 m grace period).

Registered designs

Could subsist, directed to the appearasfcie various jodhpurs that incorporate the pdgsitterns.

No reason to suspect their appearance is not neliffér in more than immaterial details) or does no
have individual character (= creates different altémpression on informed user, taking into acdoun
design freedom), at least in respect of previodbpardesigns.

May be an individual character issue with regard ® gbck-slipper soles as these have “similar”
appearance. However, overall design of jodHiikaly to create different overall impression fram
sock.

Duration of any registered design (UK and/or ComityQirwould initially be 5yrs from application,
renewed up to 4 times for 5 years each (S0 maxim@® years).

Advantage over unregistered rights is that thegat@in is absolute

Therefore could prevent®@arties from making, offering, marketing, usinapbrting keeping any
designs not creating a different overall impressinrthe informed user.

Possible to save some money by covering multipkgds (i.e. jodhpurs that incorporate different
print patterns) in a single application.

However, still potentially vulnerable td*3arties who use a strikingly different printingttean (in
appearance) whilst still achieving the improvegbgri

Recommendapply for Community registered rights in view afirBpean export (not just limited to
UK).

Consider also applying for separate UK rights tspa imports into UK.

The start of sales 7m ago does not preclude regigteow as there is a 12 month grace period.
However, recommend we file aspmitigate danger of d%Jarty registering first.

Unregistered designs

0) Community

Likely to subsist in jodhpurs incorporating the nprdesigns that have been created (i.e. already
“fixed”) - subsistence as per reg. designs disaliageve).

Lasts only for 3yrs from first disclosure in EEAhih looks to be about 7 months ago. Therefore
probably only about 2 ¥ yrs left.

Also protects only against copyimd the design - which could in practice be hargrove.

(i) UK Design Right (DR)

Protects aspects of shape or configuration oflastic



Likely to subsist here as designs appear to bénatij.e. not copied by client) and not commonplace
in design field (horse riding accessories - uniikelinclude_socksso similar sock-slippers unlikely to
cause problems).

There could be a problem if the printed patternsi¢iv are the parts possibly giving rise to the giesi
right) are regarded merely as “surface decoratibatause no DR exists in surface decorations.

However, | conclude this exclusion is unlikely tpply because the prints clearly fulfil a technical
function (improving grip) rather than being merdicorative.

Client appears to qualifior the design right as she is UK based.

Duration is end of the calendar year 15 yrs aftieirig”, but limited to end of calendar year 10 yga
after ' marketing if this is earlier. As marketed alredklg year likely to run for ten years from end
of 2010. Note also that in last 5 years, liceragsf right will be available.

Protection is onlyagainst copying.May be hard to enforce here because of (a) diffidn showing
copying and (b) vulnerabilities to small changedtia printing pattern that mean “copies” are no
longer “substantially” of the protected designg, &till achieve improved grip effect.

Other recommendations

Try to obtain more information about possible irflinto UK market - e.g. who is making the
“copies” and where? if find out, consider negatigtto provide them with a licence in view of
vulnerability of any rights to modifications of tipeint pattern that retain the grip effect.

Question 3

Review license agreement to confirm that it prosid® with exclusive right in the UK to do what
alleged infringer is doing. If not redraft and egotiate licence asap, ensuring that new license al
provides O with right to bring infringement procéegs against infringing acts occurring befatate
of new licence.

O has a statutory right to bring infringement pemiags in respect of acts occurring after license
signed. Therefore can start proceedings as irdnmant (“offering”, probably also disposing” ) began
1 month ago and licence was signed earlier, ori3/6/

P would be brought into proceedings as a partywoutld only be liable for costs should they take an
active part in the proceedings.

Ideally want P to act together with O as we wilkkrthbe able to_amentthe patent if this becomes
necessary (e.g. if find partially invalid and réli® made contingent on amendment).

Therefore recommend meeting with P to discuss tsitipn. Point out in Ps interests to co-operate
because in infringement process the alleged irdring likely to counterclaim for invalidity.
Therefore P’s patent potentially could be revokaeventing further exploitation by P (e.g. license
likely to be void - check terms though!) and paity meaning O could sue for payment back of
already paid royalties.

Also review strength of patent (validity) and sg#nof infringement case before taking any action.
For latter, obtain samples to compare with claiptsq as proof of actual “disposal”).

Rapid action may nonetheless be appropriate if the appea of infringing product on marketing is
causing irreparable harm to O. Possiéfeinterim injunction could be obtained here iérthis a
serious case to be tried (i.e. good case for igéninent), harm could not be adequately compensated
by post-trial relief (e.g. irreversible price degiegion) andbalance of convenience in favour (e.qg.




infringing product only jusbn market so could be stopped relatively easily)practice though may
just be granted early trial.

Also check immediately whether exclusive licences hget been_registered If not, register
immediately so that registration_is completithin 6 months of licence date (i.e. by 3/12/1@gilure
to do that means that costeuld be unavailable in any infringement procegdipursued against the
alleged infringer.

Question 4
There are three possibilities for amendment of & B@plication:
(i) Correction of an obviouserror

If the error is “obvious” (in the sense that itclear there is an error am¢hat the correction must be)
then application for correction of the error canneede at any time up to 26 months from the priority
date This could be applied for immediately (i.e. bef@earch is carried out) so recommend we do
that if the errors are arguably “obvious”. Notattthere is a danger of the national/regional effic
reviewing any correction once the national phass begun (i.e. well after publication of the
international application). Looks unlikely to bessible here as error is “non-typographical”.

(i) A19 Amendment

After issue of the international Search Report, ¢lams (only- not description) can be amended.
Amended claims would need to be sent to the IBhieyldter of 16 months from priority and 2 months
from the issuance of the Search Report).

The IB will not itself check for basis for the atag, but this willbe reviewed by national/regional
offices once the national phase has been entdredrefore, must decide whether there is biasibe
PCT text as filed for amending the “non-typograghierrors” to whatever the corrected language
should be.

If there_isbasis, recommend amending at this stage as iemslire the corrected claims are published
in the international phase (thus triggering praoisil protection for the invention).

(iii)  A34 Amendments

It is possible to amend the claims, ahé description, during International Prelimin&yamination
(IPE).

Deadline for filing a Demand (at the InternatioRakliminary Examination Authority IPEA) for IPE
is later of 22 months from priority and 3 monthsnfrissue of the Search Report. A handling fee and
IPE fee are also payable (due | month from filing Demand).

Amendments can be filed at any time before IPEAin®edo draw up the final International
Preliminary Report on Patentability. However, prably file with Demand.

Again amendments must have basighe PCT text as filed.

Other options

If error is not “obvious” and cannot be amendedcéluse there is no basis for the amendment) then
best option is likely to be to abandon the PCT ¢asee_publicatiortould apparently be damaging to

client’s interests).

In this case, consider filing a new PCT applicaiiomediatelyin which error has been corrected. of
course check first that client has not already iplybtlisclosed the invention.



If still within 1 year of original patent applicationlaim priority (as will be entitled to priorityni
respect of subject matter where error ispresent).

Note though danger not just of client's own disates, but also of"3party disclosures and/or patent
filings in the year or more between original prigépplication and filing of new PCT case.

Question 5

Seek to obtain copy of letter immediately for aseemt.

Danger that J (or any other “aggrieved party”) doliting proceedings under s70 that C has made a
groundlesshreat.

First check whether letter is a threat to bringingfementproceedingsn the UK If letter merely
draws attention to existence of PCT applicatioris ihot a threat. Likewise, if letter is merely an
enquiry as to who is making or importing the deyités nota threat.

If letter, doesthreaten infringement proceedings, confirm thegt dn “aggrieved party”. This is very
likely as any infringement proceedings would preahbly cast commercial uncertainty over his
business.

Check what actthreat is directed to. If the threat is being madainst manufacture/importation of a
product or use of a process, it_is ramt actionable threat. Similarly, if the threatirisrelation to
anythingdone by a persowho manufactured/imported the product, or useptbeess, it is also not
actionable.

Important consideration here is therefore whethisralmanufacturer/importer of the device in the, UK
as well asthen supplying it in the UK (if yes, any thredtelly not actionable) or instead is merely
supplying (commercially) a device which has beenlenar imported by another pariiy which case
any threat could well be actionable).

If an actionable threat has indeed been made, iitlilely to be regarded as “justifiable” becausks it
not based on a granted patent.

Therefore recommend that we consider carefully idreletter represents a threat that is potentially
actionable by J.

If it is, recommend that we write to J again toksée define the situation, i.e. make clear no
proceedings are currently contemplated and consifienng an incentive (e.g. payment) in order not
to bring a groundless threat action.

Meantime, in view of apparent infringement in U€commend seeking to obtain a granted UK patent
asap.

Therefore recommend entering UK national phasey ééek + explicit request for early processing)
and then accelerating prosecution (file search esfge fee and exam request + fee on entering
national phase, request accelerated prosecutiom rgson that infringement is believed to be
ocurring). Also consider amending claims to ditketm specifically to J's device (+ file divisiornal
broaden claims).

Once patent has been granted, will be in a muomgér position to pursue infringers (cannot acjuall
start proceedings before grant).



Question 6

EP(UK) ‘456 provides protection against unauthati8d parties making, offering, disposing, using,
importing or keeping the device in the UKrovided of course that it is currently in foreeheck
Register to confirm all renewal fees up to date).

However, in relation to aircraft the protectiorsighject to an exclusion: it is nah infringement of the
UK patentto import, store or use accessories for an exairgiteraft (S60(5)(f)). Exempted aircrafts
are those registered outsitie UK.

It is currently not clear whether MMM’s “modifiedetlice” falls within the scope of the claims of
EP(UK). This should clearly be studied. It mayibeahe scope of the claims if the “modification”
simply adds additional features, but may not b&éhé& "modification” replaceslaimed features of

CCC's device.

Regardless of this analysis, MMM'’s activities tlaue unlikely to infringe.

(a) MMM'’s maintenance in the UK carried out with CCQlevices does not infringe as CCC
supplied those devices and therefore at least ditiplconsented to their use.

(b) MMM’s research on the disposable devices is likelfall under the defence of “experimental
purposes relating to the subject matter of theritiva” because it seems to have been directed
to finding out new information about the devices.(how they could be improved).

(© MMM'’s trials on its modified devices, even if thaye in the scope of EP(UK) 145B’s claims
are likely to be regarded as private, non commkusia (another defence) because they do not
appear to have any immediat@mmercial aspect.

However, there mabe infringement should MMM impoihto the UK and subsequently use/dispose
of the modified devices in its commercial maintenahasiness. Clearly, this is contingent on the
modified device being in the scope of the claims.

Further, infringement probably would occur onlyr@spect of maintenance of UK-registeisctraft
because as discussed above EP’456B does not tpragminst dealing in accessories for
“exempted” (foreign aircraft).

Note that the UK airlines would then alse infringing as users of the device.

Further if there are any in-force equivalents of( P elsewherethose may be infringed by the
corresponding European airlines when their aircea® in home territory (therefore check for
equivalents).

Question 7

) Strategy For Maximising Term

The general concept was first disclosed in GB&dfh/09.

It is now too late to file any further priority ahaing application from GB1 because the 12m priority
period has passed. Furthermore, it is not possibigaim priority for the general concept from GB2
filed 4/10, because GB2 is not the 1st applicatithat subject matter (GB1 had not been withdrawn
leaving no rights outstanding before GB2 was filetthis was clear as GB1 has since served as a

priority claim).

It is also_notpossible to file a new application without a pitiprclaim as general concept has now
been publicly disclosed at the 8/10 trade show.



Therefore general concept should be pursued in PCT1

There_maybe an exception in the US, where a 1 year gracedexists after disclosure by an
inventor. An US national application with no prigrclaim therefore in principle may be possible
until 8/11 provided PCT1 is not brought into theioal phase. However, recommend taking this
approach in view of danger of other disclosureshisd parties or third parties making earlier US
filings, i.e. recommend pursuing PCT1 in US natlgiease also.

Prototype was first disclosed in GB2, filed 4/10.

Therefore a further PCT application, PCT2, shoddiled in due course 12m from GB2 (i.e. in 4/11).
The prototype can then be pursued in PCT2.

In order to avoid double-patenting and self-catiisproblems, it is important that PCT1 claims only
the general concepthile PCT2 claims only the prototypdt appears that the prototype is nofasid
probably at least arguably inventives.g. as a selection invention) over the genssatept, but this
should be checked. Provided that is satisfied theentry into the respective national phases PCT2
should not be deprived of novelty by PCT1, whileeintive step should not matter because PCT2's
priority date is before PCT1's publication date *

*This may not be correct in the US where the claims may riedoe “patentably” distinct i.e. also
inventive. This should be checked with a locabraty, but the worst case scenario appears to be a
termed disclaimer limits the term of PCT2 to thbPGT1.

As regards double-patenting, this will need to besidered nationally. For example, in the UK there
should be no issue as PCT1 and PCT2 have diffpraity dates.

(i) Other Thingsto Consider
There is clearly an issue with the rights to theafacturing process.

On the facts, it seems very likely that the prodasention is owned jointly by C and E. Are there
any notes of collaborative meetings, log bookg@ttheck who came up with the inventive concept?

A patent application should be filed to the newcgess asap as this will provide additional patent
protection, both to use of the process itself amdealing in the direct produof that process (i.e. it
protects the product when made by the process)ordar to maximise term, a priority application
should be filed initially, with a PCT applicatiotaoming priority therefrom in 1 year’s time.

It would be desirable ndb be forced to file the application as joint apght with E, since rights to
prosecute and deal in the subject matter would bieesubstantially reduced in the absence of specifi
agreements, e.g. cannot amexpplication or_licenssubject matter independently. E would also be
entitled to work the invention (although this woyddesumably result in products in the scope of
PCT1).

Therefore suggest negotiating with_E immediateith a view to obtaining an assignment of their
rights in the invention. E may well be preparedagsignrelatively cheaply or even simply for
continued goodwill as they would in any case notebétled to carry out the process (due to C'’s
existing PCT1 protection for the product per se).

If an assignment is absolutely not possible, ay Jeast seek a clear written agreement giving C
exclusive rights to prosecute (e.g. amend) thenpaeplication anduture applications and to license
(needed to get deal in place with licensee).

Also sensible to ensure confirmatory assignmentsgbits are in place from alhventors(for GB1,
GB2, PCT1, future cases), both at C and at E.



It would be sensible to carry out a prior art skaacound the new product (+ its manufacturing
process) to add certainty that patent applicatstrmaild proceed to grant. Has the PCT1 searchtrepor
issued yet? If yes, review documents closely sesstheir relevance.

Still further, consider a freedom to operate se&oatonfirm L would be able to manufacture and deal
in the product without infringing earlier IP rights

Also worth checking that all matters are up to adatehe existing PCT1 application.

Finally if the prototype has a striking shathat is very different from previous products lne tfield,
consider whether applications for registered desmgrs might be appropriate.

(iii) Costs

In the short term, the primary costs are likehb®associated with any prior art/freedom to operate
searching, costs in reaching an agreement with &btain complete rights in the new production
process (e.g. by way of assignment) and in dratiimgw application to the production process ilin
could be cheap as could do in the UK without paying fees). In April 2011 further cost would be
incurred by filing PCT2. Substantial downstreanstsonvould arise for national phasing PCT1 (30m
deadline = December 2011; for 31m states deadlinlarruary 2012) and then PCT (30/31m =
October/November 2012). Hopefully at least by oval phasing time, royalties will be well
underway.

Question 8

Protection in UK currently is from granted claineshtikes having their chain (“BC”), not to the chain
per se or to its manufacture.

It would clearly be helpful to obtain granted clairto the chain itself, via the currently pending
divisional claims (cannanforce divisional claims yet as they are not ggdn

Therefore recommend reviewing divisional file toeckh on its current status and requesting
accelerated prosecution (with reason that infringenis believed to be occurring). The compliance
deadline is in July 2011 (=priority date of Jan 2804 % yrs; assuming that &xam report on parent
case did not issue late - if it did compliancesdabuld be 1yr from*1Exam Report, if later than July
2011). However, hopefully will be possible to secgrant before then.

Also consider amending divisional claims to just tthainto expedite prosecution. Could file a
further divisional to the manufacturing method ésded (deadline is 3m before compliance date, so
will be possible at least until April 2011).

Taking each of GW'’s actions in turn:

| mport/sale since Aug. 08

FB “thinks” these bikes have the special chain.ea@l this will need to be established before
contemplating bringing an infringement action. WHkaidence do FB have? Suggest we obtain a
sample of the chain (if not done already), e.gattpally buying one of the bikes. Is the chain itlea
identifiable as being the “modified chain” by sigbt could laboratory tests be done to prove that i
Is?

Once satisfied that chain on GW'’s bikes is inddedrodified chain, then it will be possible to lgrin
infringement proceedings based on the granted G&npa The _grantedlaims have been infringed
both importatiorand saldoy GW in the UK (check that importation is actyddly GW rather than by a
3" party having title in goods or entry into UK?3lf party, could sue them also).



Relief available in damages account of profits, delivery up of infringing pnact, declaration of
patent valid + infringed, injunction against funttwefringement, and costs.

Note that_interiminjunction not likely to be possible as producésén been on market for significant
time (+ no indication damages not a sufficient cengation).

Defence of “innocence” unlikely as GW is a “largeholesaler (therefore damages/account of profits
possible).

Damages/account of profits back to date of grantikely to be large as case has just granted.

However, can alssue for importation/sale occurring in period begwgoublicationof application in
July 2008 and grant. This covers the entire pesidtie infringement, so potentially lucrative.

Relief is available provided the alleged infringemes in scope of both claim as published asd
granted (it isbecause both sets of claims cover bikes with ¢hain

Amount of damages or account of profits will takéoi account whether it would have been
reasonable to expect a patent to grant for theighda claims in so far as they cover the infringetme
No reason to believe that it is not the case radtieough the published application “broadbdvered
the bike.

Recent stocking of chain and kit

Stocking these parts not a literal infringemengrdnted claims as the chains directed to a complete
bike.

However, can still be considered whether stockimgg¢ products is an indirgofringement.
To be so, must:

be supplying or offering to supply in UK (yes, irk;Ustocking likely to be considered at least
an offerto supply; consider also buying samples as prbattual supply;

a person not entitled to work the invention (yasstomers other than those supplied by FB is
customer likely to be “private non-commercial usensd therefore not liable themselves, but
still not “entitled to work invention™);

with a means relating to an essential element @fitkiention ( (i) chain - yes, provided it is

indeed special chain this is clearly essentiahfiaking the claimed bike; (ii) kit - arguable as
kit itself not part of the claimed product, but etimeless is a tangible means enabling
manufacture of the bike);

when he knows or it is obvious that the means aitalde for and indeed intended for putting
the invention into effect in the UK (likely yes fboth chain + kit as chain could only be used
to fit to a bike + kit is specially designed toaall making the bikes, + selling in UK so can
expect bikes to be assembled in UK).

Further neither chain nor kit is a “staple commargroduct” because the special chain is a new
product, and so is the kit - they can apparently be used for infringing purposes. Moreover, GW
may well be inducing infringement, eg by way ofithgackaging/instructions.

Therefore at least stocking of chain likely to bgarded as indirect infringement + possibly alsdiki
it is “may relate to essential element” - notepatlsat if chainnot available then kit will be no use

anyway).

Relief again if damages account of profits, injunction, delivery up, deelgon, costs.



In this case, interim injunction to stop stockimgniediately mightbe possible, because the act has
only “recently begun”, i.e. sways the “balance wfdnvenience” in favour of FB. However, still
unlikely on present facts compared to simply a dpdgal as not clear that post trial relief woudd
incapable of adequately compensating the client.

Once_divisionals granted, this could be used to pursue stoakirthe chain as a direatfringement.
Recent Statement

No infringement has yet occurred as GW have natadlgtcarried out act identified in their statement
(or it appears not - worth confirming this).

If act iscarried out, there is no direct infringement of $Branted patent as importing chaared kits
to US does not involve making or dealing in a catgbikein the UK.

Moreover, this time there is also fdirect infringement, because although the “meamgolved

(i.e. chain/kit) are identical to these discussed detail above, GW in this case are not
supplying/offering to supply when they know/it ivious that the means are intended to put the
invention into effect in the UK Rather in this case the invention is only ptt ieffect (i.e. bike only

created) in the US

Therefore at present no action could be taken asislud granted patent to stop GW if they startrthei
proposed activities.

However, the divisionahpplication has claims to the chaier se. If grantedt would then be an
infringement for GW to_imporand keephe chains in the UK. This makes clear the ingmée of
getting divisional granted quickly.

An infringement action could therefore be startéidragrantof the divisional, with relief potentially
claimed for entire period over which GW acts beeagbain per se was alsdaimed in FB’s
published application.

In this case though, negotiations may be a bedttict It appears FB here have no rights in theotJS
indeed anywhere outside UK. Therefore GW mighspneably just move their base to somewhere
else in Europe and continue to supply the US marké#dthing could be done to stop this assuming
there are no European or US rights.

Therefore consider negotiations with GW for themtake a_licence They could well be keen to
cooperate as will want to preserve their shareepriit will also be potentially lucrative new rewven
stream in royalties for FB.

Note this would require drawing attention to digisal claims. GW might then file"3party
observations and thus delay grant. Therefore densieferring contacting GW _at alhtil divisional
is granted.

* k k k x k k¥ * x %



2010 PAPER P2
SAMPLE SCRIPT C
This script has been supplied by the JEB as an example of an answer which achieved a pass in the
relevant paper. It is not to be taken as a "model answer", nor is there any indication of the mark
awarded to the answer. The script isatranscript of the handwritten answer provided by the candidate,

with no alterations, other than in the formatting, such as the emboldening of headings and italicism of
case references, to improve readability.

Question 1

Case filed 10 Feb 2004 so first renewal deadlin&foear is 28 Feb 2008.
=p last renewal now due 2&eb 2010
6 month grace period deadlin€'3ugust 2010, which was also missed.
Renewal paid for 2009, so patent clearly granted.

Patent has therefore lapsed, but can apply foonasin and patent will be restored if we can sliosv
failure to pay renewal fees was unintentional, payhe fee for requesting restoration.

Register self as agent at UK IPO (PF51)

Need to determine whether it was unintentionalay renewal fees at both ®&eb 2010 deadline and
31 August 2010 deadline.

Need information from US attorney

when did client instruct payment of renewal fegzoo? Appears was instructed mid August,
before grace period deadline.

Likely that Comptroller will be sympathetic to thax-up between US Pan forms, so long as we can
prove client intended (and Attorney intended) tg pewal fee.

— provide copy of letter and any other documentaiglence.
—however can’t be guaranteed. Comptroller deciseonkie appealed to court.

If application successful will need to pay outstagdenewal fee within deadline set by Comptroller
(probably 2 months), along with grace period fee.

Also need to determine why renewals weren't pai®8” Feb 2010 deadline? Was this intentional
I.e. did client also instruct previous US attormey to pay? Or was this a mix up too?

—If failure to pay by 28 Feb 2010 was also unintentional and we can shiactient will
not have to pay grace period fees.

Important to apply for restoration as soon as fbessi

3" party rights can accrue from end of grace periad Gept 2010) until publication of request for
restoration in Official Journal.



—This means that any competitors who, in good fgigrform or make serious and effective
preparations to perform an act that would othenitggnge the patent, have the right to
continue to do so even after patent restored.

— although this right cannot be licensed.

Also, patent cannot be enforced until successfelyored.

Question 2

Designs that we want to protect are:
Jodhpurs themselves
Different patterns (i.e. dots, tread, horseheaittgnl on calf
Colours of Jodhpur (RDR and CUDR)

Strongly recommend Miss Riding (MR) seeks registatesign protection, as this provides monopoly
protection, so do not have to show copying.

Unregistered design protection, by contrast, hawshbw copying to successfully enforce rights.
Registered UK & Community Design Rights

UK RDR & Community RDR difference that CRDR extenpitection throughout Community
organisation making importing, exporting and pwton market whereupon protection for UK RDR is
limited to UK.

Design has to be new (ie differ from prior art bgrenthan immaterial details)

Jodhpurs overall can therefore probably be regidtas they are a ‘new type’

although check design is new even without printattigon? although could carry out prior art seaoch t

be sure (and find any existing design rights thay exist).

RDR can protect the appearance of an object orpantyof it and so can also protect the printing
designs.

We're told the designs are similar to anti-slimpsion socks. How similar?

Novelty is assessed by using only designs that dveedsonably be known by a designer in that field
in the EEA during their normal work.

=p-field in this case is riding clothes which is padgidifferent to field of sock design.
=P sock print design will probably not be prior art
=P print designs are registrable
With Community RDR can have more than one desigrapplication
=pcan apply for all designs MR has produced in one go
To be registrable designs must also have individhatacter
=p-again, appear, this property is met new type dfipod.

RDR lasts for 5 years and this is extendable tge2zis on payments of renewal fees every 5 years.

As MR designed the jodhpurs she will be first omfagthough check not an employee etc)



12 months grace period=MR has ~ 5 months left to file if Horse Shoe wastfdisclosure.

However strongly recommended filing as soon asiptesas no protection if"8party independently
comes up with design, and rights cannot be enfano¢itidesign right is granted.

to maximise length of protection, could file for URDR first and then later file a Community RDR
claiming priority.

Note that the deadline for filing a design registn claiming priority is normally 6 months buttims
case appears grace period will expire earlier, agersure it is filed within 12 month grace period
deadline.

—Also applies if want protection elsewhere claimigprity. (eg US design patent, which
will give 14 years protection (no renewal fees iezql))

Also may be possible to protect the plastic nooksthaterial being used on the jodhpurs, if new in
design field and has individual character.

RDR will not protect a mechanism to achieve a temdireffect, but in this case appear to be other
ways to provide grip (ie riding boots, so exclusttwes not apply.

Unregistered Community Design right has the sameirements as RDR to qualify for protection
—lasts for 3 years from first disclosure in EUX2years 5 months of protection left)

UK unregistered Design Rights will also protect aspect of shape or configuration of a design, or
part of it,

—s0 long as design is original (ie not copied, whecthe case here)
—and that the design is not commonplace in desad.fi

Again sock design is likely in a different field»=jodhpur overall design and the printed design
protectable.

MR based in UK 3 probably UK Resident and so is a qualifying perserJKURDR will exist.
However, UKRDR does explicitly exclude surface dation from protection.
—Does pre-printed pattern fall under this exclusion?
=k Probably, although cannot be certain as they mdiybee3D’
—If excluded, then protection only for overall shayp¢odhpur, if not commonplace.
Market is about to be flooded so need to trynd fout who is flooding it (ie importing)
If importing occurs before RDRs can be registens@d to rely on unregistered rights.

—Can bring an action to get an injunction againgartation using CUDR and also try using
UKUDR, although not clear, if printed pattern wikive copyright.

Note if UK market will be flooded from another EQuntry, can exert CUDR rights in that country
for making, exporting etc

—although contact local attorney for advice.



Question 3

I need to check terms of exclusive license to $emy terms will modify statutory rights given to
exclusive licensee.

Opto became exclusive licensee before allegechidri began infringing act
=P has right to bring an infringement action in regp#avhole infringement.

Opto does have to join P as a party to infringenpeateedings, but P does not have to actually take
part in the proceedings.

If P does not take part, they will not be liable émy costs.
Alleged infringer Al has refused to pay any roysti
— check that terms of agreement with P allow O tolgtense.

Need to check that patent is valid and in fored.e. renewal fees have been paid (can file regoes
check, PF49).

If patent not in force, cannot enforce any rights.

If patent is in force, and does appear that Ahfisnging, suggest writing to them pointing out ttifa
they do not cease infringing (i.e. by taking licenshey may be liable for indemnity costs.

— This could particularly be the case if O request¥Opinion on infringement (s74A) from
comptroller (£200 fee), although Opinion not birglso O probably wants faster action.

Therefore recommend sending Al a letter befor@mactind start infringement proceedings requesting
costs, damages as an account of profits (not bath)jnjunction, and delivery up or destruction of
infringing product.

O can also request an interim injunction, althoggance of being granted much less if any delay
=P-request asap.

For interim injunction, need to show there is am@er case to be tried (i.e. Al likely infringing on
valid patent), and also that balance of convenienc®’s favour, as Al only recently started
infringing.

Should also show damages alone not sufficient as Atts will cause irreparable harm to O's
commercial position.

As Al only recently started selling product, godetce interim injunction will be successful.

Question 4

Error occurs in both application and priority dd@an apply to correct error under R91 PCT.
Deadline 26 months from priority date (i.e. 28 Daber 2011, if priority 28 Oct 2009).

Apply to relevant authority (i.e. probably ISA ims$ case, but IPEA is requested during Chapter 11).
Need to show that both the error and proposedication obvious

=pis the non-typo error and correction obvious? &hpwvide arguments



Otherwise relevant authority can reject request.
Under R91 can amend description and claims, bualnstract or drawings.

If amendment accepted, on entry to national phaatpnal authority can only reject amendment
(after giving client opportunity to respond) if shevould not have accepted amendment in first place.

Can also amend the claimmace under Art 19 PCT.

—deadline for this is sixteen months from prioritg (28 Feb 2011) or 2 months from mailing date of
ISR & WOISA if later.

Amendments not checked for if correction & error@vebvious in international phase, but, will be, by
national authority when entering national phase.

Can also amend the error throughout spec if a dérmader Chapter 11 is filed (deadline for filing
demand 22 months in most state28 Aug 2011).

can amend specification at any point while IPEAeasforming preliminary examination (i.e. up to 28
months from priority date, in principle), but ingatice strongly recommend filing amendments with
Demand, if want amendments to be considered by IPEA

If IPEA thinks amendments add matter, or error eadection not obvious, they will comment on
them in international phase, but it will be up tational authorities to decide whether to accept or
reject.

Thus although application can be amended in intermal phase, no guarantee the corrections will be
accepted by national authorities.

If priority doc + PCT have not been published, aeotoption is to withdraw them, and refile
application as a new corrected application.

—V. dangerous as will lose priority date so anyrveaing disclosure (by client of*Jarty)
could prevent any protection being gained.

—can't claim priority or part priority period andtrre®intentional. New application could
not act as a priority doc itself, as not first apgiion (Paris Convention).

Thus if application v. important could file a nooreected application asap, and request correction
under R.91 of previous application.

—Response from ISA may give indication of whetheeadment likely to be accepted.

—if not, could withdraw incorrect PCT + priority lme& 18 month publication (30 April
2011).

— Note at_leastwo weeks before to prevent publication and tleweetbecoming S2(3) prior art
(novelty only) for new application.

Question 5
Could cause a lot of harm!

Groundless threats
Invite 3¢ party observation or patent application.



Threats
J, or any aggrieved person, could bring an actyairst C for groundless threats.

—Could claim: - an injunction against further theeat
- Damages for any loss caused by threats.

Need to see letter to determine if what C sentavdseat.
—Not a threat just to bring application to J's ati@m

If client did threaten any action, then case lagg®sts such a threat may be incapable of jusiiicat
=P Even if subsequent patent is infringed, this wadtibe a defence under S.70.

Need to impress on C that can only take actiomfwree a patent once granted.

J is ‘supplying’ device.

— Need to check whether they are also importingritmaking it, as if so this may be a
defence against a groundless threat action.

Also check if C’s letter was threatening action imanufacturing or importing onlhas if so this is also
a defence.

If no defences, however, and C threatened actiamag be liable, and action could be brought to be
threatening, or, for example, their supplier.

Check also that infringers actions are actuallyeced by application.
PCT application
Chance C's actions will invite observation,

PCT application recently published, so if EP/GBigleated, provisional protection will accrue.
If EP/GB not designated, no rights!

Recommend we request early entry to UK nationakelasap, requesting search, examination and
paying search, examination and entry fees.

Also request accelerated examination, citing tifrénigement as a reason.

On entry to national phase, suggest narrowing d&do specifically cover infringers activities if
possible, to speed up potential grant process.

— Can file a divisional application with originaldader claims if necessary.
This may, may be able to proceed to grant withinnddhths, at which point can bring an action
against alleged infringer for infringement.
Question 6
'456B claim a disposable device for monitoringauality.

UK patent protects against an unlicensed party ingglaffering for disposal, disposing, use, impatin
or keeping in the UK.



Check the UK patent is in force (renewal).

Is the patent in force in other European countri€tfeck with local attorneys if anything can be elon
in these countries.

the two relevant exceptions to the above protecrerfor

Experiments relating to the invention, and
Repair or maintenance of an aircraft temporahty K.

MMM currently buying devices from client so currgnhas an implicit license to use them for
replacing/inserting into aircraft®eno infringement.

Also appears that extensive research carried othidam falls under the experimental use exceptisn, a
the research related to the inventiom mo infringement.

However, it is possible the successful trials migbt be exempt, if those trials were a commercial
demonstration for clients, in which case wouldifeéngement> can bring action.

If trials were not commercial but just to see ifdifed device worked, then this would also be exemp
from infringement.

Need to check if, these modified devices fall unddaims of '456B.
— Appears patent is quite broad, so appears thaidihe
—lIf they don’t, then nothing M does with them wik lan infringement.

If modified devices do fall within the claims, théns an infringement to impothem into the UK, so
could get an injunction against this from far Eassupplier.

However cannot stop importation for maintenanceaiofraft temporarily in UK—i.e. the aircraft
belonging to non-UK airlines not registered in UK.

Can prevent their use for maintenance of UK aitctadfwever.

There does not appear much prospect of successfimgement against work M currently done but
good prospects against future plans.

Note check (i.e. setup watching search) to seefillfiled patent application for modified device.

—If so, possible could come to cross licensing agesd if CC wants to use it (i.e. if
improve).

— alternatively, could file "8 party observations against it, before or aftengra
—If after grant limited scope for MMM to amend .rigprelevant prior art we've
found
Question 7

1) The term of protection for the prototype of GB1SZurrently limited to 20 years from PCT
application date (i.e. June 2030).

Due to trade show disclosure, must ensure thattmaipriority claim to before Aug 2010.



—Note possible could file an application with 6 muntof trade show, if it is an international
exhibition within meaning of S2(4), but it is v.likely this is the case.

Is the optimised prototype of GB2 inventive over1=B

Strongly recommend keeping GB1 priority date priiveg in case of any intervening disclosure from
client or competitor, which could prevent any potien at all being obtained. However there is a
possibility to extend protection for optised GB®totype, if it is inventive over GBL1.

Scheme 1

The scheme to extend protection is to file a new Bfplication claiming priority from GB2 only, out
12 month deadline in April 201+ PCT2.

In this case, PCT1 would be full prior art agaiR€XT2, as it will be published Dec 2010 (18 months
from GB1), and so protection will only be extendfe@B2 is inventive over GB1.

Scheme 2

If GB2 is not inventive or if the above schemeas tisky (i.e. not clear if inventive or not), than
safer alternative is to file PCT2 before PCT1 iblgined in Dec 2010.

This way, PCT1 will only be available for assesstma&nnovelty in regional/national phases where
both applications enter.

—As GB2 prototype is optimised, it is almost ceraidifferent to GB1, so should overcome
any novelty objection.

Scheme 2 will therefore increase protection ternreigpect of optimised prototype by 6 months
whereas the riskier scheme 1 will increase patgnt by 10 months.

With both schemes PCT1 is also prosecuted, soigkenvith scheme 1 is not that protection to GB2
prototype will be lost, but that the extension atgnt term will be lost, if optimised prototype not
found inventive over GB1.

Note that with both schemes will need to be awédoable patenting laws in each state/region.

In UK, scope of protection cannot be identical, &@nd possible that the patent granted from PCT1 &
2 could not both have claims directed solely tarjsted prototype.

—These claims would both have same priority datesamde proprietor so could be revoked
by Comptroller.

Note double patenting rules also can be applie®EB®, although this is somewhat random with
conflicting decisions by Technical Boards.

Advantage of using either scheme is also that apgidprototype covered by 2 patents.

—one directed specifically to it, the other coverihg general concept, both of which must be
licensed.

Also scheme does not involve withdrawing prioribg, if something goes wrong with PCT2 during
application prosecution, no rights, lost.

Also must consider filing patent protection for nadvantageous process.

— new and advantageou®=seems patentable.



Question over ownership, however. C worked closélly E without agreement.
For patent protection, it is essential that thantqership was confidential

—any minutes or other documents to suggest it was?

—lt was E or C disclosed process at all?
If not confidential, no patent possible.
—Note: should set up watching search (caveat in tdk§ee if E has filed any patent application for
the process— can launch entittement proceedings (S8UK, S12HBIPCT) if so. Details likely
published in UK register within 6 weeks, but at EBOelsewhere likely have to wait 18 months
before publication to see.
If confidential, appears E and C are co-ownersanihvestors.

=p-can file an application naming E & C accordingly.
However, if C just a co-owner, this does not givenh the right to license the process to others.

—This is potentially very important, as C does nahufacture products itself.

=pStrongly recommend E & C first negotiate a contralldwing C to deal freely/license patent
without E’s approval.

Also recommend C contract stating C can prosecpf@ication without interference (i.e. no s10
dispute).

Ideally , should negotiate an equitable assignrfrtent E, so C has all rights.
—must be for a consideration.
Protection from process claim will extend to dirpadduct of process» i.e. the prototype.
=P This patent will extend even further the protectmailable.
Suggest filing UK application asap in case anyldi&re or & party comes up with same idea.

—But can then file a PCT application in 12 monthairaing priority =»patent term
effectively until Nov 2031.

Suggest arranging contract with E asap, and béitaese negotiations.
If assignment from E to C after application filedake sure register at patent office.

i) Make sure all priority validity claimed, and thamy relevant assignments are done before
claiming priority.

— ie for process patent, if file in name of E & Cake sure assignment from E to C before
PCT application, or else PCT application must aksdn name of E and C.

Make sure all taxes and forms paid. For examplkersure statement of intention filed for PCT1
within 16 months of earliest priority (i.e. Dec Z)1

Could there be any outstanding design rights, rexgid or unregistered? Check, make sure C owns
—assignment if not.



iii) Recommendation under scheme 1 and 2 will botrciéfldy doublebudget costs, although
possibly some synergies in prosecution costs (teahtime etc).

Process patent will cost more again in additiooasts for valid assignments etc.

Question 8
FB can only take action in respect of patent tleatlbeen granted.
— i.e. for bike comprising new chain.

Action in respect of the subject matter coveredilwsional application can only be taken once that
divisional is granted.

—provisional protection may however be accruing.

GW have been importing and selling bikes which rhaye the special chain since Aug 2008, after
application published.

—Need to check if bikes do actually have chain. $aéent have evidence of when
importing and selling began?

—Suggest sending GW a copy of published applicatmmlished patent, and claims of
divisional so no innocent infringer defence, buistlvould be highly unlikely to be a
successful defence strategy as presumption igl@wdrolesaler should be aware of patent.

Provisional protection (s69) may therefore accroemfwhen GW started acts.

However, application was amended to significandyrow claims, so possible damages for the period
between infringement starting and grant date cbaldeduced, if:

GW argues that it would not be reasonable to exgpatta patent covering their bike and chain would
grant.

But, it appears claim were only narrowed to exgegibsecution, not in view of prior art.
=P FB can probably show that it was reasonable GWmms would be covered by actual
patent, and that, the application was drafted wddaith with reasonable skill and knowledge,

because a prior art was not ignored in drafting.

=kt is possible full damages for provisional proiectperiod, so good chance GW can be
punished for past sales.

Can bring an infringement action against GW (semdgtter before action) for both importing,
disposing, keeping and offering to dispose in U& bikes with the special chain.

Note GW is a wholesaler, so likely any shops théat €bld to are also infringing.
=p-could join them in the action, however, may not ttarsue potential customers.

Could send a copy of the patent to clients of G@indp wary of groundless threats provision as may
not have defences under s70(4) for importing/mastufang.

—However, if certain that bikes are infringing, thesmy threats will be justified.



V. unlikely to get an interim injunction as balarafeconvenience in GW'’s favour as have been selling
bikes for over 2 years.

But, in infringement action can apply for a finajunction, damages or account of profit (not both,
costs, declaration of validity (if pat. in doubt).

Chain as spare part in kit for retrofitting.

These recent activities (i.e. since grant of p&gmappear to be covered more thoroughly by the
divisional

—Consider adding claim to the divisional leg covgri kit for retrofitting, if possible, to
cover GW’s activities more thoroughly

—could file another divisional before R30 4 yeara@nth date if necessary.
However, may still be able to bring an action fontributory infringement s60(2).

GW'’s current actions of stocking chain, chain isame relating to an essential element of the
invention, as chain design is advantageous bit.

Not clear if kits are means relating to essenfiadnent: if the kits include a chain, they definjtalre.
If kits don’t include a chain, (and i.e. just tgolshen they will not be means relating to esséntia
element.

For contributory infringement must also be that sgply and recipient is in the UK, which is the
case here, and that it is reasonable or obviowghbahains are for use in the UK.

—also applies if chains are being sold to UK shops.
GW cannot take advantage of implied licence foanépg a patented object, as is essentially selling
the “inventive” part of the invention as new, nasfj repairing the existing chain on a bike falling
under the scope of the chain.
Contributory infringement also requiring that tHei is not a staple good

—isn't here, because chain is of the new modifiatl so

—Even if it was, GW is clearly inducing infringemeny selling kits for making a bike that
falls with the patent claim.

=P Infringement action can be taken against GW foclstay chains and (probably) kits too.

—chance of getting interim injunction higher hers,bmlance of convenience more in FB’'s
favour as GW only just started selling.

—still need to show a serious case to be tried, kvlshould be OK as clear case of
contributory infringement.

Note possible that first renewal may be due theeedan 201+make sure client is aware and paid (at
least by grace period).

GW'’s stated actions of importing chain and kitsoitdK, but supplying US market, will not be
actionable until the divisional is granted, as ¢ontributory infringement the supply and recipient
must be in the UK, or if the offer to supply isW, it must be reasonable/obvious intended to ke pu
into effect in UK.



—In this case clear intention intended to be pub ieffect in UK, so no contributory
infringement.

Does FB have a US patent that could be enforced?
FB can bring an action in respect of this oncesitivial granted through provisional protection.
—could narrow claim on divisional to expedite graamd file another divisional?

Note, also recommend filing another divisional aaywto cover the special method used to
manufacture the chain, assuming this does not aljéct matter.
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