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SECTION A

Question 1

Provide notes on the recent Actavis decision of the British courts. Your notes should cover
the following:

a) Parties to the case.

1 mark
b) Summary of the facts of the case.
2 marks
c) Summary of the decision.
2 marks
d) Precedent set by the case.
5 marks

Total: 10 marks

Question 2

With reference to Section 72 UK Patents Act 1977 (‘Power to revoke patents on
application’):

a)

who can apply to revoke a patent; and
2 marks

b) on what grounds?

8 marks

Total: 10 marks

Question 3

a)

With reference to Section 117 UK Patents Act 1977 (‘Correction of errors in patents
and applications’), what errors may the Comptroller correct?
4 marks

What test must be satisfied before the Comptroller will make a correction of an error
in the specification of a patent application?
2 marks

With reference to Section 27 UK Patents Act 1977 (‘General power to amend
specification after grant’), describe the procedure for making an amendment to a
patent post grant.

3 marks

From what date does a post grant amendment take effect?
1 mark

Total: 10 marks
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Question 4

With reference to Section 46 UK Patents Act 1977 (‘Patentee’s application for entry in
register that licences are available as of right’):

a)

b)

Who may apply to the Comptroller for an entry to be made in the Register to
the effect that licences under the patent are to be available as of right?
1 mark

When can such an application be made?
1 mark

What steps will the Comptroller take on receipt of such an application?
3 marks

What are the consequences of a defendant taking a licence of right during
infringement proceedings?

3 marks
What two conditions must be met before the Comptroller will cancel a licence
of right?

2 marks

Total: 10 marks
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SECTION B
Question 5

a) What is a priority date and why is it important?
5 marks

b) With reference to Section 5 UK Patents Act 1977 (‘Priority date’), explain what
is meant by partial priority. Give an example of how this could arise.
5 marks

Your client rings you on a Friday and describes a rubber widget to you that he has
developed. You draft and file a patent application P1 for it that day. Claim 1 of the
application reads:

1. Arubber widget

Your client rings you again on Saturday. He has discovered that the widget can also be
made from metal and in fact he intends to publish a paper relating to the metal widget on
Sunday. On the Saturday, you draft and file a new patent application P2. Claim 1 of P2
reads:

1. A widget, the widget being either metal or rubber
P2 claims priority from P1.

You have now received a search report on P2 from the UK Patent Office. The search report
cites your client's own paper.

c) Explain how the UK Patent Office can cite the clients own paper even though it
was published after P2 was filed. You should give some thought to what filing
date the UK Patent Office will award P2.

4 marks

d) What restriction could you make to claim 1 of P2 so that the UK Patent Office
could no longer cite the paper? Explain your answer.
2 marks

e) Stepping back to point where you have drafted but not filed P2, how should
you have proceeded to ensure all the subject matter obtains a filing date
before the date of publication of the paper? At the end of your filing strategy
you should have only one pending patent application covering both
embodiments
4 marks

Total: 20 marks
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Question 6

a)

A US attorney writes:

Our client is considering filing a UK application claiming priority from a US
application filed on 20 November 2017. The US application contains 35 claims
and has 45 pages, including a sequence listing which is two pages long. The
client would like to request combined search and examination on filing. We
understand that the UK patent office has recently introduced changes to the
search and examination fee structure but we are not sure of the details.

Advise the US attorney of the fee changes which would apply when filing the
UK application, including what fees are payable, when these are payable and
how they are calculated. The exact amount of the fees is not required.

11 marks

A few days later, the US attorney writes:
| understand that a grant fee is now payable for some UK applications, but | am
not sure how the UK Intellectual Property Office determines whether a grant fee
is payable.
Explain the grant fee process to the US attorney, including the circumstances
in which the grant fee is payable as well any deadlines or extensions for paying
the grant fee.
9 marks

Total: 20 marks
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Question 7

Your client has acquired a portfolio of UK patents and applications.

a) What actions in relation to the whole portfolio should be undertaken at the UK
Intellectual Property Office?

b)

2 marks

For each of the UK patents and applications listed below, advise your client as
to what actions should be taken within the next six months and by when. For
any dates you give, explain how they have been calculated.

i)

i)

ii)

Patent D1 was filed on 10 February 2013. It was granted on 2 October 2018.
5 marks

Patent application D2 (which has no excess pages and no excess claims) was
filed on 28 January 2013 and is pending. A first office action was issued on 28
January 2018. A response has been filed and the Patent Office has yet to reply.
The client wishes to file a divisional application.

6 marks

Patent application D3 is the GB national phase of a PCT application. All
necessary steps to enter the application into the GB national phase have been
completed. The application was entered into the GB national phase on 1 October
2018. On review of the file, you note the applicants have filed an earlier GB
application which is identical to the PCT. There are 13 months between the filing
dates of the GB and PCT applications. The PCT does not claim priority from the
GB application.

4 marks

Patent application D4 is an unpublished patent application filed eight months ago.
No fees have as yet been paid. Your clients are aware of a potential infringer.
3 marks

Total: 20 marks
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Question 8
Your client writes:

| used to work for an automotive manufacturer. | worked in the accounts department.
However, since | have a background in chemistry, | was assigned a task of developing
new coatings. As a result of this, | developed a new coating which, when applied to a
spark plug, significantly increases the reliability of the spark plug. | filed a GB patent
application having one claim to a combination of coating and spark plug. The application
has been granted. | now make and sell these coated spark plugs. Sales have really
taken off, so I left my employment and sell them full-time.

I have received a letter from my former employers demanding that | assign the patent to
them immediately. They have threatened me with future infringement proceedings if | do
not comply immediately. | understand they have sent letters to my customers, again
threatening infringement proceedings. They have already started supplying the coating
to customers in the UK and abroad.

I would like to retain my patent and stop their supply.

a) Summarise the provisions of Section 39 UK Patents Act 1977 (‘Right to
employees’ inventions’). In your opinion, who is entitled to the invention, your

client or his employer? Explain your answer.
8 marks

b) Assuming your client is entitled to the invention, what action can your client
take to prevent supply of the coating by the automotive manufacturer? What
would your client need to be able to demonstrate to be successful in such an

action?
7 marks

c) For both your client and your client’s customers discuss whether they can
bring proceedings for groundless threats (Section 70 UK Patents Act 1977). If

so, what remedies are available?
5 marks

Total: 20 marks
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