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Patent Administrators Course 2014/15

Mock Examination 19th February 2015

Question 1

You work for the well-known patent attorney firmbBfaft & Hugfee, tel. 020 7766 5500, email
mail@draftandhugfee.com.

Your boss William Abel Owers has left a note onydesk, shown in Annex A, referring to a letter
from Stephanie Bundle, the R&D manager of youmt|i®oint of Sale Solutions Limited. This letter
is shown in Annex B. There is further informatimancerning Point of Sale Solutions Limited in
Annex D.

Your firm has an EPO deposit account no. 280500@0salUK IPO deposit account no. D12345.
Your firm’s policy is to receive communicationsiincdhe PCT authorities by email, followed by
paper copies.

The GB first filing was filed by hand, in orderdbtain security clearance.

Use this information to complete the screen shwtsva in Annex C, which is to be handed in at the
end of the exam as part of your answers. (15 marks)

Question 2

You have now received a Search Report from theWith issued on 5July 2015, relating to the
PCT application of question 1 above. Bill Owerswgato file a Demand for International Preliminary
Examination (“Demand”).

(a) What is the due date for filing the Demand? (5 marks)
(b) () What actions must be taken by the due date

(i) What actions can be taken later? (3 mprk
8 marks in total)

Question 3

i) to iv) below are abbreviations for authoritiesponsible for carrying out functions under the PCT
indicated at a) to d) below. State what the lstttand for and match the abbreviations to the
functions.

i) 1B i) RO i) IPEA iv) SISA
a) Initially checking that the application meete tequirements for receiving a filing date
b) Drawing up a non-binding opinion on patentapilit

c) Publishing the application

d) Carrying out a supplementary search. (4 marks)
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Question 4

A UK patent was filed on foMarch 2011 and granted off Bugust 2014, claiming an earliest
priority of 14" March 2010.

By when must the first renewal fee be paid, if jgsment fees are to be/have been avoided? Show

your calculations. (4 marks)
Question 5

(a) For the patent of question 4, if the renewalit missed, what is the final date by which
restoration of the patent must be requested? $bawcalculations. (2 marks)
(b) What else needs to be done so as to sucdgssfstiore the patent? (3 marks)

(5 marks in total)

Question 6

A UK patent application was filed on "t February 2014 claiming priority of a US patent lagion

filed on 18" February 2013. A first Examination Report wasiésson 8 January 2015. By when

must the application be in order for grant (“thenpliance date”)? Please show your working out.
(5 marks)

Question 7

You have received an examination report datédFbruary 2015, from the UK IPO, setting a four
month period for filing a response.

(a) By when must the response be filed, if no esitamof time be requested? Show how you worked
this out. (1 mark)

(b) To what date can this time limit be extendedfasght (“for the asking”)? Again show your
workings. (2 marks)

(c) What is the time limit for filing the requestrfthe extension of time, and how do you requést it
(3 marks)

(6 marks total)

Question 8

You have received an examination report from th® Biaving the same date as the UK IPO
examination report of Question 7 above.

(a) By when must the response be filed at the ER®, extension of time be requested? Show how
you worked this out. (3 marks)

(b) To what date can this time limit be extendedfasght (“for the asking”)? Again show your
workings. (1 mark)
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(c) What is the time limit for filing the requestrfthe extension of time at the EPO, and how do you
request it? (2 marks)

(6 marks in total)

Question 9

You have received a rule 71(3) Communication framEPO dated 6January 2015. Your

Attorney has approved the text for grant. Theeeldr claims in the application, which has 34 pages
in total, including the description, claims, abstrand drawings. What actions must be taken and by
when? Please show your calculations. (5 marks)

Question 10

Referring to question 9, what happens next if yassrthe deadline? (5 marks)

Question 11

Following on from Question 9 above, you have nogereed the Decision to Grant Form (see Annex
D). The client wishes to proceed in the designateatries. What are the translational requiresient
for each of the countries? (3 marks)

Question 12

For the Spanish national part of the European Patépuestion 11, what is the validation deadline,
ignoring any possible extensions? (2 marks)

Question 13

For the application of Question 12, up to whenyanfile a divisional application? (2 marks)

Question 14

Do the following have the power to grant a pateRt@ase answer yes or no in each case:
(a) The UK Intellectual Property Office
(b) A qualified European Patent Attorney

(c) The International Bureau of the World Intellgait Property Organisation (which
administers the international phase of the PCT)

(d) The European Patent Office. (2 marks)
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Question 15

What are the minimum requirements for a EuropeadeariPapplication to be awarded a date of filing?

(3 marks)
Question 16
On which of the following are renewal fees due?
(i) a PCT application in the international phase True/False
(ii) a pending UK patent application True/False
(i) a granted UK patent True/False
(iv) a pending European patent application at it filing anniversary True/False
(v) a granted European patent, payable to the EPO True/False
(5 marks)
Question 17

Is further processing available on the followingéilimits?

(a) Claiming priority within 12 months on an EP hggtion

(b) The 6 month grace period for payment of a reaid@e on a European patent application
(c) Re-establishment of Rights on a European pafgpiication

(d) Filing a response to Rule 161 Communication

(e) Filing a response to an examination report biiKgpatent application

(f) Payment of the designation fee on a Europe&npapplication (3 marks)

Question 18

A2 publication of a directly filed European patepplication took place on f9November 2014. The
A3 publication took place on the"l&ebruary 2015. Assuming you only paid the apfibceand
search fee on filing, what actions are required aed by when, in order not to lose any rights?
Show your calculations.

(6 marks)

Question 19

The mention of grant of a European patent was pletl in the European Patent Bulletin off 21
January 2015. Your Attorney instructs you thatrydient wishes to file an opposition. By when
must the opposition be filed and what are the ptssiutcomes?
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(5 marks)

Question 20

(@) A UK patent which has a priority date 8fJune 2010 and a filing date df dune 2011 was
granted on 6th May 2014. When is the first rendealpayable by, without any extension of time?

(2 marks)

(b) When will the first renewal fee be payablewithout any extension, if instead the grant dat"is
May 2015? (3 marks)

(c) Inthe case of (b) above, what is the earliast on which the renewal fee can be paid?
(1 mark)

(6 marks in total)
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[Question 1]

Annex A
Dear Administrator,

I have just received these instructions from Stephdle, who wants us to file a PCT application
claiming priority to the existing UK first filing.

I now have to dash off for Oral Proceedings in Mariomorrow. Meanwhile, please get the PCT
request ready in the EPO online filing software,rfe to sign when | get back this Thursday, th& 19
(the end of the priority year).

The single file written specification is in

\Server\wao\readytofile\poss-05-WO-spec.[ddf pages description, 3 pages with 22 claims,depa
abstract]

and the drawings are in

\Server\wao\readytofile\poss-05-WO-dwgs. felisheets with 7 figures — the drawing which best
illustrates the invention is Fig. 2.]

There is a pre-conversion archive in the same fptddled PCA.zip, and a copy general power of
attorney for the applicant, PoA.pdf, ref. poss-00W

Our case reference for the new filing is poss-05-WO

The inventor is David Hyneken, who is employed iy tlient and prefers us to use the company
address for his patent applications. David angtStee both British.

Please take care of getting the priority documearhfthe RO to the IB. Please also do a Declaration
of the applicant’s entitlement to grant. We wilitdlbother with a Declaration as to the identitytrod
inventor, and will organise the US Declarationmfdntorship once the application has been filed.

Thanks,
-Bill.

17.02.2015
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[Question 1]

Annex B

Bill Owers
Draft & Hugfee
7 Stable Yard Buildings
Holborn Bars
London WC1V 1XX
13" February 2015

Dear Bill,

UK Patent Application No. 1408899.0
“Matter Transfer Module for Bagging Device”
Your ref. poss-05-GB
Thank you for your visit last month, and for thedaped patent draft, following on from the above GB
filing that you made for our company. David arfthive reviewed it, and think that it covers thedate
developments to this invention very well. We haedgurther changes to suggest.

| wish to avail myself of the 18 month breathingsg, keeping the options for international
protection open using the PCT filing strategy §@i recommended.

With best regards,

Stephanie Bundle
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[Question 1]

Annex C

Your firm’s details are already in the EPO onliimd software address book. The other name addesd information
IS not.

EZ Address Book - 0| x|
File Edit View Help
E 43 |La5t name J | ®
EE:' ﬂ LastMName: | tiddle Mame(s): |
2 Studehaker Roy = FirstName: | Company: |
- ;
= Tagg, Colin Title: | J Department: |
2 Tamir, Michael
2 TAYLOR, Dale PO Box: | Courtry. | | -]
2 Taylar, lan o
2 Thielscher, Karen Bl | GE County: |
2 TITTERINGTORN, Street: Telephone: |
Thomas
2 Tremblay, Marc R Telefax |
2 Trezza John Dlistrict: | E-mail: |
2 TRIMBLE. Robert : : :
W City: | MNationality: | | J
2 Tsur, Shraga Postal code: | Al Ll | ~
2 ULLRICH, Chris p— State of
- auntry o = ate o
= \éngnjiE REPE: incorporation: | | J incorparation: | J
2 waGNERBARTAK,  Role |FR O |DE  |ok P |
. Claus
2 WEISSMAN, Adam ® +
2 WESTOM, Robert- Route | Role Registration MNao.
Fhillips & Leigh There are no items to show in this view
2 wWaolfe, Kevin
2 Wren, lan
2 i, Mark H
2 Zah, Chung-hsien
2 Zhou. Samual 2
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[Question 1]

L= Address Book o] x|

File Edit View Help

E 4) Find in:ILastname j I & @

I:Dilv x Last Name: I Middle Name(s):l
£ Tamir, Michael _=| FirstMName: I Company: I
-]
- TA\I}LOPL Dale Title: I j Department: I
2 Taylor lan
£ Thielscher, Karen PO Box: I Cauntry: I I j
£ TITTERINGTOM, o
Thomas Building: I GB County: I
L Tremblay. Marc R Stroat Telaphane: I
£ Trezza, John _
2 TRIMBLE. Robert Telefax |
W District: I E-rmail: I
£ Tsur, Shraga : ; i
2 ULLRICH, Chris e | Nationslit: | | -
2 AN DE KLIPFE. Postal code: | Residence: | | B
Corelis
2 WaAGNER-BARTAK, ~ Countryof [ | B Stateof | B
Claus incomaoration: incomaoration:
£ WEISSMAN, Adam Fole |FR |DE |DK  |PL |
2 WESTON, Rohert-
Fhillips & Leigh x +
£ wolfe, Kevin Route | Fale Registration No.
2 ‘Wren, lan There are no items to show in this view
2 vim Mark H,
2 Zsh, Chung-hsien
£ Zhou, Saraual
: 5
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[Question 1]

Create a Mew Application E

User Reference: |

Groun: |{n|:|ne:~ j
Frocedure: |F"CT,-"F’1D,.“1EI1 j
Descriotion: |F"CT,’F"LD,’1EI1 request

Based on Temnlate: |{n|:|ne}

Lanouace of oroceedinos |Eng|ish

Ld Ll L

Customer numbet: |

Save to folder:
[ Default Folder

Cancel
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[Question 1]

([HPCTROM0N BectoncRequest-possas WO -1olx|

File Edit View Tools Help

Ré&v |28

I' Request Receiving Office: | B

a States htematiunalie;:;l’:g;” I j
? Mames Languageofﬂhgufthel j

international application:

Title of invention:

a Declarations [~ Reguest to use results of earlier search:

' filing not possible
§ fiing possible

a ready for filing
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[Question 1]

[ @ PCT-RO-101 Electronic Request - poss-05-W0 - 0] x|
File Edit “iew Tools Help
&t ?W
Applicant, Inventor, Agent, Common Representative
a Request
Function Name Wal.
8 states
+ Applicant COpen to add applicant or applicant/inventor
| g Mames + Inventor only Open to add inventor anly
@ Priority + Agent Open to add agent

B soon Address Book Bichange

— Select from existing Address Book names:

a Declarations Name / Fax E-Mail
POINT OF SALE SOLUTIONS LTD, Birmingham

a Contents POWERS, Richard, Atlanta _
QUATANENS, Frederic, lszoudun ;I

Q) Fees

@ Payment * Applicant only {}7 Applicantinventor {7 Inwentor onhy + Agent
— Entries (to be) added to Names page:
a Annotate -
Function I Name
g filing not possible
(E) fiing possible
E ready for filing
Copy to Address Book | Remove

oK Cancel

Circle the button to click on next.
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[Question 1]

[ @ PCT-RO-101 Electronic Request - poss-05-W0 -10] x|
File Edit “iew Tools Help

R&YN|?2 8]

Applicant, Inventor, Agent, Common Representative

a States - Select from existing Address Book names:

mail@draftandhugfee.

DRAFT & HUGFEE, London, +4420 7766 5500
Electronic Theatre Controlz, Inc., Middleton

a Priority ELLIS, Michagl, Alpharetta ;I
a Biology
+ Applicant onty {]? Applicant/inventor {]? Inventor only * Agent

Declaratic

a — Entries (to be) added to Names page:
Function I Name
g Contents
@ Fees
@ Payment
Copy to Address Book Remove
a Annotate
OK Cancel

g filing not possible
@ filing possible

E ready for filing

Circle the button to click on next
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[Question 1]

Detils conceming Agent x|
I

. ¥ Legal entity " Natural person
1. App. .
Name:|DRAFT & HUGFEE Registration No.
+ App.
First Name:

1. Inw. I
+Inv.
1. Agt Country or terrtory:|G8  [united Kingdom | Telephone: | +4420 7786 5500

Agt. .
* At Address: Fau:simile:l

7 Stable Yard Buildings a—rnail:|mail@draﬁandhugf&e.cum
Holborn Bars - . .
The competent PCT Authorities are authorized to use this
e-mail address, if the Authority so wishes, to send
CﬂY:ILunan notifications issued in respect of this international application:
GB E:":”“-'W:I j [~ as advance copies followed by paper notifications
Postal C"'dEIWMV 13X [~ exclusively in electronic form (no paper notifications wil
be sent)
[T Same address as the first-named sgent
w

| oK | Cancel
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[Question 1]

[ @ PCT-RO-101 Electronic Request - poss-05-WO - O] x|
File Edit “iew Tools Help

REDR 720

Applicant, Inventor, Agent, Common Representative

Function Name Val

1. Applicant POINT OF SALE SOLUTIONS LTD a

| @ Names + Applicant Open to add applicant or applicantiinventor
Dpen b Dnt" -

x

+ A  Select from existing Address Book names:

& Declarations | Name ’ Fax E-Mail [=]
Husband, Philip, Melson _I
a Contents HYMNEKEN, David, Birmingham
IDE&, van, Teddington Ll

Applicant on Applicant/inventor Inventor on Agent
@ . + pp ty + App ¥ ty ¥ ge
— Entries (to be) added to Names page:

E Annotate Function Name
g filing not possible R 1. App. POINT OF SALE SOLUTIONS LTD, Birmingham

) ) 1. Age. DRAFT & HUGFEE, London, +4420 Y765 5500
© fiing possible
E ready for filing

Copy to Address Book | Remove |

| oK Cancel

Circle the name to be selected and the button witleed on next.
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[Question 1]
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[Question 1]

Circle the condition
which applies.
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[Question 1]

Circle the file to be
attached.

Annex C — Page 11 of 17

Candidate No.




[Question 1]
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[Question 1]

Circle the file to be
attached.

Annex C — Page 13 of 17

Candidate No.




[Question 1]
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[Question 1]

Circle the file to be
attached.

Annex C — Page 15 of 17

Candidate No.




[Question 1]

Circle the item to
be added.

Annex C — Page 16 of 17

Candidate No.




[Question 1]

Annex C — Page 17 of 17

Candidate No.




Annex D

Annex D — Page 1 of 1



