
Patent Administrators Final Exam 2004 questions & answers

1. 1. Please prepare an EPO Form 1200 (a blank form is provided) which is to be sent to
the European Patent Office, together with an amended set of claims, to effect entry into
the European Regional Phase of a PCT Patent Application. You should make use of
the information given on the front page of a published PCT Patent Application (Annex
1) and also the following:

(a) The person who will be handling the application in the regional phase will be
Peter Paul Smith, an attorney in your firm (the same firm as that which handled
the application in the International phase).

(b) The representative’s reference is PPS/P12345EP.

(c) A decision has been made to seek protection only in the following states:
France, Germany and Albania.

(d) The applicant (your firm’s client) wishes to keep the fees payable to the EPO to
a minimum.

(e) All fees due to the EPO are to be automatically paid using your firm’s Deposit
Account No. 28001010 and any reimbursement should be to the same account.

(f) Your firm’s international phone and fax numbers are +44 113 200 0100 and
+44 113 200 0101 respectively.

Answer: See completed Form 1200 Total (8 Marks)

2 A European Patent application, designating Italy, Spain and the United Kingdom, was
filed on 10 September 2003 claiming priority from a UK Patent Application filed on
11 September 2002. The European application was published with a search report (A1
publication) on 25 March 2004.

(a) What fees become payable as a result of the publication?
(b) What is the deadline for payment of these fees, and why have you chosen this

date?
(c) Would the position regarding fees be any different if all states had been

designated?

Answers

(a) Examination and 3 designation fees (2 marks)

(b) 27 September 2004. 6 months from publication gives 25 September, which is a
Saturday. Next non-excluded day is Monday 27 September. (3marks)

(c) Need to pay for 7 designations. (1 mark)

Total (6 marks)



3) You have received a communication dated 2 February 2004 from the European Patent
Office notifying you of a decision refusing the European Patent Application

i) What is the last date for filing the notice of Appeal?
ii) What is the last date for filing the statement in support of the Appeal?

Explain your reasoning

Answer s

i) The ten-day rule applies to the calculation of the due dates. (1 mark)
February 2004 plus 10 days gives 12 February 2004 (1 mark)
Plus 2 months gives 12 April 2004 (1 mark)
The EPO is closed on 12 April 2004 (Easter Monday) (1 mark)
The date for filing the notice becomes 13 April 2004 (1 mark)

ii) Plus 4 months gives 12 June 2004 (1 mark)
The EPO is closed on 12 Jun 2004 (Sat) (1 mark)
The date for filing the statement becomes 14 June 2004 (1 mark)

Total (8 marks)

4. The reply to a communication from the European Patent Office, after taking into
account the 10-day rule, is due tomorrow (2 Apr 2004). Your client now tells you that
they cannot provide the necessary information in time. What actions can you take and
by when?

Answers

Request extension of time (1 mark)
of 2 months (1 mark)
in writing (1 mark)
by 2 Apr 2004 (1 mark)

Total  (4 marks)

5)  You have received a communication from the European Patent Office under Rule 51(4)
informing you of the text in which the EPO intends to grant the Patent.  

What types of fees are now payable to EPO and what documents must be filed?

Answers
Grant and Printing Fees (2 marks)
Translations of the Claims (1 mark)
into two official languages (1 mark)
not used as the language of the proceedings ( 1 mark)

Total  (5 marks)



6 (a).  What documents must be lodged at the UK Patent Office to register a European Patent
recently granted in German and designating UK?

Answer (a) PF54/77 (1 mark)
Certified translation (1mark)
in duplicate (1 mark)
UK address for service/PF51/77 (1 mark)

(4 marks)
6 (b) What are the deadlines for filing these documents?

Answer (b)

Translations - 3 months after mention of Grant in European Patent Bulletin (2marks)
Address - no set period (1 mark)

(3 marks)

Total (7 marks)

7. You have just received a P Ren 5-Overdue Renewal communication from the British
Patent Office in connection with a UK Patent whose grant date was 9 December 2003
and whose application date was 20 January 2000.

 
(a)  By what date can the patent be renewed as of right, and why have you chosen

this date?
 

(b)  If that date is missed, what is the latest date for applying for restoration under
Section 28, and why have you chosen this date?

Answers

(a) 9 Sep 2004. Normal renewal date is 3 months from grant. Payable with fee up to 6
months afterwards.

 (4 marks)
(b) (10 October 2005. 19 months from normal due date gives 9 Oct 2005 which is a

Sunday. Next non-excluded day is the following day (Monday).
 

   (4 marks)

      Total (8 marks)

8. You are handling a UK Examination Report dated 3 Nov 2003 and giving 6 months for
reply.

(a) What is the due date for reply?
Answer 04-May-04

(1 mark)
(b) Explain how you chose this date.
Answer 6 months - 3 May 2004 - is Bank Holiday Monday.

Postpone to Tue 4 May 2004
(2 marks)



(c) Is an extension of time possible, and if so, how?
Answer Controller's discretion (1mark)

PF52/77 (1 mark)
Explanation of circumstances (1 mark)

                                                          Total (6 marks)

9) Which forms are associated with a UK Divisional when there is no priority
claim?

Answer PF1/77 Request for Grant (1mark)
PF7/77 Statement of Inventorship (1mark)
PF9/77 Preliminary Examination and Search                       (1mark)

  PF10/77 Substantive Examination       (1mark)

Total  (4 marks)

10 (a). Is voluntary amendment of a UK Patent Application possible before the Search
and Preliminary Examination?

Answer (a) No     (1 mark)

10 (b) You have amended the description and claims of an unpublished UK Patent
Application in response to the Search Report.

(i) What is the filing deadline for the amended claims to be included when the A-
Specification is published?

Answer Before preparations for publication are complete

(1 mark)
(ii) Are these amendments to the description published in the A-Specification?

Answer No

(1 mark)

      Total (3 marks)



11. You are working for a firm which is registered for value added tax (VAT) and you are
preparing an invoice for clients in respect of work in connection with a UK Patent
Application. The items to be charged on the invoice are as follows:

 
Professional time for preparing and revising the patent specification £1600
Standard (service) charge for filing the application £300
Typing, photocopying etc £100
Official fees £100

 
How much VAT at 17.5% should be charged in the following circumstances:

 
(a) If the client is in the UK and is registered for VAT?

 (b) If the client is in the UK and is not registered for VAT?
(c) If the client is in Japan?

 (d) If the client is in Germany and is registered for VAT?

Answers

a. £350 (1 mark)
b. £350 (1mark)
c. Nil (1mark)
d. Nil (1mark)

Total (4marks)

12. (a) When is the first renewal fee payable on a UK Registered Design?
(b) At what intervals are renewal fees payable on a UK Registered Design?
(c) What is the maximum life of a UK Registered Design?

Answers

(a)   5 years from the application (registration) date. (2 marks)
(b)   5 year intervals. (1 mark)
(c)   25 years (1 mark)

Total  (4 marks)

13 For each of the following features of design protection, state whether it applies to: (1) a
Registered Design only; (2) a Design Right only; (3) neither type of protection; or (4)
both types of protection:

a. Infringement by similar design and no proof of copying required.
(b) No renewal fees payable.
(c) Protects shape and configuration.
(d) Protects surface appearance.
(e) Licences must be made available throughout the lifetime of the right.



Answers

(a) (1) (1 mark)
(b) (2) (1 mark)
(c) (4) (1 mark)

      (d) (1) (1 mark)
(e) (3) (1 mark)

Total  (5 marks)

14. You are filing a new PCT Application.  The Applicant is a UK resident and citizen.
Which are the competent: 

(i) Receiving Office (s);
(ii) International Search Authority;
(iii) International Preliminary Examination Authority?

Answers

(i) UK; European Patent Office; International Bureau (3 marks)
(ii) European Patent Office (1 mark)
(ii) European Patent Office (1mark)

Total (5 marks)

15. On 26 Mar 2004 you filed a new PCT Application through the UK Patent Office claiming
priority of a UK Patent Application dated 26 Mar 2003. 

          (a) What types of fees are payable to the Receiving Office? (Amounts of fees are not
required)

Answer (a) Transmittal Fees (1 mark)
Search Fees (1 mark)
International Filing Fee (1 mark)
Fee for Priority Document (1 mark)

(4 marks)
(b) What are the deadlines for payment, excluding any extensions of time, and how

are these calculated?

Answer (b) Transmittal, Search and Filing - 26 Apr 2004 (1 mark)
1 month after Application (1mark)
Priority Documents - 26 Jul 2004 (1mark)
16 months after first priority (1mark)

(4 marks)

Total (8 marks)



16. You have received a letter dated 4 Mar 2004 from the PCT Receiving Office inviting
you to furnish the abstract within 1 month.

16 (a). When must the missing abstract be supplied?

Answer (a) 5 Apr 2004 (4 Apr 2004 is Sunday)
[NB. There is no 10-day rule for PCT]

(2 marks)
6 (b) Is any extension of time available?

Answer (b) On request
     (1 mark)

Total  (3 marks)

17 You have received instructions from your client to enter the PCT National Phase in
USA and EPC.

Priority Details for application are: 31 August 2001 GB and 16 August 2002 GB.
International Filing Date: 30 August 2002.

What are the latest dates you can enter the National Phase in these countries?

Answers

USA 29-Feb-2004 ( 30 months from earliest priority) (2 marks)
EPC 31-Mar-2004 ( 31 months from earliest priority) (1 mark)

Total  (3 marks)

18. Who must sign the assignment (transfer document) of a patent or patent application in:

(a)  UK
(b)  European Patent Office
(c)  PCT?

Answer (a) Both parties (1 mark)
(b) Both parties (1 mark)
(c) Assignor (1 mark)

Total (3 marks)

19. You have recently acquired a new client. What action is required to ensure that you
receive all official communications relating to the client's existing
UK patents and patent applications? 

Answer  File PF/51/77 Change of Agent
(1 mark)



20. In order to be in the best position to restore by the restitutio in integrum procedure a
European patent application which has been inadvertently allowed to lapse, a firm of
patent attorneys should be able to demonstrate that it has taken reasonable care in its
choice of employees entrusted with the relevant duties.  Give four other criteria which
the firm should meet.

Answer
1) A detailed knowledge of the provisions of the European Patent Convention and its

interpretation. (1 mark)

2) The availability in the firm of relevant literature such as the Official Journal of

the EPO. (1 mark)

3) Such office systems as are capable of ensuring that failure to adhere to time limits

shall not occur. (1 mark)

4) Instruction of employees in detail as to their duties. (1 mark)

5) Regular supervision of employees to ensure duties performed correctly (1 mark)

Total (5 marks)












