2023 ICPA MOCK Mark Scheme

Question 1

What is the time period allowed for claiming priority from:
a) A patent application? 1 mark
b) A design application? 1 mark

Total: 2 marks

Answer

. 12 months from the filing date 1 mark

° 6 months from the filing date [or registration date] 1 mark
Total: 2 marks

Question 2

What are the three minimum requirements for obtaining a filing date for a GB patent
application? 3 marks

Answer

(Mark only the first 3 items if more are listed)

Indication that a patent is sought 1 mark
Details of the applicant (sufficient for the UKIPO to contact) 1 mark
A description or reference to an earlier filed application 1 mark

Total: 3 marks

Question 3

A GB patent application is filed on 6 December 2023 by reference to an earlier GB
application dated 10 February 2023. By what date must a description be filed? Show your
calculations.

6 marks
Answer

(If no, or incorrect, calculations: award 1 mark where the candidate demonstrates knowledge
that the deadline is

(i) the later of
(i) 12 months from the priority date and
(iii) 2 months from the filing date.)

06/12/2023+ 2 months 1 mark
= 06/02/2024 (Tuesday) 1 mark
10/02/2023 + 12 months 1 mark
= 10/02/2024 1 mark

A Saturday, therefore 12 February 2024 1 mark
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(Candidates need to identify the final deadline, or state that the deadline is the later of the

two dates, to gain the following mark.)

Deadline is later of these two, i.e. 12/02/2024 1 mark
Total: 6 marks

Question 4

A UK patent application was filed on 4 July 2018 and granted on 5 September 2023.

a) By what date are the first renewal fees due to be paid to the UK IPO without
making use of the grace period? Show your calculations.

4 marks
b) For which years are renewal fees due by this date?
1 mark
c) On what date will the following renewal fee be due? Show your calculations.
1 mark

Total: 6 marks
Answer

a) [Award 1 mark for knowledge that since the patent was not granted by the 4th
anniversary of filing date, the renewal fees are due 3m from grant date. To award this
mark only where no, or incorrect, calculations are given.]

5 September 2023 + 3m [1 mark]
= 5 December 2023 [1 mark]
Payable to end of month = 31 December 2023 (Sunday) [1 mark]
Next working day is Tuesday 2 January 2024 [1 mark]
b) The 5th and 6th years [1 mark in total for both correct]

[Accept equivalent answers, e.qg. 2022 and 2023]

c) 4 July 2024, payable to end of month = 31 July 2024 [1 mark]

Total: 6 marks

Question 5

Afirst UK patent application was filed on 12 September 2019. The compliance date is 12
March 2024.

a) To what date can the compliance date be extended as-of-right? Show your
calculations.

2 marks
b) What action(s) must you take to request the as-of-right extension?
1 mark
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Total: 3 marks
Answer

[1 mark for knowledge of as-of-right extension being 2 months, if no, or incorrect,
calculations given]

a) 12 March 2024 + 2 months 1 mark
= 12 May 2024 (Sunday) [NB No roll over] 1 mark
b) Extension requested by filing a form and paying a fee 1 mark

Total 3 marks

Question 6
Your client wishes to oppose a European patent, which will grant on 14 February 2024.

What steps must be taken and by what date? Show your calculations.

5 marks
Answer
i) File Notice of Opposition (accept “file an opposition”)
i) File Grounds of Opposition (accept “file reasons/arguments”)
iii) Pay opposition fee (accept “pay fee”)
iv) Within 9 months of the date of grant / 14 February 2024 + 9 months
V) = 14 November 2024
Total 5 marks
Question 7

You receive a communication under Art. 94(3) EPC (an examination report) from the EPO on
18 December 2023. The communication is dated 16 December 2023. The communication
sets a four-month period for response.

a) By what date must a response be filed without requesting an extension of
time? Show your calculations.
2 marks

b) You obtain a two-month extension of time to the period for response. What is
the new date by which the response must be filed? Show your calculations.
2 marks

Total: 4 marks

Answer
a) 16/12/2023
+ four months = 16/04/2024 (Tuesday) 2 marks
b) 16/12/2023 + six months = 16/06/24 (Sunday) 1 mark
Next working day is 17/06/2024 (Monday) 1 mark

Total: 4 marks
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Question 8

A communication under Art. 94(3) EPC (an examination report) was issued by the EPO
setting a deadline for response. No response was filed by the deadline and no extension of
time of this deadline was obtained. The EPO consequently issued a communication dated
18 December 2023, received by your office on 22 December 2023 stating that the
application is deemed withdrawn.

a) In order to continue examination of the application, what actions should now
be taken?
2 marks

b) By what date must these actions be taken? Show your calculations.
4 marks

Total: 6 marks
Answer

a) Pay the Further Processing Fee
[Need not also say “request Further Processing” to gain the mark] 1 mark

Respond to the Examination Report/ Complete omitted/missing actions 1 mark

b)
18/12/23 1 mark
+ two months 1 mark
= 18/02/24 (Sunday) 1 mark
Next working day is Monday, 19 February 2024) 1 mark
Total: 6 marks
Question 9

An official communication under Art 94(3) EPC (an examination report) is issued by the
EPO. The communication is dated 19 December 2023 and sets a 4-month period for
response. You received the communication the same day. What is the deadline for
requesting an extension of time to respond to the communication?

2 marks

Answer
19 December 2023 + 4 months 1 mark

[a mark is awarded here for knowledge that the request must be filed before the end of the
unextended deadline]

=19 April 2024 (Friday) 1 mark

Total 2 marks



2023 ICPA MOCK Mark Scheme

Question 10

You work with an attorney called Bob Large at a UK patents firm called Large & Partners
LLP. Bob has sent you the following memo:

“I have spoken with one of our UK clients, Fridge Group Ltd. They would like to file a new
PCT application which claims priority from their existing UK patent application,
GB2325064.2, filed on 9 March 2023. Please prepare the PCT application for filing today
using the UK IPO as receiving office.

Below are the details you will need for the PCT application:

Title: Fridge Deodoriser

Our reference: FCL-1222-PCT

Applicant: Fridge Group Ltd (a UK company of: Fridge House, Steel Industrial Estate,
Cambridge, CB2 4LS)

Inventor details:

BROWN; Samantha

1 Mill Hill Lane

Horley

Surrey

RH9 4BN

The inventor is a British citizen.

Specification details:

Description — 15 pages

Claims — 3 pages, 15 claims in total

Abstract — 1 page, to be accompanied by Figure 1
Drawings — 2 pages, 3 figures in total

The UK priority application is available via the PDAS scheme under code ACO02.

Please request that all communications are sent to us only by email, using our bl@large.com
address.

The finance department will pay the relevant fees after filing.
Thanks!
Bob

Partner

Large & Partners LLP
1 Slingsby Place
London

w2 8LS

Tel: +44 20 620 3901

11 marks
Answer

Complete the PCT Request Form
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Question 11
A US design application was filed on 31 October 2023.

By what date must a design application claiming priority from the US application be
filed in the UK? Show your calculations.

2 marks
Answer

[Award 1 mark for knowledge that the deadline is 6 months from the filing date of the US
design application, where no, or incorrect, calculations given]

31 October 2023 + 6 months 1 mark
= 30 April 2024 (Tuesday) 1 mark

Total 2 marks

Question 12

Your client, Anietie Taylor, is the sole inventor and applicant for his invention “Blanking Tape”.
Anietie resides in the UK and is a UK national.

What are the competent receiving offices at which Anietie can file a PCT application?

3 marks
Answer
UK IPO 1 mark
European Patent Office 1 mark
International Bureau (I1B)/ WIPO 1 mark
Total 3 marks
Question 13

A PCT application is filed at the UK IPO on 4 December 2023, claiming priority from a UK
patent application filed on 5 December 2022. No fees are paid in respect of the PCT
application on filing.

a) What fees are due in respect of the PCT application?
3 marks
b) By what date must these fees be paid? Show your calculations.
2 marks
Total 5 marks

Answer
a) The transmittal fee. 1 mark
The international filing fee. 1 mark

The international search fee. 1 mark
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b) Within 1 month of the date of filing:

4 December 2023 + 1 month 1 mark
= 4 January 2024 (Thursday) 1 mark
Total 5 marks
Question 14

A UK subsidiary of a Chinese company files a PCT application at the UK IPO with the
specification in Chinese.

What will happen to the application? Explain your answer.
3 marks

Answer

UK IPO is not competent to act as receiving office as the specification is in Chinese 1 mark
UK IPO will forward to the IB who will act as R.O. 1 mark
The application will retain the original filing date 1 mark

Total 3 marks

Question 15

You filed a first (priority) GB patent application on 13 October 2023. On 11 December 2023
you filed a GB divisional patent application from that first GB patent application.

a) What is the deadline for requesting a search on the divisional patent
application? Show your calculations.
7 marks

b) What is the deadline for filing a PF7 on the divisional patent application? Show
your calculations.
3 marks

Total: 10 marks
Answer
a)
[If candidate shows knowledge of the deadline being the later of 12 months from the parent
filing date/earliest priority date or 2 months from the date of filing the divisional application,
but shows no (or incorrect) calculations: award a maximum of 1 mark.]

Later of 12 months from (i) parent/priority date or (ii) 2 months from date of
filing the divisional application

i) 12 months from parent filing date/earliest priority date
13 October 2023 + 12 months 1 mark
1 mark
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= 13 October 2024 (Sunday) 1 mark
Moves to 14 October 2024 (Monday)

ii) 2 months from date of filing the divisional

11 December 2023 + 2 months 1 mark
= 11 February 2024 (Sunday) 1 mark
Moves to 12 February 2024 (Monday) 1 mark

Later of these two dates:
14 October 2024
[An identification of the later date, or that the later date is the deadline, must be

given for this mark to be awarded.] 1 mark

b) [If candidate shows knowledge of the deadline being the later of 16 months from the
priority date or 2 months from the date of filing the divisional application, but shows no (or
incorrect) calculations: award a maximum of 1 mark.]

Later of (i) 16 months from priority date or (ii) 2 months from date on which the
divisional application is filed

i) 16 months from priority date
13 October 2023 + 16 months 1 mark

= 13 February 2025 (Thursday) 1 mark

ii) (as above)

[no separate mark here for this date calculation, since mark awarded above for
this point. Marks can be awarded if this is correct here, but these marks were
not awarded above.]

Identification of the later of these two dates:
= 13 February 2025 1 mark

Total: 10 marks
Question 16

A PCT application was filed on 17 May 2022. The application claims priority from a US
application filed on 28 July 2021.

a) When does the international phase end for this PCT application? Show your
calculations.
3 marks

b) What is the latest (unextended) date for entering the European regional phase
for this PCT application? Show your calculations.
2 marks

c) What is the due date for the first renewal fee due at the European Patent Office
for the European regional phase application? Show your calculations.
3 marks
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d) What is the earliest date the first renewal fee can validly be paid to the EPO?
Show your calculations. 2 marks

Total: 10 marks
Answer
a) [If candidate shows knowledge of the end of the international phase being 30 months from
the priority date (= earliest filing date), but shows no (or incorrect) calculations: award a
maximum of 1 mark.]

28 July 2021 + 30 months 1 mark
= 28 January 2024 (Sunday) 1 mark
Next working day: 29 January 2024 (Monday) 1 mark

b) [If candidate shows knowledge of the deadline being 31 months from the priority date (=
earliest filing date), but shows no (or incorrect) calculations: award a maximum of 1 mark.]

28 July 2021 + 31 months 1 mark
= 28 February 2024 (Wednesday) 1 mark
c) [If candidate shows knowledge of the deadline being the second anniversary of the PCT

filing date (in respect of the third year), but shows no (or incorrect) calculations: award a
maximum of 1 mark.]

17 May 2022 + 2 years 1 mark
=17 May 2024

1 mark
31 May 2024 (Friday) [accept: end of May 2024] 1 mark

d) [If candidate shows knowledge that the first renewal fee payment can validly be paid up to
6 months in advance of the due date, but shows no (or incorrect) calculations, award a
maximum of 1 mark.]

Due date for paying third year renewal fee (as calculated in part c)) is 31 May 2024
31 May 2024 — 6 months 1 mark
= 30 November 2023 1 mark
Total: 10 marks
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PCT

International Application No.

REQUEST

International Filing Date

The undersigned requests that the present
international application be processed
according to the Patent Cooperation Treaty. Name of receiving Office and “PCT International Application”

Applicant’s or agent’s file reference (if desired) (25 characters maximum)

FCL-1222-PCT

Box No. I TITLE OF INVENTION

FRIDGE DEODORISER

Box No.II  APPLICANT I:l This person is also inventor

Name and address: (Family name followed by given name; for alegal entity, full official designation. | E-mail address*
The address must include postal code and name of country. The country of the address indicated in this
Boxisthe applicant's State (thatis, country) of residence ifno State of residence is indicated below.)

FRIDGE GROUP LIMITED Telephone No.
Fridge House

Steel Industrial Estate Facsimile No.
Cambridge CB2 4LS

Country needed to

United Kingdom

. : Applicant’s registration No. with the Office
gain this mark

* E-mail authorization: Indicating an e-mail address above authorizes the receiving Office, the International Searching Authority and the
International Bureau, if they provide such a service, to send notifications exclusively by e-mail to that address, unless the following box is
marked:

I:l notifications are requested to be sent exclusively by postal mail.

State (that is, country) of nationality: State (that is, country) of residence:
GB or United Kingdom GB or United Kingdom or Blank
;E)};lfh%e;i?g ;:easpg%:lcant x all designated States I:l the States indicated in the Supplemental Box

Box No. III'  FURTHER APPLICANT(S) AND/OR (FURTHER) INVENTOR(S)

Iz Further applicants and/or (further) inventors are indicated on a continuation sheet.

Box No. IV  AGENT OR COMMON REPRESENTATIVE; OR ADDRESS FOR CORRESPONDENCE

The person identified below is hereby/has been appointed to act on behalf g agent I:l common
of the applicant(s) before the competent International Authorities as: representative
Name and address: (Family namefollowed by given name; for a legal entity, full official designation. | E-mail address*
The address must include postal code and name of country.) b|@| arge.com
Large, B
L:rgg’& cI;Zrtners LLP Telephone Mo,
9 o +44 20 620 3901
1 Slingsby Place To gain this mark: —
London W2 8LS . . Facsimile No.
on - family name followed by given

United Kingdom

9 name, and_ Agent’sregistration No. with the Office

- country given

* E-mail authorization: Indicating an e-mail address above authorizes the receiving Office, the International Searching Authority and the
International Bureau, if they provide such a service, to send notifications exclusively by e-mail to that address, unless the following box is
marked:

I:l notifications are requested to be sent exclusively by postal mail.

I:l Address for correspondence: Mark this check-box where no agent or common representative is/has been appointed and the space
above is used instead to indicate a special address to which correspondence should be sent.

Form PCT/RO/101 (first sheet) (July 2022) See Notes to the request form
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Box No.IIl FURTHER APPLICANT(S) AND/OR (FURTHER) INVENTOR(S)

If none of the following sub-boxes is used, this sheet should not be included in the request.

Name and address: (Family name followed by given name; for alegal entity, full official designation.
The address must include postal code and name of country. The country of the address indicated in this
Boxistheapplicant's State (thatis, country) of residence if no State of residence s indicated below.)

Brown, Samantha To gain this mark:

1 Mill Hill Lane - family name followed by

Horley given name, and
Surrey RH9 4BN - country given

United Kingdom

This person is:

|:| applicant only

I:l applicant and inventor

X

inventor only (If this check-box
is marked, do not fill in below.)

Applicant’sregistration No. with the Office

State (that is, country) of nationality:

BLANK (or GB or UNITED KINGDOM)

State (that is, country) of residence:

BLANK (or GB or UNITED KINGDOM)

This person is applicant

for the purposes of: I:l all designated States

I:l the States indicated in the Supplemental Box

Name and address: (Family namefollowed by given name; foralegal entity, full official designation.
The address must include postal code and name of country. The country of the address indicated in this
Boxistheapplicant's State (that is, country) of residence ifno State of residence is indicated below.)

This person is:

|:| applicant only

|:| applicant and inventor
I:l inventor only (If this check-box

is marked, do not fill in below.)
Applicant’sregistration No. with the Office

State (that is, country) of nationality:

State (that is, country) of residence:

This person is applicant

for the purposes of: I:l all designated States

I:l the States indicated in the Supplemental Box

Name and address: (Family name followed by given name; for alegal entity, full official designation.
The address must include postal code and name of country. The country of the address indicated in this
Boxistheapplicant's State (that is, country) of residence if no State of residenceis indicated below.)

This person is:

|:| applicant only

I:l applicant and inventor

[]

inventor only (If this check-box
is marked, do not fill in below.)

Applicant’sregistration No. with the Office

State (that is, country) of nationality:

State (that is, country) of residence:

This person is applicant

for the purposes of: I:l all designated States

I:l the States indicated in the Supplemental Box

Name and address: (Family namefollowed by given name; foralegal entity, full official designation.
The address must include postal code and name of country. The country of the address indicated in this
Boxistheapplicant's State (that is, country) of residence if no State of residence is indicated below.)

This person is:

|:| applicant only

I:l applicant and inventor

L]

inventor onéy (If this check-box
is marked, do not fill in below.)

Applicant’s registration No. with the Office

State (that is, country) of nationality:

State (that is, country) of residence:

This person is applicant

for the purposes of: I:l all designated States

I:l the States indicated in the Supplemental Box

I:l Further applicants and/or (further) inventors are indicated on another continuation sheet.

Form PCT/RO/101 (continuation sheet) (July 2022)

See Notes to the request form
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Box No. V DESIGNATIONS

The filing of this request constitutes under Rule 4.9(a) the designation of all Contracting States bound by the PCT on the international
filing date, for the grant of every kind of protection available and, where applicable, for the grant of both regional and national patents.

However,

D DE Germany is not designated for any kind of national protection

I:l JP Japan is not designated for any kind of national protection

D KR Republic of Korea is not designated for any kind of national protection

(The check-boxes above may only be used to exclude (irrevocably) the designations concerned if, at the time of filing or subsequently
under Rule 26bis. 1, the international application contains in Box No. VI a priority claim to an earlier national application filed in the
particular State concerned, in order to avoid the ceasing of the effect, under the national law, of this earlier national application.)

Box No. VI  PRIORITY CLAIM AND DOCUMENT

The priority of the following earlier application(s) is hereby claimed:

Filing date I‘\Iumber. ) Where earlier application is:
of earlier application of earlier application - P ] L. . . .
(day/month/year) national application: regional application: |international application:
country or Member regional Office receiving Office
of WTO
item (1) 2325064.2 GB
09/03/2023

item (2)

item (3)

I:I Further priority claims are indicated in the Supplemental Box.

Furnishing the priority document(s):

D The receiving Office is requested to prepare and transmit to the International Bureau a certified copy of the earlier application(s)
(only if the earlier application(s) was filed with the receiving Office which, for the purposes of this international application, is
the receiving Office) identified above as:

I:I all items D item (1) D item (2) I:I item (3) I:l other, see Supplemental Box

m The International Bureau is requested to obtain from a digital library a certified copy of the earlier application(s) identified above,
using, where applicable, the access code(s) indicated below (if the earlier application(s) is available to it from a digital library):

& item (1) I:I item (2) I:l item (3) I:l other, see

access code AC02 access code access code Supplemental Box

Restore the right of priority: the receiving Office is requested to restore the right of priority for the earlier application(s) identified
above or in the Supplemental Box as item(s) ( ). (See also the Notes to Box No. VI; further
information must be provided to support a request to restore the right of priority.)

Incorporation by reference: where an element of the international application referred to in Article 11(1)(iii)(d) or (e) or a part of
the description, claims or drawings referred to in Rule 20.5(a), or an element or part of the description, claims or drawings referred
to in Rule 20.5bis(a) is not otherwise contained in this international application but is completely contained in an earlier application
whose priority is claimed on the date on which one or more elements referred to in Article 11(1)(iii) were first received by the receiving
Office, that element or part is, subject to confirmation under Rule 20.6, incorporated by reference in this international application for
the purposes of Rule 20.6.

Box No. VII INTERNATIONAL SEARCHING AUTHORITY

Choice of International Searching Authority (ISA) (if more than one International Searching Authority is competent to carry out the
international search, indicate the Authority chosen, the two-letter code may be used):

1SA/ BLANK (or EP or EPO)

Form PCT/RO/101 (second sheet) (July 2022) See Notes to the request form
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Box No.IX CHECK LIST for PAPER filing — only to be used when filing on PAPER

This international application Number This international application is accompanied by the Number
contains the following: of sheets following item(s) (mark the applicable check-boxes below of items
Accept other numbers and indicate in right column the number of each item):

(a) request form of sheets, as long as
PCT/RO/101 consistent with 1. O fee calculation sheet. .. ..........................
Sncllud‘tr}g any q candidates' numbering
eclarations an : ..
supplemental of submitted pages 2. [0 original separate power of attorney ................
sheets). ..., : 4
3. O original general power of attorney. . ................
(b) description .................. : 15
4.0 copy of general power of attorney; reference
. . number: . ... ...
(c) claims ...................... : 3

(d) abStract . . ...\ : 1] S O prlgrlty document(s) identified in Box No. VI
ASTEEM(S) « v vttt

e) drawings (ifany).............. : 2 . . . S
(e) drawings ( y) O Translation of international application into

(language): ........... ... i
Accept other total number of sheets,

if consistent with different (correct) 0 o . .
number given in (a) above 7. separate indications concerning deposited

Total number of sheets . 25 microorganism or other biological material ..........

(f) sequence listing part of the description as a 8. [0 copy of results of earlier search(es) (Rule 12bis.1(a)) . ..
WIPO Standard ST.26 XML file (indicate type

and number of physical data carrier(s)):

Figure of the drawings which Language of filing of the .
should accompany the abstract: 1 international application: English or EN

Box No. X SIGNATURE OF APPLICANT, AGENT OR COMMON REPRESENTATIVE

Next to each signature, indicate the name of the person signing and the capacity in which the person signs (if such capacity is not obvious from reading the request).

Bob Large Order of names not important here

For receiving Office use only

1. Date of actual receipt of the purported

international application: 2. Drawings:

. received:
3. Corrected date of actual receipt due to later but I:l
timely received papers or drawings completing
the purported international application:

4. Date of timely receipt of the required I:l not received:
corrections under PCT Article 11(2):

5. International Searching Authority 6. I:l Transmittal of search copy delayed
(if two or more are competent): until search fee is paid

For International Bureau use only

Date of receipt of the record copy
by the International Bureau:

Form PCT/RO/101 (last sheet — paper) (July 2022) See Notes to the request form
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